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MR. JUSTICE SALES:

1.

The letter concluded in this way under the head8wupggested resolution™:

There are before the court in substance three agtigins: one by the claimant for
interim injunctive relief against the defendantgetation to marketing of sportswear
products bearing the “QUEENSBERRY” brand; a sectwydthe claimant again

seeking an order for an expedited trial; and, tham application by the defendants
that the claimant's claim of trade mark infringetnbased on a Community trade
mark in relation to the particular brand shouldskeeyed pursuant to Article 104(1) of
the Community Trade Mark Regulation as the Office Harmonization in the

Internal Market ("OHIM") is seized of an invaliditgction with respect to this

registration.

The position in relation to the application for iaterim injunction is this. There has
since about 2008 been an ongoing dispute betweenldimant and the defendants’
predecessors in title in relation to certain relafiJEENSBERRY trade marks now
claimed by the defendants. The claimant has mgdtnational and Community
trade marks using the QUEENSBERRY name but thelilof those trade marks is
in dispute.

In February 2012, the defendants purchased alletggus in relation to the
QUEENSBERRY brand and trade mark from those whongd entitlement to use
those brands in preference to the claimant, MiMiuaa and Mr. Goodwin.

The defendants sent letters notifying the Unitedgdiom IPO of the purchase of
those rights and filed applications to registedéranarks. Those matters came to the
attention of the claimant and by letter dated 2Rfmrch 2012 the claimant by its
solicitors wrote to the second defendant to ateht to the claimant's own claims to
the trade mark rights.

In the letter, it was stated:

"We infer from the New Applications that you belkéethat you
are the rightful owner of the Queensberry Marks #rad you
intend to apply them to the goods and servicesvtach you
are seeking registration. Please therefore Id&nasv within 7
days of the date of this letter if you are applyingintend to
apply, the QUEENSBERRY name in the course of tramle
goods or services for which the Queensberry Marks a
registered, or to licence others to do so. Ifdease provide us
with full details of all such use, including saleormation on
all products and services (both gross and nettgjadnd use in
the context of promotion, advertising and marketitigyou do
not provide us with this information then our clies entitled
to assume that you are infringing, or intend taimngfe, the
Queensberry Marks and to act accordingly."

"Our client would prefer to resolve this matter eafily and
without recourse to the UKIPO or the Court, if pbs Our
client also regards this matter as urgent. Acowlgi our
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client requires you to enter into the attached waf#iengs by
signing and returning them to us within 7 days e tlate of
this letter. Should you thereafter comply with gbo
undertakings, our client will take no further actiagainst you.

Should you fail to comply with this request, ourent will
assume that you intend to infringe its copyrighd &m apply to
goods or their packaging, and supply services uyntlez
Queensberry Marks. In that event, our client nes®its right
to take such action against you as it deem necessad
appropriate, including issuing proceedings agajostat Court
for interim and/or final relief restraining the infgements set
out in this letter, and damages (or at its elecéiaraccount of
your profits), plus payment of its legal costs, heiit further
notice to you."

6. By letter dated 5th April 2012 solicitors acting fine second defendant replied to
assert that the second defendant enjoyed rightespect of the QUEENSBERRY
trade mark that pre-dated those of the claimahie [€tter said:

“[The second defendant] also believes that youenth
trade mark registrations were filed in bad faith sabstantiated
by the evidence it has filed in the current displéfore the
IPO. As a result, invalidity and revocation actidmave been
filed against each of your client's trade mark segtions at
OHIM and the IPO. Our client will not be withdrawg its
QUEENSBERRY trade mark applications, nor surremggiis
trade mark registrations. Messrs La Mura and Gaoomil
not be surrendering their domain name registrations

Our client hereby withdraws any permission that bagn
given to your client by it, either express or inegli(which is
denied), to use its QUEENSBERRY marks.

Our client is presently considering a new iterawdmts various
QUEENSBERRY trade marks. Pending completion ofhsuc
considerations, it has no plans to use the QUEENSBE
since 1867 and wings device that is the subjedisdiiK trade
mark registration no. 2561131.

Neither our client, nor Messrs La Mura and Goodwill be
entertaining your client's demands and they willedd any
legal claims that may be brought against them hy gtient.”

7. That letter, whilst declining to provide the un@dihgs which had been sought by the
claimant, gave no specific indication that the ddBnts were proposing to take any
concrete steps at that time to launch a range adfymts using the QUEENSBERRY
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10.

11.

12.

13.

mark. In my view, therefore, the claimant was i to proceed on the basis that
there was no immediate risk or threat to its claimehts in relation to the
QUEENSBURY trade marks at that point in time. lasvnot incumbent on the
claimant, in the light of that letter, to proceedcommence legal proceedings against
the defendants.

In evidence filed for the defendants, the deferslaaly that they took comfort from
the absence of proceedings being launched by gimaht in response to that letter
and assumed that the claimant would not seek tontnauchallenge in court

proceedings if the defendants proceeded to laungbroduct range using the

QUEENSBERRY logo. On the basis of that assumptiendefendants proceeded to
put in place plans to develop branded productsgusiat logo with a view to putting

them on the market.

| have to say that | do not consider that that ie@sonable interpretation of the
claimant's position in the light of this correspende. Mr. Moody-Stuart for the
defendants himself characterised the underlyingtipasas involving a “hard fought
dispute in a number of jurisdictions in relationtte right to use the trade marks.”
Against that background, | consider that no reaslenassumption could be made on
the basis of the exchange of correspondence rdfesrabove that the claimant would
not object and would not take legal proceedindgkefdefendants proceeded to launch
products using the QUEENSBERRY logo, which in doarse they did.

The position is that the claimant only learnt ttre¢ defendants were proceeding to
launch a range of products of boxing sportswear aodh like using the
QUEENSBERRY trade mark when the claimant's solicikdr Dennis, happened to
be shopping in Lillywhites in London on 16th Novesnt2012. On the sixth floor in
the boxing department he saw a poster outside ajisgg) brands on offer inside
including a logo for QUEENSBERRY amongst a rangetbier logos. He checked
with a shop assistant whether there were QUEENSBERB®&bds for sale and was
told that QUEENSBERRY was set to be a new clottirapd and that the stock was
due to arrive soon.

Mr. Dennis reported back to the claimant what he $®en. That gave rise to a letter
sent shortly thereafter, on 21st November 2012icatohg that it had come to the
claimant's attention that the defendants had cormetenoffering for sale in
Lillywhites various items of sports attire suchTashirts and hooded tops bearing the
QUEENSBERRY name. In this letter before claim ¢h@mant asserted its rights in
respect of the trade marks and sought undertakirja the defendants. No
undertakings were offered by the defendants andordmgly, the present
proceedings were commenced and an applicationdsseeking interim injunctive
relief over until trial.

On that application the principles to be applied @re familiarAmerican Cyanamid
principles relating to the balance of conveniencé the balance of justice between
the parties. It is common ground between the gmthat there is a serious issue to be
tried in relation to the validity of the trade maria issue, as currently registered for
the benefit of the claimant.

The next question is whether, if injunctive relisfnot granted, the claimant may
suffer harm which cannot be adequately compendatemh award of damages if its
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claims of rights in relation to use of the QUEENSBY brand are proved to be
correct at the end of the day, after trial.

Mr. Moody-Stuart for the defendants submitted thiedre was no good evidence
before the court that the claimant would suffer aigyificant harm at all which could
be taken into account on this side of the balanerercise. | do not accept that
submission. In my view, a sufficient basis hasnbpet forward in the evidence for
the claimant asserting and explaining the basisafpotential claim for damages or
other relief against the defendants should themaat be successful after trial in
asserting their entitlement to registration andafghe trade marks in issue.

The evidence put forward has to be assessed agfagngeneral background that there
is a contest between different persons each clgimntitiement to be able to promote
and launch branded products on to the market. atticqolar, | see no reason to go
behind the evidence of Steven Cervenka for thenaat in two witness statements,
where he gives details of steps that had been tsiker about the middle of 2012 by
the claimant to move towards launching its own QUNBSBURY branded products
onto the market, in particular via a website whioh claimant was, prior to the action
by the defendants, intending to launch towardstiteof November 2012.

There is evidence from Mr. Dennis, the solicitor foe claimant, asserting that the
claimant risks suffering loss which will not be goemsated; and in the particular
context which | have described it seems to meithatright for this court to treat that
evidence, assertion though it may be, as havingseeght.

In addition, there is a witness statement from BMank Warren, the well-known

boxing promoter, one of the directors of the claamaHe refers to a the fact that the
defendants had already begun to develop a marketirgfegy based around
promotion of QUEENSBERRY brand products by a legdBritish heavyweight

boxer called Dillian Whyte. Mr. Warren says thaiiliBn Whyte recently tested

positive for a banned substance and currently facegaspension from professional
boxing. Mr. Warren points out that it would be emously damaging to the
QUEENSBERRY brand claimed by the claimant if it &®e associated with
Dillian Whyte in the minds of the public.

In my view, taking all these matters together, ¢hisra sufficient basis on which the
court should proceed to consider that if no injiuectelief is granted, the claimant
will be at risk of suffering loss which cannot bdeguately compensated for in
damages at the end of the day. | consider thae thee two potential heads of loss
which are relevant here. The first is, against iaekground of evidence from the
claimant that it was itself already ramping up &orich its own QUEENSBERRY

products, the claimant will be at risk of losing throfits from sale of such products
by virtue of what the defendants have done in iggtitnto the market with their own

QUEENSBERRY branded products before the claimankiclaunch.

The claimant is willing to undertake not to launtshown QUEENSBERRY products
pending a trial of the claim. That seems to me msibée course, so as to avoid
confusion in the minds of the public in relation competing QUEENSBERRY
brands. Either on the basis that the claimantesgte stay out of the market in this
way or, if it did enter the market, that there wbirlevitably be confusion in the mind
of the public about the products, it seems to na the claimant will potentially
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suffer losses in terms of lost profits which woblel intrinsically difficult to value at a
subsequent trial with accuracy and certainty.

The second matter is in relation to the genera tdscontrol by the claimant over the
trade marks which it claims are its own to explddthough a speedy trial is possible
and, in my view, appropriate in this case, it woatdy take place in about July. In
my view, in the absence of injunctive relief as glttuby the claimant, the claimant
would be exposed to a general risk of conduct enprt of the defendants which
might jeopardize the claimant's own ability to depethe QUEENSBERRY brand

and trade marks as it would choose and its aliditynaintain the value in those trade
marks and brand.

It is difficult to foresee exactly how the defentlamight proceed to develop their
marketing to sell the garments in question. Tl&re guarantee that they would not,
if demand is found to be wanting, reduce the paicd potentially damage the value
of the brands by selling the items more cheaplyithduigh in the course of the
hearing - to meet the problem identified with asstieg the brands with

Mr. Dillian Whyte, as set out by Mr. Warren in hevidence - counsel for the
defendants offered an undertaking that Mr. Whyteisne would not be used to
promote the QUEENSBERRY goods being sold by themt&nts over until trial, it

seems to me that the readiness to offer such aprtakthg itself underlines the

potential risks to the claimant of leaving the potion and initial branding of the

products in the hands of the defendants. It shawsmplicit acceptance of the
importance of such matters as associating the bvatid sports personalities for

developing sales. This illustrates the risk to ¢fe@mant of not being able to control
any sales campaign or marketing drive in relatmmwhat it claims is its brand. There
is, for example, no suggestion that the defendamsld seek to agree with the
claimant the identity of boxers who might be apptaa for branding purposes to
promote the goods or anything like that.

As a general matter, | consider that it shoulddyetlie person ultimately found to be
entitled to develop the QUEENSBERRY brand and ®the trade marks to have the
ability to shape and fashion that brand by refeedndooxing names which they could
approach and contract with for themselves, ratian being left exposed to whatever
arrangements their rival might make, however ustattory they might regard those
arrangements in the longer term.

Accordingly, I consider that the claimant has shdhet it is at risk of suffering loss
for which an order of damages at the end of therday not adequately compensate
them. There is no issue as to the ability of tleéeddants to meet an award of
damages against them.

On the other side of the balance, the defendantdbwiat risk of suffering losses if
injunctive relief is granted against them. In patar, if the injunctive relief is
granted over until a speedy trial in July, the ddBnts will themselves be prevented
from making profits by selling the branded produetsch they claim to be entitled to
do.

In my view, the difficulty of quantifying the defdants' loss of profits in that regard
is at a broadly equivalent level to the difficultf quantifying the potential loss of
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27.

28.

29.

30.

profits on the part of the claimant. These twotdex are of broadly equivalent
weight.

However, the defendants are not at risk of therdai hijacking the development and
promotion of the brands pending trial in the sanag &s the claimant is exposed to
the actions of the defendants if no injunctionnanged. The claimant has undertaken
to stay out of the market until trial. The effetierefore, if injunctive relief is granted,
would be for the market to be left open to botresidor either one to develop the
brands as they thought best after the entittemenise the trade marks has been
finally determined, without suffering detrimenttteeir branding efforts by steps taken
by the other in the mean time.

| consider that this feature of the case indic#ites the balance of convenience and
justice is in favour of granting injunctive reliat this stage, in order to obviate the
additional risk which the claimant would suffer ludirm being caused to the brands
which it claims to be entitled to use if no injuioct is granted and the defendants are
permitted to go on marketing them in the way thieni@ants see fit.

In reaching the conclusion that an interlocutorymetion should be granted, | also
have regard to the low key way in which the defesihave introduced their branded
goods into the market. They have not spent coraide sums in order to launch the
brand with a great fanfare. 1 think it is fairgay that they have slipped the goods on
to the market with a minimum of fuss. The defendacannot say that a huge
marketing effort on their part will be wasted if amunction is granted now. The
materials promoting the goods are very low key @tle On the defendants' website
there is one panel of a slider which advertisesQWEENSBERRY branded products
alongside a number of other branded products. a8ag$ advertising in shops is
concerned, from the photographs of the advertisiagerials | have been shown, the
QUEENSBERRY name is simply listed amongst a ranigetleer brands with no
great prominence.

The defendants complain that they will lose theefierof sales over the Christmas
period. But so far as that is concerned, it seenmsd that that is a potential loss for
the claimant as well, which means that this fabimadly balances out on both sides
of the equation of the balance of convenience.oAllse absence of a launch of the
products with a great fanfare in order to developdyvill into the Christmas period
militates against the suggestion that the defessdavduld suffer particular and
considerable loss of profits by virtue of grantofinjunction at this particular stage.

The defendants also refer to a range of matter®wgein particular in the witness
statement of Mr. lan Campbell. At paragraphs 1d B2 of his withess statement, he
says this:

"11. If the Queensberry branded product rangewitisirawn,
Sports Direct would also face difficulties in trgitio re-launch
the range at a later date as usually a retailey bak one
opportunity to launch a brand and if that launch nist
successful the brand is permanently tarnished.

12. A fundamental part of Sport Direct's businesslel is the
reinvigoration of existing brands and developmehtnew
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31.

32.

33.

34.

brands. If Sports Direct was forced to withdrawe th
Queensberry brand it would impact on the credibiit Sports

Direct in negotiating the licensing and purchaskrahds in the

future as the Queensberry brand would be viewedaas
commercial failure because it had to be pulled frtme

market."

In my view, those assertions are overstated, pdatiy in view of the low key way in
which the launch of the products has taken pldas.unlikely that the launch, such as
it has been, will have made any great impressiotherpublic. In view of the absence
of a major marketing splash in relation to launtthe QUEENSBERRY products, |
find it difficult to believe that the brand woule permanently tarnished in the eyes of
the buying public if the defendants were injundi@an continuing to sell them at this
point in time and were only able to re-commencdirgekhem in about July 2013.
Such a pause in sale of the branded goods willnhikaly to tarnish the brand to any
significant extent. Further, as pointed out by Furvis QC for the claimant, this is
not a case where Sports Direct has licensed ot#tailars to sell QUEENSBERRY
branded products. There would be little or no lostace which Sports Direct would
suffer with other commercial operators, since thiavawal of the goods from sale
would be a purely internal matter within Sportsdgir

The point made by Mr. Campbell in paragraph 12isfwWitness statement leads into
another matter which, in my view, is a yet furthi@ctor pointing in favour of the
grant of injunctive relief in this case. The defants submit that the claimant has
been guilty of delay in coming forward with its ictes. They contend that, in the light
of the response by the second defendant in ther lettS5th April 2012, the claimant
should have taken court action at that stagewias serious about the matter, and the
defendants were entitled to assume from the claisiaraction at that point that they
could safely proceed to launch their own QUEENSBURW%ducts without further
reference to the claimant.

| do not accept this. In my view, since no specithreat of a launch of
QUEENSBERRY branded products was contained in ekterl of %" April 2012, it
was understandable, and indeed reasonable andlserisr the claimant to hold its
hand at that stage and not embark upon legal pdogge until such time as it
appeared that they were really necessary to deferathimed rights. The defendants
could not reasonably assume from the claimant’ssionm to take legal action at that
stage that the claimant would not object to theed@fnts introducing their own
QUEENSBURY branded products onto the market.

Secondly, the defendants contend that Mr. Warr@uldhhave appreciated from an
article which appeared in the Mail Online in Aug€t12 that there was indeed a
threat of a launch of QUEENSBERRY branded produoys the defendants.
However, | accept the evidence given by Mr. Wattet he did not regard that as an
indication of a serious threat at the time. Thelerwas vague and unspecific and for
weeks, if not months, afterwards nothing appeaoeldappen. | do not think that the
claimant can fairly be criticized for failing toka proceedings at the time that that
article appeared. Nor, again, could the defendasatsonably take any comfort from
the omission of the claimant to issue legal prooegdat that time.
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39.

Finally, the defendants say that the claimant aelaynreasonably from discovery of
the imminent introduction of QUEENSBERRY brandedducts in the Lillywhites
store, as discovered by Mr. Dennis on 16th Noven2fdr2, until the letter before
claim was sent on 21st November. | do not thiré this is a fair criticism either. In
my view, the claimant acted as soon as was reaBopedcticable in order to bring
their claims to the attention of the defendants tanabject to what they were doing.

In my judgment, the more serious point in relattonall this for the purposes of
deciding whether injunctive relief should be grahtelates to the way in which the
defendants, as Mr. Purvis put it, crept onto theketawith their products with no

notice to the claimant. 1 think that that is ar feharacterisation of events on the
evidence that | have seen.

In those circumstances, | think that it is an adddl relevant matter for me to take
into account that the defendants proceeded in awiye they knew or ought to have
known that the claimant would be likely to objed¢toagly to them introducing
QUEENSBERRY branded products onto the market, yied to draw to the
claimant's attention that that was what they inéehtb do at a time when there could
be a full debate between the parties as to whattdoghappen in relation to the trade
marks and the rival claims to entitlement to use QUEENSBERRY brand before
the defendants proceeded to incur the costs, ssicihey were, of launching the
products. In my view, the defendants used the QUEERRRY mark and launched
the products in circumstances where they knew ghbto have known that they were
taking a risk that they could be on the receiving ef an injunction application on
the part of the claimant (cf paras. [7]-[9] above).

In that regard, | consider that there is a fairlegya to be drawn with the case of
SmithKline Beecham Plc v. Apotex Europe Ltd, [2003] EWCA Civ 137, [2003] FSR
31, as submitted by Mr. Purvis. Although that casacerned someone producing
goods in alleged breach of a patent in circumstwmdgere it was known that there
would be disputes about their entittement to prdaeethat way, | consider that the
analogy with the present situation, where the d#dats proceeded to introduce their
goods using the QUEENSBURY brand onto the mark#towit first canvassing with
the claimant that it proposed to do that, so thatdutstanding disputes between them
could be addressed before they proceeded in thwat izaufficiently close that the
case provides relevant guidance for me in the ntisiéuation.

| refer in particular to paragraphs [38] to [40]thre judgment of Aldous LJ. In that
case, the Court of Appeal held that the judge, wiaal granted interlocutory
injunctive relief in the exercise of his discretiomas "entitled to take into account
when deciding to maintain the status quo [in favotigranting an injunction] that
Apotex walked into the situation that they find riiselves in with their eyes open to
the risk that they were taking. They knew the askl decided that it was best not to
remove it. To preserve the status quo as the jdabeneant that Apotex would only
temporarily be prevented from doing that which timeyg not yet done. If they are
right, the court will have to do the best it can dcompensate them under the
cross-undertaking." Aldous LJ said that he couldfma fault with the approach of
the judge, including giving weight to the partiaufactor that Apotex had knowingly
taken a risk in proceeding in the way it did.
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In the present case, | consider that the defendant€eeded to put their

QUEENSBURY branded products on the market in cistammces where they knew
or should have known that the claimant would besljikto object and to seek

injunctive relief, but without first seeking to mge the underlying dispute about who
was entitled to use the brand and trade marks.dEfendants thereby created and
took the risk that, once the claimant discoveredtwthey were doing, injunctive

relief would be sought and might be granted agahesi. The claimant, on the other
hand, has simply reacted to the situation credgthe defendants.

In the present case, subject to what | will sag moment about the financial worth of
the cross-undertaking in damages which is offeiteid, my view that the balance of
convenience and justice falls clearly in favourtieé claimant in this case. In my
view, as set out above, the claimant is at a grestde of suffering harm which cannot
properly be compensated in damages, because divthareas of loss to which it
would be exposed if injunctive relief is grantedl.alddition, my view is reinforced by
the point just made by reference to 8methKline Beechamv. Apotex case.

Finally, so far as the grant of injunctive relisf goncerned, the defendants contend
that the cross-undertaking in damages offered kycthimant is of no significant
value. Against that, the claimant puts forward wigness statement of Mr. Frank
Warren, who offers his personal cross-undertakmgamages alongside that of the
claimant. Mr. Warren says that he has substaasiséts within the jurisdiction, both
in terms of cash and property, which he believe wiore than satisfy any
conceivable amount that might ultimately be awardader the cross-undertaking.
He also gives a practical example of a property emvby him with significant free
equity in it of at least £320,000. | see no reasogo behind this evidence as to Mr
Warren’'s means and ability to satisfy any rulingaour of the defendants based on
the cross-undertaking in damages. Therefore, tisene reason, by reference to the
ability of the claimant and Mr. Warren to satisfgyaaward against them on the
cross-undertaking in damages, to depart from tinelasion that | have arrived at that
interlocutory injunctive relief in the terms sougdttould be granted upon the balance
of convenience and justice in this case.

| turn then to the other applications which areobefme. In the event that injunctive
relief was granted, Mr. Moody-Stuart, for the defents, agreed that the case was one
in which there ought to be expedition. It seemsclear that this is a case fit for
expedition, since there is a risk of loss on eiteele (for the claimant or the
defendants, depending on the outcome at the ettteafay at trial) which cannot be
fully and properly compensated in damages. Incinmumstances, it is appropriate
that expedition should be ordered in this casee ddte for hearing is proposed to be
moved forward from the autumn of 2013 to July 201Bave made inquiries with the
listing office, who inform me that it ought to begsible to accommodate the trial of
the action in the course of July 2013. On thatetoale, both parties agree that it
would be possible for them to be ready for tridh the circumstances, therefore,
| direct that the trial be expedited, with a hegrio take place in July 2013. The
parties will need to seek to agree sensible doestin order to ensure that the matter
can be properly ready for trial at that time. Tianhot a matter before me at the
moment.

Finally, I have to consider the application madethyy defendants for a stay of the
claimant's claim for infringement of the Communinade mark, by reference to
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Article 104(1) of the Community Trade Mark Regubati Article 104 deals with the
division of proceedings as between National Coagdplying European trade mark
law, on the one hand, and OHIM, on the other. chetil04 provides, so far as
relevant, as follows:

"(1) A Community trade mark court hearing an attieferred to in Article 96,
other than an action for declaration of non-infengent, shall, unless there are
special grounds for continuing the hearing, ofoen volition, after hearing the
parties, or at the request of one of the partieb ater hearing the other party,
stay the proceedings where the validity of the Comity trade mark is already
in issue before another Community trade mark comirhccount of a counterclaim
where an application for revocation or for a detian of invalidity has already
been filed at the office....

(3) Where the Community trade mark court stayspitueeedings, it may order
provisional and protective measures for the dunatiothe stay."

This is a case in which the proceedings before OktiMhallenge the registration of
the Community trade mark in the name of the claimaxere commenced before the
present proceedings. Accordingly, Article 104(J9ates a strong presumption that the
proceedings in relation to infringement of the Coumity trade mark should be
stayed unless there are special grounds for themMtCourt to continue the hearing.
Although Mr. Moody-Stuart began by seeking posliivieo submit that this was a
case where the court should stay the proceedingsugot to Article 104(1), after
reflection over the short adjournment he withdreant that position and, instead,
simply proceeded on the basis that the court'sitadte was drawn to Article 104(1)
and that it was for the court to decide of its ovafition what to do - the defendants
no longer wished positively to submit that this v@asase where the claims in relation
to the Community trade mark should be stayed. gdstion adopted by Mr. Purvis
in his skeleton argument was that this was nosa edere there should be a stay.

On this aspect of the case, | have directed myselparticular, by reference to the
judgment of Lewison J (as he then wasYauccio Gucci A v. Shipton & Heneage
Ltd, [2010] EWHC 1739 (Ch). In my view, this is a eaghere special circumstances
do apply which indicate that there should be ng stathe national proceedings in
relation to the Community trade mark matters. Theués in relation to the
Community trade mark should proceed to trial insth@roceedings alongside the
disputes in relation to the national trade marks.

The factors which, in my view, indicate that thatthhe appropriate way forward and
which constitute special circumstances justifyinghs an approach are as follows.
First, on my understanding of the matters in disgugtween the parties, there is a
significant overlap in the issues that arise imtteh to the national trade mark
disputes and the Community trade mark disputes;dmjrast with what appears to
have been the position in tlaucci case (see paragraphs [25] and [26]). It is clear
from Recitals (16) and (17) to the Community Tradark Regulation, set out in
Gucci, that in operating the regime under that Regulattonsiderable weight is to be
given to the objective of preventing inconsisteptidions on the part of national
courts and OHIM. In the present case, sinceribissuggested that there should be a
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stay of the disputes in relation to the nationaté&r marks, the interest of having all
relevant issues determined at one go before oben@ points in favour of the
national court retaining jurisdiction in relatiom the Community trade mark issues as
well.

Secondly, as appears from the judgmentQucci, the OHIM procedure is a
paper-based procedure. One important matter ue igsrelation to the national and
Community trade marks in the present case is whétigeclaimant has proceeded to
register them in good faith without notice of prise of the QUEENSBERRY logo
by Mr. La Mura and Mr. Goodwin. In my view, whesggnificant factual issues
going to matters of good faith are in disputesitaifactor in favour of the claims all
being heard at one time before the English cowat its procedure allows for full
disclosure and cross-examination of relevant fdcivitnesses, which will, in the
circumstances of this case, be particularly watiesuto getting to the bottom of those
particular factual disputes.

Thirdly, it is clear from theGucci case that there may be very significant delays in
getting to a final conclusion in proceedings befOi¢IM. By contrast, with a speedy
trial in this jurisdiction, the parties will achiewvcertainty much more quickly; and,
with knowledge of their rights, one or other of rihevill then be able promptly to
move to develop the trade mark and brands and rsi@king money from them, as
they will have been found to be entitled to do. patagraph [22] of his judgment in
Gucci, Lewison J observes that a business needing tw krigere it stands "will very
often be a factor of considerable importance"”,alth he went on to say that, in the
circumstances of that case and in the context @fRhgulation, that factor was of
rather lesser weight than might be the case inrailigations. As it seems to me, it is
a factor of significance in the circumstances @f pnesent case. Neither party will be
able to make use of the trade marks until aftat,twhich tends to reduce their value.
| take this factor into account as part of the clative picture, indicating that there
are relevant special circumstances justifying agaif of the stay in this case.

Fourthly, | consider that it is also relevant tavdan mind the impact on both parties
which is likely to flow from the grant of the intecutory injunction which | have
found to be appropriate here. Such injunctive fetiay be maintained consistently
with Article 104 of the Regulation: see Article 18X This is a case in which, as
explained above, there is a significant danger ¢ side or the other suffering
uncompensated loss; and that risk increases tlyelddhe delay before determination
of the parties’ rights at trial. | consider thagaan, it is in the interests of justice in the
particular circumstances of this case that the tcatould give weight to the
desirability of securing an early and complete hasan of the disputes between the
parties, in order to minimise that risk of eitheeaf them suffering losses which may
not, ultimately, be fully compensated in damageasatend of the day.

Finally, | also attach some limited weight to tletfthat none of the parties before me
positively wishes a stay to be granted.

For all these reasons, | consider that it is apmtg to regard the case as a case
which falls within the special grounds exceptionAirticle 104(1) of the Regulation,
and the application for the stay is refused.
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In relation to the application for costs, the claimhseeks an award that the defendants
pay the claimant's costs of these applicationdherstandard basis, to be assessed. In
my view, that is the appropriate award for costbeéanade. In my assessment, these
applications for injunctive relief, a speedy trad in relation to a stay fell into a
discrete area where the parties were arguing dnnfatice to each other of the
respective positions they were adopting and in § which would substantively
resolve matters to a considerable degree downeddaring of the claim. In those
circumstances, | consider that it is appropriatéotk at these applications as being
self-contained, and as standing apart from finakrmeination of the action at trial.
That being so, the ordinary rule that costs follitne event should be applied and,
accordingly, | order the defendants to pay thenwdent's costs of these applications.



