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DISPUTE RESOLUTION SERVICE

D00011562

Decision of Independent Expert

Walker Hamill Limited

and

Scope Enterprises Inc

1. The Parties:

Complainant: Walker Hamill Limited
105 Jermyn Street

St James's

London

SW1Y 6EE

United Kingdom

Respondent: Scope Enterprises Inc
Main Street, No 556

Charlestown

NA

Saint Kitts and Nevis

2. The Domain Name(s):

walkerhamill.co.uk

3. Procedural History:

02 July 2012 14:29 Dispute received

03 July 2012 13:23 Complaint validated

20 July 2012 14:08 Notification of complaint sent to parties
08 August 2012 02:30 Response reminder sent

13 August 2012 10:09 No Response Received



13 August 2012 10:11 Notification of no response sent to parties
16 August 2012 10:40 Expert decision payment received

4.  Factual Background

The Complainant is a recruitment business established in 1989 which specialises
in all levels of business and finance appointments and trades under its name
Walker Hamill Limited. The Complainant registered a trade mark WALKER
HAMILL on 24 January 2002 under number 2291060 in respect of services in
Class 35 comprising recruitment services, human resource management and
recruitment advertising. It holds a Certificate of Renewal of Trade Mark in
respect of this trade mark dated 26 October 2011 showing that its registration
has been renewed until 24 January 2022.

The Respondent made no Response in these proceedings and there is no
evidence as to its activities other than the Domain Name registered to its name.

5. Parties’ Contentions
The Complainant

The Complainant says that it was established in 1989 and provides a search and
selection service for business and financial appointments at all levels of
management. The Complainant says that it spends significant sums advertising
vacancies for its clients on various websites as well as advertisements in the
Financial Times. The Complainant says that it is amongst the top four advertisers
by spend in the appointments section of the Financial Times for the past 15
years.

The Complainant says that it registered a trade mark WALKER HAMILL on 24
January 2002 under number 2291060. The Complainant believes that the use of
the Domain Name infringes its trade mark and so should be transferred to the
Complainant.

The Complainant points to the website to which the Domain Name resolves
which advertises other recruiters and directs candidates to those websites. The
Complainant says that this is infringement of its Trade Mark and causes it
financial harm.

The Complainant considers that the registration of the Domain Name and the use
to which it is being put unfairly disrupts its business. The Complainant says that
the website to which the Domain Name resolves appears to be an aggregator site
which sells advertising to direct competitors of the Complainant.

The Complainant says that the job vacancies advertised on the website to which
the Domain Name resolves are of a type which the Complainant would advertise
for its own clients but this website diverts traffic to websites of competitors of



the Complainant, thereby potentially causing a loss as a consequence of the
Respondent’s use of the Domain Name.

The Complainant also fears that use of its name also suggests that the website to
which the Domain Name resolves is a site endorsed by the Complainant. This,
according to the Complainant, would confuse candidates.

In conclusion, the Complainant would like an order transferring the Domain
Name.

The Respondent

The Respondent made no Response.

6. Discussions and Findings
Rights

“Rights” are defined in the DRS Policy as being “rights enforceable by the
Complainant, whether under English Law or otherwise, and may include rights in
descriptive terms which have acquired a secondary meaning”.

The Complainant has enclosed copies of its trade mark registration showing an
initial registration for WALKER HAMILL for services in Class 35 dated 22 June
2002 and a renewal dated 26 October 2011 extending that registration to 24
January 2022. Both are in the Complainant’s name. This name is identical with
the Complainant’s corporate name (with the exception of the suffix “limited”).

The Complainant has also made brief mention in its application of its activities in
the field of recruitment and has also referred (again, briefly) to its advertising.
However, apart from the brief references [ have referred to, it has provided no
evidence at all to support these contentions. It may well be that it has acquired
through use some sort of common law rights, but without at least some evidence
to justify this, it is not possible to take these contentions further in this
application.

However, the existence of the registered trade mark is sufficient to justify the
existence of Rights as required by the DRS Policy.

By paragraph 2(a)(i) of the DRS Policy, the Complainant must show that it has
“Rights in respect of a name or mark which is identical or similar to the Domain
Name”. In this case, by removing (as is customary in these decisions) the suffix
“.co.uk” the Complainant’s Rights as disclosed by its registered trade mark are
identical to the Domain Name, the only distinction being the absence of a space
between the two elements disclosed in the trade mark.

That slight distinction is insignificant, and I find that the Complainant has
established Rights in a name or mark which is identical with or similar to the
Domain Name as required by the DRS Policy.



Abusive Registration

The DRS Policy at paragraph 3(a) sets out a number of factors which may be
evidence that the Domain Name is an Abusive Registration. Two of these factors
appear to be relevant. The first is at paragraph 3(a)(i)(C), which states:

“Circumstances indicating that the Respondent has registered or
otherwise acquired the Domain Name primarily ... for the purpose of
unfairly disrupting the business of the Complainant”

The second is at paragraph 3(a)(ii), which states:

“Circumstances indicating that the Respondent is using or threatening to
use the Domain Name in a way which has confused or is likely to confuse
people or businesses into believing that the Domain Name is registered to,
operated or authorised by, or otherwise connected with the Complainant”

The Complainant includes as evidence a screen print of the website to which the
Domain Name resolves. As the Complainant observes, this page contains in the
right hand panel what appear to be advertisements for various positions in the
finance sector. In the left hand panel, there are what appear to be search terms
for such diverse elements as executive recruitment, banking, investments and
baby walkers.

As at about midday on 27 August 2012, [ took an image of the website to which
the Domain Name resolves and include it as Annex A to this Decision. It can be
seen that the website has changed somewhat, and focuses on vacancies. The
basic format remains the same, however, with the panel on the left hand side
purporting to show “top websites” and the panel at the right and bottom
showing what are described as “accounting jobs”. As a test, I clicked on “Financial
Analyst” and enclose at Annex B the result as at about midday on 27 August
2012. It will be seen that the click has taken me to a website called
“searchmagnitude.com” and there is a further list, the first element appearing to
advertise assistance in passing exams, the next two being “financial analyst jobs”,
the next one being again for help in passing exams and the last being for the sale
of law and business books. Each such heading has a link underneath which takes
you to a different website.

At about the same time, by clicking on the first box for “financial analyst jobs” I
was taken to the website shown at Annex C and by clicking on the box beneath it,
[ was taken to the website shown at Annex D.

The Complainant states that the website to which the Domain Name resolves
appears to be an aggregator site. From the evidence submitted by it, and from
the webpages [ have annexed to this Decision, this appears to be correct. The
function of the website to which the Domain Name resolves appears to aggregate
a number of other websites, which are active in the area of business and
accounting and to which it links. At least some of those links are to businesses



which appear to be advertising in their own right vacancies for positions in
business or finance and therefore to be direct competitors to the Complainant.

[t is my view that such an operation inevitably operates as a disruption of the
Complainant’s business. It is an operation which the Respondent on the evidence
before me has no right to do. It is manifestly unfair as it tends to draw custom
away from the Complainant and give it to businesses which appear to be its
direct competitors. I therefore find the ground under paragraph 3(a)(i)(C) made
out.

As to paragraph 3(a)(ii), there is no question that the Respondent is actually
using, and not just threatening to use, the Domain Name in a way that is likely to
confuse people or businesses into thinking that it is registered to or operated by
the Complainant. The Domain Name, apart from the insignificant absence of a
space and after excluding the suffix, is identical with the Complainant’s trade
mark. While the Complainant has not included any evidence of any actual
confusion, I consider that there is a likelihood, perhaps a strong one given the
close similarity of the Domain Name with the Complainant’s Rights, that people
or businesses will be confused as described in paragraph 3(a)(ii).

Paragraph 4

The DRS Policy provides at paragraph 4 a number of non-exhaustive factors
which point to the Domain Name’s not being an Abusive Registration. While the
Respondent has not made any Response, it is necessary for me nonetheless to
consider whether any of these factors applies. However, based on the evidence in
front of me, the only such factor which could possibly apply is at paragraph 4(e),
which states:

“Sale of traffic (i.e. connecting domain names to parking pages and
earning click-per-view revenue) is not of itself objectionable under the
Policy. However, the Expert will take into account:

i the nature of the Domain Name;

ii. the nature of the advertising links on any parking page
associated with the Domain Name; and

iii. that the use of the Domain Name is ultimately the

Respondent’s responsibility.”

[ do not see the webpage to which the Domain Name resolves as being some sort
of parking page. The Domain Name is all but identical to the Complainant’s
Rights and is being used in a way which makes the visitor to the webpage to
which it resolves believe that he or she is seeing a webpage providing job
vacancies such as would be provided by the Complainant. While I could
appreciate that the Respondent is earning click-per-view revenue from those
links, the very nature of some of those links is to direct people to other
businesses which are direct competitors to the Complainant in a way which
cannot be justified.



[ cannot see that any other ground under paragraph 4 applies or that there are
any other reasons applying in the Respondent’s favour.

7. Decision

My decision is therefore to order that the Domain Name shall be transferred to
the Complainant.

Signed Richard Stephens Dated 30 August 2012
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