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INTERIM DECISION

Introduction

1. Thisreference under section 12(1)(a) of the Patents Act 1977 ("the Act"), dated 19 May
1997, wasfiled by AEA Technology plc ("AEA") in respect of a patent application made under
the Patent Co-operation Treaty ("PCT"), whichisapplicationNo PCT/GB 95/01236, and apatent
application made in the United States, which is application No US 08/608247. The applications
in suit claim priority from UK Application No GB 9503949.1 filed on 28 February 1995 by the
United Kingdom Atomic Energy Authority ("UKAEA"). The PCT Application, which was
published on 6 September 1996 as WO 96/27070, and also apparently the US application which
has yet to be published, were both filed by UKAEA naming Peter Arne Read and Hugh Malcolm
Bourne as inventors. AEA is the successor in title to UKAEA, and for convenience both are
referred to below asAEA. Initsstatement, AEA requestsaDeclaration fromthe comptroller that
AEA isentitled to be granted, as sole proprietor, any patents pursuant to the applicationsin suit
and an Order that Peter Read signs all necessary documentation to effect the assignment of the
ownership of the invention and of the applications to AEA or, in the aternative, an Order to
authorise another person, in particular AEA's company secretary, to execute the relevant
documentation on behalf of Peter Read. A counterstatement by Mr Read seeking a similar
Declaration and Order but in his favour was filed on 23 September 1997.

2. Evidence was filed by AEA in December 1997 and April 1998, and by Mr Read in

February and April 1998. Certain issues concerning this evidence were considered at a



preliminary hearing on 30 July 1998, when | held that some of the evidence filed by Mr Read
should play no part in the hearing of the substantive matter insofar asthat evidence was directed
to without-prejudice negotiations between the parties. I1n addition, | rejected an objection by Mr
Read that the evidence-in-reply filed by AEA in April 1998 should not be admitted, on the
grounds that it was late and went beyond matters strictly in reply, and | admitted that evidence
under rule 7(5). | aso refused arequest by Mr Read to submit further evidence.

3. It is also worth noting that at the preliminary hearing | suggested to the parties that they
might try to agree some form of technical primer. | made the suggestion not because | felt |
needed an introduction to the technology involved; rather, | had in mind the fact that agood deal
of the evidence appeared to go to disputes between the parties as to the meanings of various
technical terms. It seemed to me that such disputes over terminology might be narrowed, and
some time, difficulty and cross-examination at the substantive hearing might therefore be saved,
if they could agree such aprimer. Inthe event the parties were, very shortly before the hearing,
able to supply me with a technical primer of 23 pages setting out in some detail the basic
technology with which this reference is concerned. Although there are areas in the text of the
primer on which the parties were unable to reach agreement, these are comparatively few in
number. | believethisexercise, whichisrelatively unusual in proceedings before the comptroller,
was helpful in serving the purpose | envisaged, and | would like to place on record my gratitude

to the parties for their effort and co-operation in producing this helpful piece of work.

4. Without prejudice to afull consideration of the applicationsin suit and the technical field
in which they lie, it will be helpful if | very briefly introduce here the subject matter with which
these proceedingsare concerned. The applicationsin suit are concerned with delivering chemical
treatment agentsto wells, particularly oil wells. Treatment with such agentsis well known and
may be used, for instance, to inhibit scale formation. The patent applications are particularly
directed towards delivering such a chemical treatment agent by means of an insoluble porous
inorganic material containing the agent, the preferred material being porous particles used in

"gravel packing” or as "proppants’ in"fracturing” processes.



5. Drawing immediately on the technical primer to explain those terms, which are central
to the present proceedings, “gravel packing” isthe use of fine gravel particles held in placein
awell by screen(s) in order to keep the interior of the well free of solid detritus. "Fracturing”
is the process of cracking open the rock formation around a well bore, normally by applying
hydraulic pressure; "proppants’ are particles used to prevent closure of the resulting fractures.
An area of dispute in these proceedings is the terminology used in theory and practice to
describe such particles, in particular whether referenceto gravel packing encompasses proppant
particlesandviceversa. Thisisanissuel shall deal withlater. Without prejudiceto that, inthe
following discussion, unlessthe context demands otherwise, | shall use the terminology as used

in the patent applications.

6. The substantive matter came before me at a hearing on 2, 3 and 14 December 1998, at
which Miss Mary Vitoria QC, instructed by Eversheds, appeared as Counsel for AEA, and Mr
Roger Wyand QC, instructed by Murgitroyd and Company, appeared as Counsel for Mr Read.

Evidence and witnesses

7. Setting aside the evidence which | excluded at the preliminary hearing, the written
evidence for AEA comprises fourteen statutory declarations with exhibits. one each from
Andrew Derek Turner, Neil Beatham, Philip Leslie Holden and Brian James Walker, two from
David Ledlie Segal, and two from Alan Wilcockson, all employed in managerial or technical
positions by AEA; three from Peter Turquand Mansfield, a Chartered Patent Agent and
European Patent Attorney employed by AEA; onefromMartin Laerum, Manager of Intellectual
Property Rights, Statoil; and two from David Max Milton-Tayler, Managing Director and
Technology Manager of FracTech Limited.

8. Again setting aside the evidence excluded at the preliminary hearing, the sworn written
evidence for Mr Read comprises six statutory declarations with exhibits, being one each from:
Mr Read himsdlf; 1ain S C Spark, a geologist; Kjetil Alfsnes, Marketing Manager at Baker Oil
Treating; Robert Turnbull, a chartered engineer and Managing Director of Environment &

Resource Technology; Graham John Murnane, of Murgitroyd and Company, Chartered Patent



Agents instructed on behalf of Mr Read; and Hugh Bourne, previously employed by AEA. In
addition, inthe bundles supplied for the hearing there wasincluded asthough formally submitted
in evidence an affidavit by Mr Bourne dated 6 August 1997. | would note that while a
photocopy of thisaffidavit was submitted with Mr Read's counterstatement, an original was not
lodged as sworn evidence before the Office. However, asthe other side have taken no point on
the matter, and indeed both sides have relied on it, | am prepared to take the affidavit at face

value.

0. At thehearing, Messrs Segal, Wilcockson, Mansfield, Milton-Tayler, Read, Turnbull and
Bourne were cross-examined on their evidence, and it is convenient at this juncture to indicate
theimpression they made upon meunder cross-examination. | start withthereferrer'switnesses,
beginning with Mr Mansfield. Since he drafted the applicationsin suit in consultation with Mr
Read and Mr Bourne, his testimony necessarily stands to play a significant role in these
proceedings. Mr Mansfield struck me as a careful, well-prepared witness with a good
knowledge of the technology in question, albeit largely gained second-hand from reading and
discussion rather than first-hand from practice. His evidence on the handling of the various
patent filings | found generally thorough and helpful. | haveto say | found him less assured on
events subsequent to Mr Read's leaving AEA, particularly in his apparent negotiations with Mr
Bourne on the possible wording of the latter’s evidence. Miss Vitoria attempted to anticipate
and defuse an attempt to discredit Mr Mansfield in thisregard by suggesting that he was merely
trying to obtain clarification from Mr Bourne as to his evidence, and that Mr Mansfield had
made it clear he was not trying to put words into Mr Bourne’'s mouth. Mr Wyand, however,
submitted that it was clear that that waswhat Mr Mansfield was attempting, and it looks rather

closeto that to me. Nothing turns on the issue, though, and | take it no further than that.

10. Mr Segal | found to be apersuasive witness. He was authoritative on matters within his
direct knowledge, principally sol-gel technology, and not prepared to go beyond that direct
knowledge, making clear several times that he was not an expert in oil wells or oil well
technology. Mr Milton-Tayler spoke competently and confidently, unafraid to seek clarification
of questions he did not fully understand. | felt he was persuasive on technical matters within his
area of expertise, although he was not unwilling to venture outside that areainto regionswhere

it seemed to me he was less assured. Mr Wilcockson was in general a confident witness,
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although clearly not a technical expert. His recollection of certain events, particularly those
regarding theinvolvement of British Petroleum Exploration Operating Company Limited ("BP")
in the research project described below, seemed at variance in places from the documentary
evidence submitted, and thisthrew some doubt to my mind on the accuracy and reliability of his

recollection.

11. | turn next to Mr Read's witnesses, and begin with Mr Read himself, whose testimony
isself-evidently of central importance. He spokewith conviction, at timeswith passion. | found
Mr Read authoritative and persuasive on technical matters, with the justified assurance
characteristic of an expert working engineer. He seemed to be straightforward in his answers,
although in his recollection of certain events | detected some uncertainty. It isalso clear from
Mr Read's own written evidence that when he thought the circumstances demanded he was
prepared to be "truthful but evasive". Indeed, a thread running through his evidence was an
apparent willingness on his own admission to guide discussion passively or actively away from
topics on which he might not wish to be drawn. His motivation for adopting this attitude it
seemed to me was an attachment to principles which he had established quite clearly in hisown

mind but which others might regard at least as misguided.

12.  Miss Vitoria took me through aspects of Mr Read's written evidence and cross-
examination to show how he had in her view been inconsistent in his story and his principles.
She pointed out that whereas Mr Bourne said in hisaffidavit and orally that Mr Read was present
at ameeting when BP' sinterest in the particles as fracture proppants was discussed, Mr Read’s
evidence was that nothing was said there about fracture proppants. Moreover, under cross-
examination Mr Read had adjusted his story to say that he had no recollection of the matter.
Miss Vitoria also pointed out that whereas Mr Read had ascribed his attempts to suppress or
"deadball" the use of certain ideas to his loyalty to a previous employer, Statoil, and to avoid
conflict with hiswork there, he had later admitted that he had known since March 1992 that he,
and not Statoil, had the rights in those ideas. This is because he had made a disclosure of his
ideasto Statoil in a memorandum in October 1991; as Statoil had not acted on that within four
months, under Norwegian law therightsin theideas as an invention reverted to Mr Read. Thus

hewas protesting prior loyalty of rightsowed to Statoil when he knew those rightswere actually



his. However, Mr Read then suggested that even so he still owed Statoil amoral if not alegal
obligation, so that he would not have dreamt of exercising those rights without consulting
Statoil. Miss Vitoriacertainly regarded this protested loyalty to hisformer employer Statoil to
be at odds with his apparent lack of loyalty, or at least openness, to his then current employer
AEA. Mr Read's loyalties and sense of principle may seem hard to understand, but | am
persuaded from seeing Mr Read in the witness box that he at least firmly regarded this as a
tenable, even honourable, position. To an outside observer, however, it may seem unreasonably
weighted to Statoil, against AEA, and give scopefor allegationsthat hismotiveswerein fact for

his own advantage.

13. Miss Vitoria submitted that where Mr Read’ s evidence is in conflict with that of other
witnesses, their versionisto be believed, especidly if that versonisMr Bourne's. | do not think
itisassmple asthat. | need to approach Mr Read’ s evidence with care but | do not believe |
should disregard all or even most of it. Rather, | think | should be alert to Mr Read' s principles

and loyalties and take account of them when trying to decide what the facts of the case are.

14.  Mr Bourne impressed me as a very honest witness, careful and conscientious - Miss
Vitoria aso accepted as much. He seemed determined to give as full and complete an account
of events as he was able, but very careful not to go beyond what he was sure of from his own
personal experience. | find support for this view from, for instance, his careful reading of his
sworn evidence at the hearing prior to his confirming that the contents were true to the best of
his knowledge and belief, and by the pains, obvious from the written evidence, which he had
taken in his negotiations with Mr Mansfield to ensure the accuracy of his sworn evidence. His

manner was straightforward and persuasive.

15. Mr Turnbull | felt spoke from a position of long experience in offshore engineering and
in general with direct experience of the matters on which he gave opinions. He was a relaxed
and authoritative witness. MissVitoriatried to suggest that he had an unfocused approach and
jumped to conclusions. | cannot say | sharethisview; hewas simply trying to be helpful, I think,
and answered drawing on his own experience. She also suggested that his close personal links
with Mr Read placed him a little too much in Mr Read’s camp. While | recognise that it is



preferable for witnesses giving expert evidence to be wholly independent, it is not unusual for
themnot to be so. | do not believe that Mr Turnbull approached histask as awitness expert on

technical mattersin a partisan fashion.

Thelaw

16.  Thisreference in respect of PCT/GB 95/01236 and US 08/608247 has been brought
under section 12 of the Act, which governs the determination of questions of entitlement to
foreign and convention patent applications, including applications made under the PCT. The

relevant parts of section 12 read as follows:

"12.- (1) At any time before a patent is granted for an invention in pursuance of an
application made under the law of any country other than the United Kingdom or under
any treaty or international convention (whether or not that application has been made)-
(a) any person may refer to the comptroller the question whether he is entitled to

be granted (alone or with any other persons) any such patent for that invention or hasor
would have any right in or under any such patent or an application for such

apatent; or

(b) ...

and the comptroller shall determine the question so far as he is able to and may

make such order as he thinks fit to give effect to the determination.

) ...

(3) Subsection (1) above, in its application to a European patent and an application

for any such patent, shall have effect subject to section 82 below."

17.  Asfar asUS 08/608247 is concerned, in regard to the determination of entitlement, as
opposed to the terms of any Order to give effect to it, | need say no more on the law for the
moment. Asregards PCT/GB 95/01236, this application designates 54 individual states, aswell

as various other states covered by three regional patent arrangements, including a European



patent. The PCT does not include provisionsthat govern entitlement, this being a matter for the
law of each designated state, or in the case of regional arrangements the relevant convention,
such asthe European Patent Convention ("EPC"). Inregard to the European patent element of

the PCT application, further provisions come into play, beginning with section 82 of the Act.

18.  Therelevant part of section 82, to which section 12(3) quoted above refers, reads as

follows:

"82.-(1) ..

(2) Section 12 above shall not confer jurisdiction on the comptroller to determine a
guestion to which this section applies except in accordance with the following

provisions of this section.

(3) This section applies to a question arising before the grant of a European patent
whether a person has a right to be granted a European patent, or a share in any such
patent, and in this section "employer-employee question” means any such question
between an employer and an employee, or their successors in title, arising out of an

application for a European patent for an invention made by the employee.

(4) The court and the comptroller shall have jurisdiction to determine any question
to which this section applies, other than an employer-employee question, if either of
the following conditions is satisfied, that isto say-

(a) the applicant has his residence or principal place of business in the United
Kingdom; or

(b) the other party claims that the patent should be granted to him and he has his
residence or principal place of businessinthe United Kingdom and the applicant does not
have hisresidence or principal place of businessin any of the relevant contracting states;
and also if in either of those cases there is no written evidence that the parties have
agreed to submit to the jurisdiction of the competent authority of arelevant contracting
state other than the United Kingdom.



(5) The court and the comptroller shall have jurisdiction to determine an employer-
employee question if either of the following conditions is satisfied, that isto say-

(a) the employee is mainly employed in the United Kingdom; or

(b) the employee is not mainly employed anywhere or his place of main employment
cannot be determined, but the employer has a place of businessin the United Kingdom
to which the employee is attached (whether or not he is also attached elsewhere);

and also if in either of those cases there is no written evidence that the parties have
agreed to submit to the jurisdiction of the competent authority of arelevant contracting
state other than the United Kingdom or, where there is such evidence of such an
agreement, if the proper law of the contract of employment does not recognise the

validity of the agreement.”

19.  Atthehearing, inresponseto aquestion fromme, both Counsel confirmed that they saw
no problem over jurisdiction. | too am satisfied that, having regard to the provisions of sections

12 and 82, | have jurisdiction to hear the matters raised in these proceedings.

20.  Still having regard to the European patent element of the PCT application, | note that
Article 60(1) of the EPC states as follows:

"Theright to a European patent shall belong to the inventor or his successor intitle. If
the inventor is an employee the right to the European patent shall be determined in
accordance with the law of the State in which the employee is mainly employed; if

the State in which the employee is mainly employed cannot be determined, the law to be
applied shall bethat of the State in which the employer has his place of businessto which
the employee is attached.”

21.  Thus, inregard to the European patent element of the PCT application, it seemsto me
that | am required to determine the matter of entitlement in accordance with the law of the
United Kingdom. Inthe United Kingdom, section 7 of the Act governstheright to apply for and
obtain a patent and section 39 governsrights to employee inventions. The most relevant parts

of those sections are;



“7-(1) ..

(2) A patent for an invention may be granted-

(a) primarily to the inventor or joint inventors,

(b) in preference to he foregoing, to any person or persons who, by virtue of any
enactment or rule of law, or any foreign law or treaty or international convention, or by
virtue of an enforceable term of any agreement entered into with the inventor before the
making of the invention, was or were at the time of the making of the invention entitled
to the whole of the property init (other than equitable interests) in the United Kingdom;
(c) inany event, to the successor or successors in title of any person or persons
mentioned in paragraph (&) or (b) above or any person so mentioned and the
suCCessor or successorsin title of another so mentioned,;

and to no other person.

(3) In this Act "inventor” in relation to an invention means the actual deviser of the

invention and "joint inventor" shall be construed accordingly.”

"39 - (1) Notwithstanding anything in any rule of law, an invention made by an employee
shall, as between him and his employer, be taken to belong to his employer for the
purposes of this Act and all other purposes if-

(a) it was made in the course of the normal duties of the employee or in the course of
duties falling outside his normal duties, but specifically assigned to him, and the
circumstances in either case were such that an invention might reasonably be expected
to result from the carrying out of his duties; or

(b) the invention was made in the course of the duties of the employee and, at the time
of making the invention, because of the nature of his duties and the particular
responsibilitiesarising fromthe nature of hisduties, he had aspecial obligationto further

the interests of the employer's undertaking.

(2)  Any other invention made by an employee shall, as between him and his

employer, be taken for those purposes to belong to the employee.”
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Line of approach

22.  With this legal framework in mind, | propose to turn first to the subject matter of the
applications in suit, and hence attempt to identify the main inventions with which this dispute is
concerned. | shall briefly touch on onus and concessions made by both sides before setting out
the history of events. | shall then consider the entitlement in each invention in turn by reference

to who invented it, when, and what conditions applied.

Theapplicationsin suit

23.  Thefirst paragraph of PCT/GB 95/01236 explainsthat the invention relatesto amethod
for treating an oil well, for example so as to inhibit scale formation, corrosion or other
deleterious processes, and to an apparatus for performing this method. It is acknowledged on
page 1 of the specification that awide variety of different oil-field treatment chemicals, including
inhibitors, are known and used, but their injection as a liquid, for example, suffers some
disadvantages. Against this background, the invention (or inventions) to which the application

isdirected is set out in eleven claims, of which claim 1 is the only independent claim. It reads:
“1. A method for treating an oil well the method comprising providing within the oil
well one or more elements comprising an insoluble porousinorganic material containing
achemical treatment agent.”

24.  Appendant clams 2 to 5 read as follows:

"2. A method as claimed in Claim 1 wherein at least one element isarod, bar or ring

of porous material containing the chemical treatment agent.

3. A method as claimed in Claim 1 wherein the elements are particles arranged to

form atubular filter bed.
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4, A method as claimed in Claim 3 wherein afilter comprises two generally coaxial
tubular filter screens defining aregion between them, the region containing thefilter bed

of the particles.

5. A method as claimed in any one of the preceding Claims wherein atubular filter
screenisinstalled within the oil well, the method comprising injecting particlesinto agap

outside the filter screen at least some of the injected particles being said elements.”

Claim 8 isa clam to atubular filter for use in the method of claim 4.

25.  Clam 6 involves the use of proppant particles and fracturing, and reads:

“6. A method as claimed in any one of the preceding Claims wherein at least some
of the elements are particles, and wherein aformation through which the well extendsis
subjected to a fracturing treatment with high pressure fluid and proppant particles, at

least some of the proppant particles being the said elements.”

26.  Clam 7 specifies a preferred composition and size for the particles. Claim 9 isdirected

to the elements themselves in the following terms:

“9, Oil well treatment elements comprising an insoluble porous inorganic material
containing achemical treatment agent, suitable for usein amethod as claimed in any one

of Clams1to 7.”

Claim 10 specifies that the agent in claim 9 is selected from scale inhibitor and corrosion
inhibitor, while claim 11 concerns a method of making elementsfor usein the method of claims
land7.

27. | ought to mention that for reasons given by Mr Mansfield the PCT claimswhen granted
will be narrower than this. However, Mr Wyand submitted that in section 12 proceedings what

is the invention for entitlement purposes is to be determined by looking at the specification of
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the application, not by subsequent limitations of the claims. As he pointed out, one does not
know whether claimsthe same as or different from those in the US application will be accepted
in the various jurisdictions. | accept his submission, and shall accordingly be focusing on the

applications in suit asfiled.

28. US 08/608247 has yet to be published, but exhibit PTM13 to Mr Mansfield's first
declaration gives the text of the US application as filed. The introductory paragraph indicates
that theinventionrelatesto amethod for treating awell, but not necessarily an oil well, to supply
chemical treatment agents to it, once again to inhibit scale formation, corrosion or other
deleterious processes. It isacknowledged on page 1 of the specification that it iswell known to
add material to an oil well for this purpose. The invention (or inventions) to which the
application isdirected is set out in eight claims, of which claim 1 is the only independent claim.
It reads:

“1. A method of treating a well so as to supply a chemical treatment agent, the
method comprising subjecting thewell to afracturing treatment with ahigh pressurefluid
and proppant particles, wherein at least some of the proppant particles comprise a
porous, insoluble, inorganic material of porosity no more than 30% containing the
chemical treatment agent in aform such that the chemical treatment agent then gradually

leaches out into the well fluids over a prolonged period.”
29.  Appendant claims 2 to 7 further define the method by specifying the material, size and
strength of the porous proppant particles, while appendant claim 8 concerns the agents the
particles contain.
Theinventionsin issue
30.  Having regard to the claims and description of the specification of PCT/GB 95/01236

as filed, one could conceivably distil alarge number of concepts to which the label "invention™

might arguably be applied. However, the technical areas on which this dispute has focused
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suggest to me that the only concepts or inventions that it seems necessary for me to consider in

any detail can be expressed in broad terms as follows:

0] a method for treating an oil well by providing within the well one or more
elements comprising an insoluble porous inorganic material containing a chemical

treatment agent (claim 1); and such elements themselves (claim 9);

(i) amethod as in (i) in which the porous material comprises particles arranged to
form atubular filter bed (claim 3); thisinvention can be further sub-divided as between
the use of pre-assembled units (claim 4) and other methods giving rise to atubular filter
bed (claim 5);

(i)  a method as in (i) wherein a formation through which the well extends is
subjected to a fracturing treatment with high pressure fluid and proppant particles, at

least some of the proppant particles being the said elements (claim 6).

31.  Asregards US 08/608247 asfiled (at exhibit PTM13), the only invention that it seems
necessary for me to consider in any detail is essentially the same as invention (iii) above. There
is an additional limitation in claim 1 of the US application that the porosity of the porous
particles is no more than 30%, but this does not seem to me to be a difference of any great
significance since the two applications in suit share an identical example for the preparation of
proppant particles. | note also that the US application is not limited to oil wells, and its claim
1 refersto "wells" without qualification. Again, however, this does not seemto meto be of any

consequence so far as my determination of entitlement is concerned.

32. | might observe that neither side at the hearing was consistently very specific asto what
they regarded as the inventionsin question. Indeed, it was striking that frequent reference was
madeto "theinvention™ without further qualification. | suspect that thisbetrayed apredominant
interest in invention (iii), perhaps because on Mr Mansfield's analysis a published Norwegian
patent application means that the PCT application can only have valid claims to the use of the

particles asfracture proppants. Nonetheless, | believe my consideration of entitlement needsto
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be wider than that, but as | have indicated not so wide as to deal individually with every

component of the two specifications.

33.  MissVitoriavery early in the hearing submitted that in view of the provisions of section
12, only the proppant invention (iii) can be considered inthese proceedings. Shedid so by noting
that a UK patent had aready been granted on the application to be found in exhibit PTM 10 to
Mr Mansfield's first declaration, which | think must be GB2284223B, and that Mr Read has
already acknowledged that this belongsto AEA, the agreement also being exhibited at PTM 10.
Sheargued that having regard to the provisions of section 12 thistribunal isonly concerned with
inventions for which no patent has been granted; that it followed that it was not open in these
proceedings for Mr Read to challenge ownership of any matter for which AEA has a granted
patent; and that in consequence these proceedings could only be directed to matter which was
both in PTM12 and not in PTM 10, that isto say only the proppant invention.

34. | do not believe this submission is well founded. Looking again at the relevant part of
section 12(1), it reads:

“12.- (1) At any time before a patent is granted for an invention in pursuance of an
application made under the law of any country other than the United Kingdom or under
any treaty or international convention (whether or not that application has been made)-

(a) any person may refer to the comptroller ...”

My interpretation of this provision is that the reference in section 12 to a granted patent is
directed to “apatent granted in pursuance of an application made under the law of any country
other than the United Kingdom or ...”, and that in consequence the existence of granted patent
GB2284223B isin this context immaterial.

Onus and concessions

35.  Both Counsel made submissions on the onus in these proceedings. Mr Read and Mr

Bourne are both named asinventors on the applicationsin suit. The presumptionisthat they are
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each entitled to the benefit of what they respectively invented, unless an appropriate condition
of law or contract altersthat. On this basis, the onusis on AEA to show that Mr Read did not
invent something, or that it isentitled to anything Mr Read may have invented; onthe other hand,
the onusis on Mr Read if he wishes to show that Mr Bourne did not invent something, or that

Mr Bourneis not entitled to what he may have invented.

36. That said as to onus, | believe my task has been simplified to some extent by two
important concessions made known at the hearing. First, Mr Wyand conceded that, despite what
his counterstatement may have said, Mr Read now accepted that what he invented whileat AEA
belongsto AEA. The second concession was made by Miss Vitoriaon behalf of AEA and that
is that anything that Mr Read invented before joining AEA belongs not to AEA but to him.
These concessions mean that once | have determined what, if anything, Mr Read invented, | only

need to decide when he did so and the entitlement to that thing should become clear.

History

37. Mr Read isagraduate chemist with agreat deal of experienceinthe oil industry. Hewas
employed by The British Petroleum Company from 1968 to 1979 and by Statoil in Stavanger,
Norway from 1980 to 1992. He was employed by AEA from 2 March 1992 to 1 March 1995,
but was suspended from duty from 16 December 1994,

Statoil

38.  During hisperiod of employment with Statoil one of Mr Read’ smajor concernswaswith
the chemical treatment of oil wells to prevent scale deposition using aqueous solutions of
dissolved inhibitor. These treatments were applied in the Gullfaks field, though problems
remained in that the aqueous solutions used in the treatmentsrestricted oil flow for unacceptably
long periods. These problemswere addressed at ameeting held on 16 September 1991, following
which in a memorandum ("the memorandum™) dated 8 October 1991 and headed "Formation
damage dueto scale squeezetreatmentsin gravel packed wells', Mr Read notesthat the problem

is due to excess water and lists four possible methods of dealing with that problem. The most
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relevant part of the memorandum, which formsexhibit PAR2 to Mr Read'sdeclaration, concerns
the method numbered (4) which reads as follows:

"4) Use a porous gravel for the whole of the pack, including prepack. This porous
gravel could be pretreated with the precipitated inbibitor [sic] and might Slowly dissolve
back. We would then, in effect, not need to separately treat the well for scale. The
inhibitor would be placed during completion.”

In the memorandum's final paragraph Mr Read adds:

"... For option 4 | would only be guessing at how long such a treatment could last.
Theoretically it should first start working when the water breaksthrough at the well, but
coating by asphaltenes and waxes might lead to problems. The method does have some
interesting aspects, but maybe more in high angle wells than in the current Gullfaks

producers.”

The meaning and scope of this disclosure in the memorandum has considerable significance in

these proceedings and | shall return to it in due course.

AEA - conditions of employment

39. On2March 1992 Mr Read joined AEA. Certain of the evidence before meisdirected
to the terms and nature of Mr Read's duties at AEA, and in particular as to whether or not
inventions would be expected to arise from the performance of those duties. | see no need to
go further into thisissue, however, since as| have said it was made clear at the hearing that Mr
Read now acceptsthat if an invention was made by him during the period of his employment by
AEA then it belongsto AEA. His caseisthat it was made before he joined AEA.
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AEA - patent history involving Mr Read

40.  The patent history isacomplex. On 5 May 1993 Mr Read reported to Mr Mansfield the
idea of providing scale inhibitor in the form of prepacked solid pellets between wire screens.
Thisideawas recorded on that same day in an invention report by Mr Mansfield, as he exhibits
at PTM1, and subsequently described more fully by Mr Read in a minute exhibited at PTM2.
Also in May 1993, in the course of discussion between Mr Wilcockson and Mr Read it was
realised that the solid pellets would have insufficient inhibitor-retaining volume and the use of
porous beads was suggested. On 13 July 1993 there was a meeting involving Messrs Read,
Wilcockson, Segal, Bourne and another to discuss whether AEA’ s sol-gel group could develop
the porous particles. Other developments also followed. Mr Mansfield's exhibit PTM3 is a
handwritten draft patent application dated 12 August 1993 based on these ideas. Exhibit PTM4
is arevised version of that draft signed on every page by Mr Read on 18 October 1993 and
accompanied by a form acknowledging AEA's ownership. On 27 November 1993 patent
application GB 9324434 wasfiled. Thisisexhibited at PTM5 and comprises the text of PTM4

without the claims but with an extra constructional option which | do not need to go into here.

41. Further information and ideas from Mr Read, namely alternative methods of
manufacturing porous silica identified by Mr Segal and the idea of incorporating ion exchange
material in pelletsto absorb materials causing scale and corrosion, wereincorporated inarevised
patent application GB 9410702 filed on 27 May 1994. The text of this application and aform
signed by Mr Read on 3 May 1994 to acknowledge AEA's ownership are to be found in exhibit
PTM8. | note that on this occasion Mr Read did not sign any of the pages of the patent
specification. The specification itself refersin broad termsto providing inhibitor in the form of
fluid permeable element(s), including absorber materials such as ion exchange materials. The
example given in the specification is an annular filter, but thereis also, as Miss Vitoriaput it, a
conventional sort of gravel packing method. On 1 July 1994 in a memorandum headed
"Invention Pelleted Inhibitor: lon Exchange”, exhibited at PTM9, Mr Read gave instructions
regarding patent filings, and on 2 November 1994 signed assignment forms in respect of patent
applicationsinthe United States, Japan and Norway claiming priority from GB 9324434 and GB
9410702 (although the form for Japan does not give any numbers). In relation to the US
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application, he also signed a combined declaration and power of attorney. The forms and the
application are to be found in exhibit PTM 10.

AEA - research and development project

42. A research and development project entitled "An evaluation of the use of matrix
containment techniques for control of scale in long reach horizontal wells" was established to
take forward certain ideas in this area, an initial meeting being held on 28 September 1993 to
discuss the draft proposal. Minutes of project meetings held on 16 December 1993, 10 January
1994, 24-25 March 1994 and 13 June 1994 are exhibited by Mr Segal asexhibitsDLS1to DL $4.
As well as AEA staff, representatives of Saga Petroleum and Norsk Hydro, who provided
funding for the project, were present at each meeting as sponsors or partnersin the enterprise.
For AEA, Mr Read's role included that of business development manager. Mr Bourne was
responsible for the management of the project from March 1994, which was when according to
Mr Wilcockson'sfirst declaration the full scale research and development programme beganin
earnest, although as he and the note exhibited at DL S2 indicate limited work began earlier on 4
January 1994. Mr Segal's role was to investigate the production of porous particles by means

of atechnique known as sol-gel processing.

43.  Two of the project meetings, those of 10 January 1994 (DLS2) and 13 June 1994
(DLS4), are particularly noteworthy, in part because in the minutes there is specific mention, by
Dr Knapstad of Norsk Hydro, of fracturing. In DLS2 it is noted in paragraph 4.3 that "Dr
Knapstad asked whether the matrix contained inhibitor could beemployed asafracturinggravel.
Mr Read replied that this may be possible and thought this should be covered inthe Patent filing"
(my italics added). In his declaration at paragraph 9, Mr Read states that this answer was
"truthful but evasive ....I did not wish at thistime to reveal that | had investigated the use of a
matrix containment as fracture gravel during my time with Statoil. Because this invention had
been made when | was with my former employer, Statoil, | did not wish to introduce it into the
Patent Specification 14961 MdWf" (ie PTM5). InDL$4 it isnoted in paragraph 3.6.2 that Dr
Knapstad, in adiscussion of bead or particle strength ... added that if the beads were applied as

a fracture proppant they may need to withstand even greater compressive forces' (my italics
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added). Thusheagainrefersto fracturing, thistime asreported by the term proppant rather than
gravel.

44, Mr Bourne in his affidavit of 6 August 1997 at paragraph 6 aso refers to a meeting in
October 1994 to which BP were invited to introduce them to the project concept and to
encouragethemto join, and at which BP stated their interest in fracture pack completions. There
issome dispute over what was said and when at that meeting and the lunch accompanying it, and
it is perhaps unfortunate, as Mr Wyand observed, that no note of that meeting was put in
evidence. Mr Wilcockson, in paragraph 6 of his second declaration, says that BP indicated at
the meeting in October 1994 that "they would only support the project if the porous beadswere
developed so as to be suitable as fracture proppants rather than just for use as gravel pack
material”. However, under cross-examination by Mr Wyand he accepted that he was not at that
meeting and had no direct knowledge of such a condition. Despite the uncertainty over what
was actually said and to whom in whose hearing, | am satisfied, principally on the basis of Mr

Bourne's affidavit, that some reference to fracturing was made on that occasion.

AEA - patent history after Mr Read had |eft

45, In December 1994, Mr Read was suspended fromduty by AEA, and Mr Bournewasthen
given the responsbility for looking after the patent filings. In February 1995, following
discussions with Mr Bourne, Mr Mansfield filed patent application GB 9503949.1, exhibited at
PTM11, which is the first in this series of applications specifically to refer to fracturing. It is
application GB 9503949.1 from which the applications in suit, PCT/GB 95/01236 and US
08/608247 claim priority. For completeness| should also refer to patent number GB 2298440B,
which, in common with the PCT and US applicationsin suit, wasfiled by AEA naming Mr Read
and Mr Bourne asinventors and claiming priority from GB 9503949.1. Therightsinthis patent
do not form part of these proceedings as pleaded, although | note that according to Mr Read the

filing was without his knowledge or consent.
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Entitlement

Invention (i)

46. Invention (i) essentially corresponds to the concept very broadly claimed in claim 1 of
the PCT application. Looking at the memorandum, from which | quoted more fully earlier, it
clearly discloses the broad idea of using a porous gravel for the whole of the pack, including
prepack, this porous gravel being pretreated with precipitated inhibitor which might slowly
dissolve back. On this basis, it seems to me that invention (i) corresponds to the broad idea
originated by Mr Read while at Statoil. Since AEA has conceded that anything which Mr Read
invented before he joined AEA belongsto him, and since Statoil did not act on the disclosure of
the invention contained in the memorandum within four months, | find that entitlement in
invention (i) belongsto Mr Read.

Invention (ii)

47.  Certain matter relating to invention (ii) is acknowledged by Mr Read to belong to AEA.
Of particular importance in this respect is the matter agreed by Mr Read as belonging to AEA
following his signature of the documents exhibited at PTM4. Unfortunately, it is not entirely
clear what Mr Read was signing over here, or intending to sign over. At the hearing he
confirmed that he was not seeking to go back on his signature to that. Mr Wyand also made
clear that "PTM4 belongsto AEA". However, Mr Wyand then went onto emphasise differences
between PTM4 and the PCT application, arguing that they are different documents and you
cannot construe one by the other. While the fact that they are different documents may betrue,

it does not mean that PTM4 is not relevant.

48. Under cross-examination Mr Read seemed prepared to acknowledgethat AEA isentitled
to the use of the material delivered as pre-assembled units or pre-packed screens which can be
screwed together and put into a hole, but that if the materia comes as a free-flowing material
which is pumped into any sort of cavity, either into an open-hole or a cased hole, or afracture,

then it involves, and conflicts with, work he did at Statoil. Clearly Mr Read'sview wasthat this
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latter aspect was not something he had signed over and it belongs to him. Miss Vitoria's
response was that the whole of this concept, pre-assembled units and free-flow, was covered by
PTM4 which Mr Read had signed over and could not now go back on. Miss Vitoriatook me
through PTM4 in some detail, and sought to establish that the passage on page 7 in particular

provided disclosure of material pumped down into alined hole.

49, It seemsto me that in considering invention (ii) | must also consider the content of the
memorandum. As| have said, thisdisclosesthe broad ideato "use aporousgravel for the whole
of the pack, including prepack™, this porous gravel being pretreated with precipitated inhibitor
which might owly dissolve back. On the face of it, this envisages the use of prepacks
containing treated gravel, but also seems to go wider to "the whole of the pack", not just
prepack. Of courseinvention (ii) as| haveformulated it requiresthe use or creation of atubular
filter bed. However, it could perhaps be argued that following the directions contained in the

memorandum would necessarily and unavoidably lead to the creation of a tubular bed.

50. It seems to me that the issue of invention (ii) involves several contradictory
considerations. Onthe one hand, on the basis of the memorandum, Mr Read might have argued
that he invented the whole of invention (ii) while at Statoil. To the contrary, however, in these
proceedings Mr Read has confirmed that the subject matter of PTM4 belongsto AEA, although
he would limit the scope of that assignment to AEA to pre-assembled units containing the
material. AEA argue that the whole of the matter of PTM4 belongs to them. However, this
position is arguably contrary to their concession that anything Mr Read invented before joining

AEA belongs to him, insofar as invention (ii) appears to be disclosed in the memorandum.

51.  Asl indicated in formulating as | saw them the main inventions under consideration in
these proceedings, invention (ii) in its broadest sense comprises a method asin invention (i) in
which the porous material comprises particles arranged to form a tubular filter bed, but can be
further sub-divided as between the use of pre-assembled units and other methods giving rise to
the tubular filter bed. It seems to me, attempting to resolve as best | can the contradictory
threads of argument and evidence in relation to this invention, that the use of pre-assembled

units, including in particular the use of an annular filter comprising two filter screens containing
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a fluid permeable bed of particles comprising inhibitor material, belongs to AEA; | reach this
conclusion principally on the basis of the firmness with which Mr Read confirmed that he saw
this aspect as belonging to AEA, and therefore regard that as overriding what might otherwise
flow from the terms of the memorandum, in particular itsreference to prepacks. Asregardsthe
aspect of invention (i) concerned with methods other than using pre-assembled unitsto create
the tubular filter bed, | believe that this aspect wasinvented by Mr Read while hewas at Statoil,
before hejoined AEA, and still belongsto him. | takethisview on the basis of the memorandum,
which in thisrespect | do not believe is overridden by PTM4, and for two main reasons. First,
| am not persuaded that there is clear disclosure in PTM4 of the use of free-flow material, and
second Mr Read asserts that this aspect concerns work he did at Statoil and this assertion is
supported by the memorandum. | might add that | have also taken into account the fact that the
onusison AEA to show itsentitlement, and in respect of invention (ii) | do not believe they have
been ableto clarify the position to apoint where| could find other than| have. In consequence,
| find that AEA is entitled to invention (ii) insofar as it involves the use of pre-assembled units

to form atubular filter bed, but that otherwise the entitlement to invention (ii) is Mr Read's.

Invention (iii)

52.  Thememorandum fromwhich | quoted earlier does not explicitly mention proppants or
fracturing. It followsthat if Mr Read isto establish that he invented invention (iii) beforejoining
AEA he needs to persuade me, that is the onus is now on him, that the reference in the
memorandum to the use of gravel encompasses the use of proppants in fracturing, unless of
course there is some other evidence on which he can rely. In this last regard | should briefly
consider the evidence of two of Mr Read's witnesses who were not present for cross-
examination. Mr Spark, a geologist, testifies that Mr Read had in March 1994 at a conference
discussed privately with himthe application of impregnated beadsin gravel pack completionsand
in fracturing operations. He also suggests that the invention was developed during Mr Read's
employment at Statoil. Mr Alfsnes attests that in January or February 1992 he discussed with
Mr Read a method of encapsulating solid scale inhibitor into porous beads for use in oil well

applications. However, the evidence of these witnesses is not specific as to what Mr Read

23



invented himself, nor when, and | therefore agree with Miss Vitoria that this evidence is of no
help.

53.  Akeypassageinthewritten evidenceis paragraph 23 of Mr Read'sdeclaration, inwhich
he says:

"In paragraph 14 Mr Mansfield states that the memo PAR2 does not describe the use of
aporous "proppant”. Thisis an incorrect deduction. The memo describes the use of
"porous gravel”, but "gravel” is a generic term for material used as proppants. Inthe
Minutes of Meeting from 10 January 1994 (DLS2), Dr Knapstad has used the term
"fracture gravel" (paragraph 4.3) to describe the medium. At the meeting held on 13
June 1994 (DL $4) the same Dr Knapstad is recorded as describing the same medium as
"fracture proppant”. Professionals working in the well technology area freely commute
the terms gravel and proppant. By my use of the term "porous gravel” in my memo

PAR2 | did not intend to limit the term to sand used in gravel packing operations.”

54. Miss Vitoria submitted that the memorandum simply discloses the idea of using
impregnated porousparticlesinagravel pack. Shesaid thereisno evidence, inthe memorandum
or from other parties, that the ideawas wider. She contended that Mr Read in his declaration
conceded that the memorandum did disclose a particular application and not the broad idea. In
paragraph 24, however, he says that his original idea was the broader concept of the use of a
porous particle impregnated with treatment chemicals for oil wells, and that the memorandum
suggested the application of that ideainagravel pack in order to overcomeaparticular problem.
Thisseemsto answer MissVitoriaspoint. Under cross-examination, however, Mr Read seemed
to be accepting that the memorandum specifically relates to the use of gravel in a gravel pack,
although even then he maintains that the idea is clearly broader than this. He said that the fact
that the invention happened in a gravel pack context should not detract at all from the wider
issue. Mr Wyand also emphasised that while the memorandum contained what was relevant to
a particular application, Mr Read was clearly not limiting himself to that, relying on the last

sentence of the memorandum to support his submission.
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55. Mr Wyand put forward two further submissions why the invention in the memorandum
went wider than the specific disclosure of using porous gravel impregnated with scale inhibitor
in packs and prepacks in wells. He suggested as | understand it that one should look at the
disclosure in the memorandum and say "what would Mr Read have been entitled to apply for a
patent for?' In other words, he should not be limited, in the invention attributed to him, to the
specific disclosure of the memorandum. Later, Mr Wyand ran a related but dlightly different
point. Thiswasthat isnot appropriateto limit Mr. Read's invention to gravel packs, evenif his
actual invention at the timewas only to useit in agravel pack and it did not go wider than that.
Based on a specific embodiment one was entitled to awider claim, covering in particular what
Mr Wyand called workshop variants or variations of the specific embodiment. Thus the use of
amaterial from a gravel pack as a fracture proppant was a mere workshop variant as all that

would be required would be some routine testing.

56. | have trouble with both lines of submission. | do not believe | can look at the
memorandum and say how wide a patent claim, embracing many workshop variants, could have
conceivably been written based on it, and regard that asthe breadth of what Mr Read wasreally
disclosing, explicitly or implicitly, as hisidea. To do that could embrace many things were not
inMr Read'smind at thetimeat all. | believel must smply look at the memorandum and decide
by construing it naturally what he was disclosing as having invented at the time. Clearly in

relation to invention (iii) a highly relevant issue is the scope of the terminology used.

57.  Asl haveaready indicated, much of the dispute and agreat deal of the expert testimony
in these proceedings has been directed towards this question of terminology, and especially
whether references to gravel in the memorandum encompass proppants. It is Mr Read’s case
that they do and hence that the idea disclosed in the memorandum includes fracture proppants;
it iSAEA’scasethat thetwo termsare quite different and hence that the memorandum discloses

only what it overtly says, that is gravel as used in gravel packing.

58.  Much of the testimony is directed to the properties required in the two applications or
Situations. properties of strength, production of finesetc. | do not believe it will help for meto

repeat all, or even a substantial part, of that technical evidence here. | would in this context
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though note Mr Wyand's submission that the lower crushing pressure limit in the US patent
application, that isfor proppants, is 1000 psi, whilethe APl recommendation isthat material for
gravel packsistested for crush resistance to 2000 psi. He concluded that one starts from the
basic position that anything which passes the crush resistance test for gravel packsis going to
be within the broadest limitation of the US application. He concluded that some gravel pack
meaterials would be sufficiently strong to pass the test for proppants for the US application.

59. It isclear to me from the agreed technical primer and the expert evidence, although that
from Mr Turnbull and Mr Milton-Tayler did differ in places, that certain materials can be used
for both applications or situations, and that asarule of thumb if amaterial has sufficient strength
for use as a proppant in fracturing it may be used in gravel packing, though the reverse is not
necessarily the case - some gravel pack materials might be suitable for use asafracture proppant,
but most would not be. Indeed, MissVitoriaseemed to accept as much, although she added that
other considerations such as cost might also come into play, as well as particle size and

sphericity.

60.  However, despite the mass of evidence filed on the terminological question, | am not
persuaded that it has been resolved in a way that is determinative. It is quite possible, even
probable, that materials used for gravel packing might have all sorts of applications - in thefield
of oil drilling and elsawhere - and it might be evident to the skilled man that such applications
exist. Theexistence of such materialswould thustend to destroy the novelty of any per seclaim
to such a material for whatever use and would arguably render obvious any claim to a method
of use where such materials are known to have been used in arelated field. | agree therefore
with Mr Wyand that it is unlikely to be a*“new invention to say that a particle that can be used
in agravel pack can also be used as a proppant in fracture”. However, thisisnot | think a key
issue (especially as patentability is not afactor in entitlement proceedings). Again, the issue of
"fracpacking” in the Gullfaks field is to my mind not of great significance, since this also goes
essentially to the issue of terminology dealt with above, and in any case is subject to doubt on

the evidence as to what exactly took place when.
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61. It seemsto methat the questionthat | haveto address hereisthat of whether or not there
is evidence which, on the balance of probabilities, demonstrates that prior to Mr Read's
employment at AEA, not that he invented a material or a method of well treatment which an
expert might at that time have considered to be suitable for usein fracturing, but that heinvented
such a material or method which he clearly and unambiguously disclosed at the time as being
useable or intended for use in fracturing. Despite the fact that a limited range of materials can
clearly be used for both gravel packing and fracturing, and the fact that there may be a certain
looseness or inconsistency of terminology in this area from time to time even amongst experts,
| am not persuaded that Mr Read has discharged the burden | have already mentioned is now
required of him here; there does not seem to me to be clear and unambiguous disclosure prior
to Mr Read's employment at AEA of the materials in question being useable in or intended for
usein fracturing. In particular, for reasons | have given | do not believe references to the use
of porous gravel in the memorandum would have been understood by the skilled addressee as
being to or including use as fracture proppants. | aso find support for my view from the
circumstances of the project meeting of 10 January 1994 (DLS2), where | think it is clear that
Mr Read himself makes a distinction between gravel packing and fracturing, he being keen to
deflect Dr Knapstad'senquiriesconcerning fracturegravel. | find further support fromMr Read's
co-operation in the many and various patent applications filed during histime at AEA, which
refer to gravel packing but not to fracturing or to proppants. It seemsto me that Mr Read's
complianceinthisrespect indicatesthat hetoo isinterpreting gravel packing in arestricted sense
here. | conclude therefore that invention (iii) was not made prior to the period of Mr Read's

employment at AEA.

62.  Thenext questioniswho did theninvent the use of these materialsin fracturing while Mr
Read wasemployed by AEA. Therearereferencesto fracturing or proppants dotted throughout
the evidencerelating to the history of these inventions. Mr Wyand may beright in hissubmission
that the central aims of the research and development project | described earlier did not
encompass proppants. The references to proppants or fracturing in the minutes of the project
meetings in January and June 1994 and by Mr Segal under cross examination are largely
peripheral, although the references in subsequent meetings attended by BP seem to meto be of

greater consequence. According to Mr Bourne, some of the particlesthat were examined inthe
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earlier stages of the project were proppants - in particular carbolite - because of their porosity,
although it seemsto me not unlikely that the significance of the proppant use may not have been

apparent to him at that time.

63.  So where and when did the fracture proppant idea emerge? Mr Read in paragraph 20
of his declaration alleges that he introduced the ideato Mr Bourne during the research project.
However, under cross-examination hesaid that to hisrecollection he had never disclosed to AEA
theideaof using the particlesasafracture proppant. Under further cross-examination, Mr Read
seemed in hisown mind able to reconcile these two apparently contradictory statements on the
basis of the following distinction: "theidea" in paragraph 20 of his declaration was not in fact
the idea of using the particles as proppants but "the idea of a porous carrier of chemicals, and
that isproppants’. 1n other words, he had "not specifically” disclosed to AEA that the particles
could be used as fracture proppants. | took all this to mean that Mr Read had spoken within
AEA of the use of the particles as porous carriers, which might well be proppants but he had not

explicitly said so.

64. | turn now to Mr Bourne's evidence on the matter. The discussionsand correspondence
between Mr Bourne and Mr Mansfield leading up to the filing of GB 9503949.1 are centred on
proppants. However, Mr Bourne states in paragraph 5 of his affidavit, and confirmed under
cross-examination, that "At no point during this business relationship did Peter Read suggest to
me that the scale inhibitor impregnated particles could be used as fracture proppants...." Thus
he is agreeing with Mr Read in categorically saying that Mr Read did not discuss the proppant
ideawith him. Mr Bourne also statesin his statutory declaration that "the use of scale inhibitor
impregnated particles within a fracture pack completion was a natural extension of the original
concept as explained to me by Peter Read" and that "1 understood the idea to have originated
from Peter Read”. Mr Wyand submitted that looking at Mr Bourne's evidence in toto he is
clearly not claiming to have made the invention. Mr Wyand’ s submission was in effect that Mr
Bourne did not make the invention: al Mr Bourne did in Mr Wyand's view was to notice that
although they had beenlooking at proppants, Mr Read had failed to apply for apatent in respect
of its use as a proppant. Mr Bourne realised the invention was wider than Mr Read was

disclosing to him specificaly, and it was therefore obtained by Mr Bourne from Mr Read.
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65. MissVitoriaargued that if Mr Read did not suggest the proppant idea, and both Mr Read
and Mr Bourne agree he did not, the idea can only have come from Mr Bourne, and must have
arisen in his mind from his work on the various particles which were being used in the project.
She also argued that Mr Bourne had made a sufficient contribution in relation to the details and
thelab work which had been carried out to be named co-inventor. Inher submission, Mr Bourne
was saying that the only reason Mr Read was named too was because he came up with the
original idea of using these particlesin prepacked screens, and it was that ideawhich started the

project off.

66. At the hearing Mr Read first spoke to the effect that he was the sole inventor of the
proppant idea but later indicated that he would give ground for Mr Bourne to be named as aco-
inventor if he, Mr Bourne, so wished. Miss Vitoria pointed out that Mr Read had also seemed
content to accept a status as co-inventor in his correspondence with Mr Mansfield, implying an
acknowledgement of Mr Bourne's contribution. Mr Wyand, on the other hand, argued that
despite what Mr Read had said, Mr Bourne in his evidence does not claim to have made an

invention, and therefore either Mr Read is the inventor or there is no inventor.

67. | have confidence in Mr Bourne as awitnessfor reasons| have previoudly given, and he
was personally as close as anyone, other than possibly Mr Read, to eventsasthey unfolded. His
evidenceis both that Mr Read did not suggest the use as afracture proppant to him and that the
idea originated with Mr Read. It isclear that Mr Read, in his dealings with AEA in this matter,
including with Mr Bourne, was choosing hiswordswith care, and it may be partly for that reason
that the proppant idea cannot clearly be attributed. In a sense, the extension of the original
concept to proppants seemsto have emerged almost under its own volition within the working
relationship between Mr Read and Mr Bourne.,

68.  Taking all the evidence and submissionsinto account | am satisfied that Mr Read played
akey rolein inventing the basic idea of using these materialsin fracturing. Thereisafineline
between Mr Bourne contributing to the invention and, aternatively, his merely providing non-
inventive support and recognising and reporting, for patenting purposes, Mr Read's invention.

However, Mr Bourne is named in the patent applications as inventor and, as Mr Wyand
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acknowledged, the onusison Mr Read to show that his name should be removed on the ground
that he made no contribution to the invention. Mr Bourne's exact role is not wholly clear, but
| am not persuaded that Mr Read has discharged the burden on him. | am not therefore prepared

to find that Mr Bourne should have his name as co-inventor removed.

69. Intheresult therefore, | find that invention (iii) was made during the period of Mr Read' s
employment at AEA, not before, by Mr Read and Mr Bourne. Since Mr Read has conceded that
anything heinvented while he was employed by AEA belongsto them, | find that AEA isentitled

to invention (iii).

Conclusions

70.  Insummary, having considered carefully all the evidence and argument before me, | have
found that:

! in relation to invention (i), namely a method for treating an oil well by providing within
the well one or more elements comprising an insoluble porous inorganic material
containing a chemical treatment agent (PCT claim 1), and such elements themselves
(PCT claim 9), Mr Read was the sole inventor before he joined AEA, and hence that the

entitlement in it belongs to him;

in relation to invention (ii), namely a method as in (i) in which the porous material
comprises particlesarranged to formatubular filter bed (PCT claim 3), Mr Read wasthe
sole inventor before he joined AEA and therefore that the entitlement in it belongs to
him, except that, for reasons | have explained, AEA has the entitlement in this method

when using pre-assembled units (PCT claim 4);

inrelationto invention (iii), namely amethod asin (i) wherein aformation through which
the well extends is subjected to a fracturing treatment with high pressure fluid and

proppant particles, at least some of the proppant particles being the said elements (PCT
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claim 6 and US claim 1), Mr Read and Mr Bourne were joint inventors while Mr Read

was employed by AEA, and hence that the entitlement in it belongsto AEA.

Relief

71. | note that both sides request a similar form of relief. AEA, athough it uses a dightly
different form of words at the end of its statement, seeks in paragraph 3 of its statement:

"... aDeclaration from the Comptroller that the Applicant is entitled to be granted, as
sole proprietor, the Patents and an Order that ..Peter Read signs all necessary
documentation to effect the assgnment of the ownership of the invention and of the
Applicationsto the Applicant or inthe aternative, an Order to authorise another person

to execute the relevant documentation on behalf of Peter Read."

In paragraph 3 of Mr Read's counterstatement, aside from what appears to be a clerical error,

he seeks relief in similar terms but in his favour.

72. | am, however, faced with some difficulty in deciding what isthe most appropriate form
of Declaration or Order to make to give effect to my findings, and for two main reasons. The
first derivesfrom thefact that areference under section 12, by itsvery nature, is concerned with
foreign or convention applications. | have already noted that in the case of the PCT application
insuit, entitlement isamatter for the various laws of each of itsdesignated states, and that inthe
case of the US application in suit entitlement is a matter for the law of the United States.

Although | have some general awareness of thelaws of some of the countriesinvolved, and there
isasmall amount of information in the evidencefiled in the present proceedings, my knowledge
is by no means detailed nor does it cover all of the countries concerned. In any event, it would

be wrong for me to proceed on such an imperfect basis unless there were no other option..

73.  The second difficulty stems from my finding that AEA and Mr Read have entitlements
in different aspects of the inventionsinvolved in the patent applicationsin suit. If | wereto make

aDeclaration or Order simply reflecting in some way a finding of joint entitlement, this may be
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difficult and impractical for both parties. 1t might as an alternative be possible to accommodate
the situation better by, for instance, an agreement between the parties on aone-off payment from
one party to the other, or by asuitable licensing arrangement. It may be arelevant consideration
for the parties that, as | have already noted, on Mr Mansfield's assessment the publication of a
Norwegian patent application means that the PCT application can only have valid claimsto the

use of the particles as fracture proppants.

74, It seems to me therefore that before | make any Order or Declaration to give effect to
my findings on entitlement to any patents pursuant to PCT Application No PCT/GB 95/01236
and US Patent Application No 08/608247, the parties ought to be given an opportunity to make
submissions on the matter in the light of my findings so far. Thisis also consistent with the
wishes expressed at the hearing by both Counsal.

75. For thesereasons, it seemsto methat the parties should have an opportunity to negotiate
an agreement between themselves, and failing that an opportunity to make submissionsto meon
the form of Order or Declaration | should make. | thereforeallow thepartiesa period of two
months from the date of thisinterim decision to make written submissions on thisissue.
Submissions should be copied to the other party who will then have one month from the
date of receiving the submissions to comment on them. If the partiesreach agreement
within thetwo-month period then thecomptroller should beinformed of thetermsof that

agreement. | will consider any such submissions and comments before making afinal Order or

Declaration.
Costs
76. In considering theissue of costs| haveto bear in mind the extent to which each party was

successful, at the preliminary hearing aswell as at the substantive hearing. At the hearing on 14
December 1998 | heard submissions on costsin case the present decision werethefinal one. As
itisnot, | think it appropriate to defer consideration of costs until the issue of my final decision.
Also, since my findings on entitlement given above may cause the partiesto have fresh thoughts

on costs, | leave it open to them to put in further submissions on costs, should they wish to do
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0, within the same timetable as | have set out above for submissions on the Order or

Declaration.

Appeal

77.  Asthisisadecision other than on amatter of procedure, under the Rules of the Supreme
Court any appeal shall be filed within six weeks of the date of this decision.

Dated this 3" day of February 1999

SN DENNEHEY

Divisional Director, acting for the comptroller

THE PATENT OFFICE
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