TRADE MARKS ACT 1994

In the matter of
application no: 2159905
by Visio Corporation
to register a Trade Mark in
Class 09



TRADE MARKSACT 1994

INTHE MATTER OF APPLICATION TO REGISTER
TRADE MARK NO 2159905 IN CLASS 09

IN THE NAME OF

VISIO CORPORATION

On4 March 1998 Visio Corporation of 520 Pike Street, Suite 1800, Seattle, Washington 98101,
United States of America applied under the Trade Marks Act 1994 for registration of the trade
mark VISUALISE YOUR BUSINESS in Class 09 in respect of:-

“Computer software programs for creating drawings and graphics, and instruction
manuals, sold as a unit”

Theapplication wasexamined under the provisionsof Section 37(1) of the TradeMarksAct 1994
and the applicantsinformed that the requirementsfor registration were not met in that objections
aroseunder Sections3(1)(b)& (c) of the Act, becausethe mark consistsof thewordsVISUALISE
Y OUR BUSINESS the whole being devoid of distinctive character and which may serveintrade
to designate the kind and intended purpose of the goods eg a software package to help one
visualise your business.

At ahearing on 23 April 1999 at which the applicants were represented by Mr Peter Groves of
Davis & Co (Solicitors) Ltd, the objections under Sections 3(1)(b)&(c) were maintained. The
applicants were alowed a further two months in which to file exhibits showing examples of the
mark as used on the goods, or to withdraw the application. On 24 June 1999 the agents for the
applicant faxed to theregistrar four exhibits with acovering message from Mr Groves saying that
the applicant had sent him further information by courier which he would forward as soon as
possible. In aletter from the examiner dated 29 June 1999 the applicant was allowed one further
month to file the additional information. However by 19 August 1999 no response had been
received and the application was therefore refused under Section 37(4) of the Act.

Following refusal of the application | am now asked under Section 76 of the Act and Rule 56(2)
of the Trade Marks Rules 1994 to state in writing the grounds of decision and the materials used
inarriving at it. No evidence of use has been put before me. | have, therefore, only the primafacie
case to consider.
Sections 3(1)(b) and (c) of the Act read as follows:-

3(1) Thefollowing shall not be registered -

(b) trade marks which are devoid of any distinctive character,



(c) trade marks which consist exclusively of signs or indications which may serve, in
trade, to designate the kind, quality, quantity, intended purpose, value, geographic
origin, the time of production of goods or of rendering of services, or other
characteristics of goods or services.

Themark consistsexclusively of thewordsVISUALISE YOUR BUSINESS. ThewordsY OUR
BUSINESS are ordinary dictionary words whose meaning, it seemsto me, is self evident when
used in relation to any industrial, commercial or professiona operation. Collins English
Dictionary (3 Ed. 1994) defines VISUALISE, inter alia, thus:

vb. to formamental image of (something incapable of being viewed or not at that moment
visible).

Firstly I consider the objection under Section 3(1)(c). The goods specified in the application
include “computer software programs for creating drawings and graphics’. Such goods could
include programs for use in creating diagrams or charts relating to any aspect of a business, and
which could be said to enable the user to visualise how their businessis performing at any given
time. Therefore | consider that the mark VISUALISE Y OUR BUSINESS as awhole is apt for
usein advertising such goods. In doing so | bear in mind the comments of Mr Simon Thorley QC,
acting as the Appointed Person in the, as yet unreported, decison on the DAY BY DAY
application no. 2068646:

“In my judgement, Mr James correctly submitted that | should have regard not only to
natural use on packaging but also to natural use in the context of advertising .......

Asnoted above, | agreed at the hearing to consider examples showing how the applicant actually
usesthemark in relation to the goods. The exampleswhich the agent faxed to me are reproduced
at Annex A. Also reproduced at Annex B is a sample of the mark in use which was attached to
the priority claim documents. In my opinion these examples show the mark being used asaslogan
in just the sort of way that others may wish to useit in their advertising.

It appears to me therefore that the mark consists exclusively of a sign which may serve in trade
to designate theintended purpose of the goods, and so isdebarred fromregistration under Section
3(1)(c) of the Act.

For the same reason | consider the mark to be devoid of distinctive character and therefore not
acceptable, primafacie, for registration under Section 3(1)(b). Inthisregard | take account of the
commentsin the British Sugar plc and James Robertson and SonsLtd decision [1996] RPC 281,
page 306, line 1 (the TREAT case):

“Next,is“Treat” within Section 3(1)(b)?What doesdevoid of distinctive character mean?
| think the phrase requires consideration of the mark onitsown, assuming no use. Isit the
sort of word (or sign) which cannot do the job of distinguishing without first educating
the public that it isatrade mark? A meaninglessword or word inappropriatefor the goods



concerned (“ North Pole’ for bananas) can clearly do so. But a common laudatory word
such as “Treat” is, absent use and recognition as a trade mark, in itself (I hesitate to
borrow theword inherently from the old Act but the ideais much the same) devoid of any
distinctive character.

| take the view that these words apply equally to slogans which denote the intended purpose of
the goods, and in the present case the public would have to be educated that the slogan
VISUALISE YOUR BUSINESS is a trade mark.

In this decision | have considered all the documents filed by the applicant and al the arguments
submitted to me in relation to this application and, for the reasons given, it is refused under the
terms of Section 37(4) of the Act becauseit failsto qualify under Sections 3(1)(b) and (c) of the
Act.

Dated this22 day of November 1999.

ANNE PRITCHARD
For the Registrar
the Comptroller General
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Wheiber you wanl to create fluwcharis,
network diagrams or cowmplex techidcal
drawings und schemalivy, Viaio® hus a
solution for every uspent of your husiness.

Botl Visio 4.0 and Visie Techaival 4.1
are bascd on Visio's unique SmartShape®
terehnology and ure desipned (0 run on
Wicdows 4.1, as wcll as Windows 95 and
Windows NI 3.51. And by nsing leauling
edpe: OTTG 2.0 support, you cun place and
edit drawings within your other, Jesktop
spplications.

Vidia 4.0: creasing baviners diagrams, pluss and
achematics is a0 wagy, you'll wast o do it cvery day,

Visio 4.0 is the perfect solutfon for
ereating flow charts. vrgapisation chart,
mups, timelincs, TOM or BIR diagrams -
you name it. Yo com creste your own
SmurtShape objosts, aulomute processes
with the new Visio Wisnrda, noe 1he
spellehecker - there's s much 1o muke you
even inure produstive,

Visio Techuical 4.1 io desigucd copecially
for enginoors, architevty, designers - anyone
who has 1o vreate or work with 1cchnieal
drawings and schematics, Unlike complex
CAD sofiware, Visio Teehwical is ineredibly
easy lo learn and wse.
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Vivio Techuienl 4.1; the most effictant way to cregte
and shure tochnicnl tohwmutics.

Witk Visin Tuechnical 4.1's UWC/DATF
read, write and append capubilites, you
can work wilh existing CAD files and shave
yonr drawiugs with your colleagues.

Visio 4.0 and Visio Techuical 4.1 are
based ov the same SmartShape teohnology,
sllowing you to share: wnd exchunge Visin
documents with anyonoin yuur organisation.

Both come with u full 60 duy money-
back guarantee, 'Io order or for detaily of
your nearest reacller call 0800 Y34 859 ¢xt
501, or (+333) 1 7038896 or visit your Incal
rescller. And you can visil uy on the web at
hup://www. visiv.com.

Mlcrosoft
Compotille Windowd 95

Visualize your business
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From: Peter Groves Tn: Mra Anne Pritchard

068/21799 14:43 FAX
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IN TESTS, 8 OUT OF 10 ENGINEERS

SAID THEY'D RATHER USE VISIO® TECHNICAL.

HERE'S WHY.

Visiv Technical software combines powerful technical drawing
functionality with the ease of over 3,500 pre-drawn SmartShapes®
Creating complex tcchnical drawings is simplified using drag and
drop. From engineers 1o facilities managers, Visio Technical allows

Visto, Visio Tednical you to read, write and append AutoCAD files and is available in all
) and Visio Professional - ’

tho enterprise-wida Windows versions so your ideas can go wherever your PC goes. See the
drawing and

whole Visio range at htep://www.visio.com/ukvt. Or, if you can't wait
dldgromnring solvtion.

Lo gat Visio Tochnical working for you, ring 0200 834859. Ext. 556.

. Visualize your business—@

$1937 Vhvia Curporation. Viske .nd Smartihapis wre reyiztered trademorks of Vidn Corgoraliar.. All omer tracemants elerenced hercin are lild Ly thefr respactive cumpanies. AY rights reserved.
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Yislo, Visio Tachnical
and Visio Professional -
the enterprise-wide

drewing and

diagramming solation.
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AS AN LT. PROFESSIONAL, YOUR TASK IS
TO SOLVE PROBLEMS,

OR CHOOSE THE TECHNOLOGY THAT DOES
IT FOR YOU.

With Visio” Professionul you can design, analyse and document your
IT infrastructure, from networks, to software, to databases, with drag
and drop ease. Visio Professional turns your natwork information
inta a diugram automatically. Need to know a companent’s precise
specs? A right mouse click, every detail’s revealed. See the whc;le Visio
range at http://www.visio.com/ukvp. Or, if you can’t wait for Visio

Professional to make your life easier, ring 0800 834859, Ext, 565.

oF Do CulparaLion. All Amer e reiticncar TER 3re held by their raspml ive Cmupanies, All gl resoeed.
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From: Peter Groves To: Mra Anne Pritchard

2]

08/21¢499 14:49 FAX

Visfo, Vigio Technieat
and visio Profcssional -
the enterprise-wide
drawing and

diagramming solution.
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WHAT MAKES VISIO® THE PERFECT DRAWING
SOLUTION FOR EVERY PART OF YOUR COMPANY?

ANYONE CAN DRAW ON IT.

Visio is the drawing and diagramming standard for evcryone in
your organisation. Simply drag and drop pre-drawn SmartShapes®
and you're done. Since they're intelligent, Visio SmartShapes
behave like real objects. Yet, if you need a new one, simply design
your own. Create flowcharts, organisational charts, timelines and
other business diagrams within reports and presentalions. See the
whole Visio range at htip://www.visio.com/ukvb, Or, if you can’t

Wait to get Visio working for you, ring 0800 834859, Ext. 556,

Visualize your business ——
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