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FOR REVOCATION OF TRADE MARK
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TRADE MARKSACT 1994

IN THE MATTER OF an application

under number 10159 by Seton Healthcare Group plc
for revocation of trade mark number 1372130

in the name of BioCare Limited

DECISION

Trade mark registration No. 1372130 is in respect of the mark VITASORB and isregistered in
Class 5 for a specification of:

Pharmaceutical preparationsand substances, vitaminand mineral preparations; all included
in Class 5.

The registration currently stands in the name of BioCare Limited.

By an application dated 15 June 1998, Seton Healthcare Group plc applied for the registration
to be revoked on the grounds that:

the mark has not been used in the United Kingdom by the registered proprietor or with
his consent for a continuous period of five years up to the date of three months beforethe
date of the application for revocation.

The registered proprietors filed a Counterstatement in which they deny the assertions in the
application. The registered proprietors and the applicants for revocation both ask for an award
of costsin their favour.

Both sides have filed evidence in these proceedings. The matter cameto be heard on 23 October
2000, when the applicants were represented by Mr Bruce Marsh of Wilson Gunn M’ Caw, their
trade mark attorneys, who, by his own request was not present at the hearing, making his
submissionsviathetelephone. Theregistered proprietorswere represented by Mr James St Ville
of Counsdl, instructed by Swindell & Pearson, their trade mark attorneys.

Registered proprietors evidence (Rule 31(3)

Thisconsistsof a Statutory Declaration dated 17 September 1998, and comes from John Stirling,
who confirmsthat hewastheregistered proprietor of trade mark number 1372130 until 24 March
1998, on which date the rights were transferred to BioCare Limited. Mr Stirling confirms that
he has a good knowledge of the trade and records of BioCare Limited.

Mr Stirling saysthat the use made of the mark by BioCare Limited has been with his consent, and
has been in respect of pharmaceutical preparations and substances and vitamin and mineral
preparations, in particular, liquid vitamin and mineral preparations manufactured from
pharmaceutical gradeingredients. Herefersto exhibit JS1 which consists of anumber of invoices
dating from June 1993 to June 1997, sent by BioCare Ltd to various individuals and companies
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for the supply of, inter alia VITASORB, and to exhibit JS2 which consists of invoices dating
from December 1992 through to July 1997 for labels supplied to BioCare Limited, samples of
these labels, and fact sheets. Theinvoicesand labelsall bear referencesto the VITASORB mark,
mostly in conjunction with other, plainly descriptive or non-distinctive matter, usually to codify
or identify a constituent of VITASORB.

The contents page of the fact sheetsrefer to VITASORB liquid vitamins, and go on to describe
VITASORB A, VITASORB B, VITASORB B12, VITASORB C, VITASORB D, VITASORB
E and VITASORB MULTIVITAMINS, the suffix in each case denoting that that version of
VITASORB isamicellised liquid preparationincorporating vitamin A, B, C, etc, according to the
suffix. Thefact sheetsrefer to VITASORB marked with theletters“™” asanindicationthat the
wordisatrademark. Thefact sheetsare undated but are said to have been availableto customers
since about 1990.

Mr Stirling next refers to exhibit JS3 which consists of a number of undated items of printed
meétter, either promoting the VITASORB products, or factual information about these products
extracted from unspecified publicationsand inthe form of aleaflet. All show use of VITASORB
as detailed above although in this instance in conjunction with the symbol “ ®” denoting that the
word isaregistered trade mark, and fromwhichit isreasonable to assumethat they post-date the
date of registration, that is, 13 July 1990. Mr Stirling concludes his Declaration by saying that
since 1993 approximately £15,000 has been spent promoting VITASORB.

Applicants evidence

This consists of a Statutory Declaration dated 13 April 1999, and comes from Bruce Marsh, a
registered trade mark agent and partner in Wilson, Gunn M’ Caw, the applicants’ representatives
in these proceedings.

Mr Marsh refers to paragraph 2 of Mr Stirling’'s Declaration, challenging the clam that
VITASORB has been used in relation to pharmaceutical preparations and substances. He says
that thisis not borne out in the registered proprietors evidence which only shows usein relation
to liquid pharmaceutical preparations, and Mr Marsh draws the conclusion that the registration
should be revoked in respect of al but liquid vitamin preparations.

Registered proprietors evidence

This consists of a Statutory Declaration dated 9 July 1999, and is a further Declaration by John
Stirling.

Mr Stirling refers to paragraph 3 of Mr Marsh's Declaration, which he takes to be an
acknowledgement that the registered proprietors have used VITASORB in relation to liquid
pharmaceutical preparations, drawing the conclusion that this establishes that no distinction can
be drawn between pharmaceutical preparations and vitamin preparations. He refutes the
suggestion that vitamin preparations are not pharmaceutical preparations and substances and to
support hisview refersto exhibit JS4 which consists of extractsfrom medical pharmaceutical and
general dictionaries and reference books, highlighting those he considered to be relevant:
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Mr Stirling goes on to set out reasons and arguments to support his view that vitamin
preparations and supplements are pharmaceutical preparations. He refers to exhibit JS5 which
consists of abox in which the multivitamin drops of another trader are sold, noting that the active
ingredients are the same as VITASORB products and that the product is sold under a licence
issued by the Medicines Control Agency, from which he draws the conclusion that the Agency
considers vitamin supplements and preparations to be medicines requiring product licences. Mr
Stirling next refers to a product known as VIRASORB which is the subject of trade mark
application 2115510, and to exhibit JS6 which consists of an extract from a product catalogue.

Applicants evidencein reply

This consists of two Statutory Declarations. The first is dated 5 January 2000 and comes from
Jonathon Jowett, the Company Secretary of SSL International plc, who confirms that he is
authorised to make the Declaration on behalf of Seton Healthcare Group plc,

Mr Jowett refersto the Statutory Declaration of John Stirling dated 9 July 1999, confirming that
the product VIRASORSB referred to by Mr Stirling is a product sold under licence.

The second Statutory Declarationisdated 10 January 2000 and is a second Declaration by Bruce
Marsh.

Mr Marsh also refersto the Statutory Declaration executed by John Stirling on 9 July 1999, and
to his own Declaration of 13 April 1999, stating that the reference to liquid pharmaceutical
preparations is a typographical error and should have referred to liquid vitamin preparations.

Registered proprietors evidence

Thisconsists of a Statutory Declaration dated 10 August 1999, and isathird Declaration by John
Stirling. Mr Stirling confirmsthat histwo earlier Declarationswere made under the Trade Marks
Act 1994.

That concludes my review of the evidence insofar asit is relevant to these proceedings.
Decision

| now turn to consider the grounds of revocation. Although the Statement of Grounds does not
say under which section of the Act the application is made, from the wording it is possible to
determine that this is an application which comes under Section 46(1)(a). Thisis confirmed in
the skeleton arguments provided. Section 46(1)(a) of the Act reads as follows:

46-(1) Theregistration of atrade mark may berevoked on any of thefollowing grounds:-

€)] that withinthe period of five yearsfollowing the date of completion of the
registration procedure it has not been put to genuine use in the United
Kingdom, by the proprietor or with his consent, in relation to the goods
or services for which it isregistered, and there are no proper reasons for
NON-use;
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Where the registered proprietor claimsthat there has been use of the trade mark, the provisions
of Section 100 of the Act makesit clear that the onus of showing use rests with him.

Theapplicantsdo not ask for theregistrationto berevoked initsentirety. They acknowledgethat
there has been use of the trade mark within the relevant five year period, but only in respect of
liquid vitamin preparations. From my review of the evidence | have come to a smilar view,
differing only to the extent that the evidence showsthat the registered proprietors have also used
the trade mark in respect of aliquid zinc preparation.

The registered proprietors do not lay claim to having used the trade mark on any specific goods
beyond these, basing their argument on the proposition that as vitamin preparations and
substances are pharmaceutical preparations there has been use in respect of pharmaceutical
preparations. Mr St Ville referred me to a number of cases, inter aia, the Mercury trade mark
case (1995 FSR at page 850), Typhoo trade mark case (2000 FSR at page 767) and the Minerva
trade mark case (2000 FSR at page 734). | do not proposeto look at each of these in turn, but
to go to the Minerva case in which Mr Justice Jacob considered the two preceding cases.

Commenting on Neuberger J.’ sdecision inthe Typhoon trade mark case, Mr Justice Jacobs said:

“Neuberger J.’s attention was not drawn to the decision of Laddie J. in the Mercury
Communications Ltd v Mercury Interactive (UK) Ltd ....Laddie J. was concerned with a
very wide specification of goods: “computer programs’. In rejecting an application for
summary judgement, he took the view that the wide specification could be cut down by
anonuseattack. Inother words, that “computer programs’ could belimited to computer
programs of a particular part.

| have no doubt that what Laddie J. assumed was right and in this respect | differ from
Neuberger J. The problemisthat some of the language for specifications of goodsis apt
to be extremely wide. Indeed, “printed matter” in this case is extremely wide. | think it
inevitable that at times one would have to “dig deeper”. Even taking the specification
considered by Neuberger J. for a “domestic container”, one can think of quite different
sortsof domestic container: ahat box, asnuff box, ajewellery box, aplastic thing you put
inside the fridge. Wide words can cover what are commercialy quite different sorts of
articles. So if one were to show use for just one of that sort, it would be commercially
nonsense to maintain the registration for all goods caused by the wide words.

That is not to say the court will cut the registration right down to things like red tea
caddies. But if non use in respect of a significant subset of awide general description is
established, then | see no reason why the court should not eliminate that subset from the
registration. Thus here | think that, although use in relation to printed stationery is
established, stationery isaquite different sort of material from literary publications of the
kind put out by Reed and the specification can be cut down.”

In hissubmissions, Mr St Villetook theview that wherethereisnon use, the authoritiesindicated
the following approach:
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that any narrowing of the specification should be on arational basisand pay regard to the
commercia factors, citing inter alia, the Minerva trade mark case in which Jacob J. said
that the court will not cut the registration down to things like red tea caddies.

where there is a suitably narrow description, the register should lie as it stands.

when narrowing awide description, having regard to the public interest and the avoidance
of confusion, it must be possibleto adraw areal distinction between the goods remaining
after the narrowing, and those that have been excluded.

To theextent that it does not envisage areduction in the specification to reflect the precise nature
of the goods for which use has been shown, | accept thefirst of these points. To adopt any other
approach would place a burden upon a proprietor not only to show use in respect of particular
items of goods, but also the full range of colours, meterials, etc, which cannot have been the
intention of the legidation. Trandating this to the case in hand. The registered proprietor has
shown use in relation to vitamin preparations and zinc preparations, but only in liquid form.
Although | have no evidencerelating to thetradein such goods, | see no sensible reasonwhy such
goodswould be considered to be commercialy different smply because they may be supplied in
liquid, tablet, powder, or whatever form. Accordingly | takethe view that to cut the specification
back to reflect that the registered proprietors have only used the mark in respect of liquid
preparations would not reflect the commercial reality of the trade in such goods, and would be
astep too far.

In the Minerva case, Jacob J. indicated that where a specification contains a description which
covers what are commercially the same goods, then use in relation to some (but not all) of the
goods falling within that description would be sufficient to warrant the term remaining in the
specification. Very wide descriptions covering different sorts of articles may be refined down to
one which describes the subset of goods on which use has been shown. That said, | would
consider the onus of establishing that there is a term which will adequately describe this subset
to be a matter for the proprietor, and may require evidence of how the relevant trade regards,
groups or classifies the goods in question.

The specification in this case consists of “Pharmaceutical preparations and substances; vitamin
and mineral preparations’. Mr St Villeconceded that pharmaceutical preparationsand substances
is not a description covering only goods similar to those for which the proprietors have used the
trade mark. The description may well may well encompass vitamin and zinc preparations but is
a very wide term covering a diverse range of goods from simple herbal preparations to
sophisticated medicaments, and quite clearly, goods of a very different commercial nature. As
such its retention cannot be justified from the use shown.

Fromthe evidence it seemsthat the term vitamin preparations covers adefinable subset of goods,
including the liquid preparations sold by the registered proprietor under the VITASORB mark.
They have also used the mark in relation to a zinc preparation which Mr St Ville took to be a
mineral preparation, a view not challenged by Mr Marsh. Whilst there must be many different
mineral preparations, taking into account that these will all be for use as medicaments or health
supplements (by virtue of the registration being in Class 5) it seems reasonable that these should
be considered to be the same commercial subset as zinc preparations. | therefore come to the
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The final strand of the approach suggested by Mr St Ville advocated a consideration of public
policy, and in particular, whether these descriptions encompass a distinct range of goods so as
to avoid the consequences of confusion, which in relation to pharmaceuticals could have quite
serious implications. | have already reached the view that the descriptions “vitamin and mineral
preparations’ encompasses a distinct set of goods. On the question of whether there are other
items not covered by these descriptions which could be said to be similar, | do not have any
evidenceto assist me. That aside, | do not seethat alikelihood of confusion with other goodsis
a consideration in cases such as this. In my view the question is whether the registered
proprietors have used the mark inrelation to all or any of the goods for whichit isregistered, and
if so, taking into account the above, (and where available information such as how the trade
classifies or views such goods), how can this use be described so asto encompass a definable set
of such goods.

| am satisfied that the evidence shows that the registered proprietors have used VITASORB as
abadge of originfor their goods, albeit only in respect of “vitamin and mineral preparations’, and
as a consequence, the specification for which the mark isregistered must be limited accordingly.
| therefore find that the application for revocation is successful, abeit in part, and under the
provisions of Section 46(5) order that the registration be revoked in respect of all goods other
than “vitamin and mineral preparations’. Thisto take effect from the date of the application for
revocation, that is, 15 June 1998 (Section 46(6).

Theapplicationfor revocation having been successful, the applicantsare entitled to acontribution
towards their costs. | therefore order the registered proprietor to pay the applicant the sum of
£835 within seven days of the expiry of the period allowed for filing an appeal or, in the event of
an unsuccessful appeal, within seven days of this decision becoming final.

Dated this 1 Day of December 2000

Mike Foley
For theregistrar
The Comptroller-General



