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THE PATENT OFFI CE
Room A2,
Har mswort h House,
13-15 Bouverie Street,
London, ECAY 8DP.

Monday, 9th QOctober 2000
Bef or e:

THE APPQO NTED PERSON
(M. Sinon Thorley Q)

IN THE MATTER OF UK TRADE MARK APPLI CATI ON NO 2189191
OF DR GHAYASUDDI N SI DDI QUI

and

IN THE MATTER OF OPPCOSI TI ON NO. 50126 BY
DR. M H A KHAN AS NOM NEE OF
THE MUSLI M PARLI AMENT OF GREAT BRI TAIN

and

IN THE MATTER OF AN APPEAL TO THE APPO NTED PERSON
UNDER THE TRADE MARKS ACT 1994 AGAI NST THE DECI SI ON
OF THE HEARI NG OFFI CER (MS LYNDA ADAMS)

DATED 27TH JUNE 2000

(Transl ation of the Stenograph Notes of Marten Wal sh Cherer
Ltd. Mdway House, 27-29 Cursitor Street, London, EC4A 1LT.
Tel ephone No: 020- 7405 5010. Fax No: 020-7405 5026)

MR M FOREMAN of Rouse & Co. Int'l appeared on behal f of
Dr. Siddi qui

MR R HLL of WIson Gunn M Caw appeared on behal f of Dr. Khan

MR M KN GHT (Principal Hearing Oficer) appeared on behal f of
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t he Regi strar

DECI SI ON



1 MR THORLEY: This is an appeal from a decision of Lynda Adans,
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the officer acting for the registrar dated 27th June 2000.

It arises in an opposition to the registration of application
nunmber 2189191 for the sane trade mark in respect of various
classes by Dr. Chayasuddin Siddiqui. It is opposed by

M. Khan, acting as a nom nee for The Muslim Parlianent of

G eat Britain.

The deci sion appeal ed from arose out of an application
for an extension of tinme in which the opponent was to file
evi dence pursuant to the rules. The history of the matter is
clearly set out in Ms Adanmis decision. Neither party
suggested it was in error and | do not intend to repeat it.
In sinple terns the period of three nonths prescribed for
gi ving evidence under rule 17 was due to expire on
3rd March 2000. On that date the agents acting for the
opponent applied for an extensi on of three nonths and supplied
witten reasons in support of that request. The official
letter fromthe registry dated 10th March indicated that the
extensi on woul d be granted unl ess any objections were
recei ved. (bjections were received by letter dated 23rd March
fromthe agents acting for the applicant and | shall return
to the details of that letter alittle later.

Both parties before ne today nade it plain that there
was a fundanental dispute between their respective clients as
to the right of each of themto purport to act on behal f of

The Muslim Parliament of Great Britain. It was al so made
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clear to ne by M. Foreman, who appeared on behal f of

Dr. Siddiqui, that at all tinmes his client had nade it plain,
both to himand through him to the opponent that no quarter
woul d be asked or given in these proceedings and particularly
that no extension of tinme would be granted. | should make it
clear at the outset that | consider that to be of no rel evance
what ever to the question of whether or not on the facts an
extension of tinme should be granted.

| turn then to consider the two | egal questions which,
tony mnd, arise in this case. The first is the basis on
which this tribunal should act when review ng an exerci se of
discretion by the registry. M. Hll, who appeared on behal f
of M. Khan, was m nded to accept that | should only intervene
if | considered that the discretion had been exercised
incorrectly. | think it goes a little further than this.

In A J. and MA Levy's Trade Mark [1999] RPC 291
Matt hew Cl arke QC, sitting as the appointed person, said this
at page 292, line 1. "It has to be borne in mnd that in the
present proceedi ngs what we are concerned with is an appeal
and not a rehearing of the nerits or otherw se of the
application for the extension. That neans, in ny view that
the Appointed Person is only entitled to interfere with the
decision of the registrar if it can be denonstrated that the
di scretion has been exercised in, what m ght be descri bed as,
an unreasonabl e fashion."

My view coincides with his. M duty is to reviewthe
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decision and the reasons for it and, if satisfied, it is wong
to reverse it. The position of the appointed person in this
tribunal is, tony mnd, no different to that of the Court of
Appeal in reviewi ng the exercise of discretion by a judge at
first instance. There are nmany decisions on this but in the
end they boil down, | think, to the sinple proposition that
one wll only interfere where the exerci se of discretion bel ow
was pl ainly wong.

| think it is inportant in considering the exercise of
di scretion to bear mnd that the officers at the registry have
very great experience in regulating the proceedi ngs before
themand in principle they should be allowed to regul ate
proceedi ngs as their experience directs and this tribunal
should be slowto interfere in case managenent issues of the
sort unless and until it is satisfied that the exercise of
di scretion was plainly wong.

The second | egal aspect | have to consider is the basis
on which the registry should act in considering a request for
extension. Again this has been considered by ny coll eagues,
Matt hew Cl arke in the Levy case and Ceoffrey Hobbs QC in
Li quid Force Trade Mark [1999] RPC 429.

M. Clarke dealt with the matter briefly. 1In his case
an extension of three nonths had al ready been granted and t he
request was for a further extension of three nonths. What
M. Carke said was this at page 292, line 11: "It seens to

me that when an extension of three nonths has been granted it
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i s incunbent upon the party to whomit has been granted to
ensure that, if any other extension is sought, strong and
conpel l'ing reasons for such an extension are put forward.
Wien the matter is opposed and there has to be a hearing, it
is, in ny view, essential that the applicant makes the best
case for a further extension at that hearing. If that is not
done and matters are | eft on an equivocal or uncertain basis,
then it seens to ne that the applicant nust live with the
consequences of that.".

He concl uded by saying this at page 293, line 8: "I

shoul d say that in nmy opinion, and contrary to what was
submtted by M. Pennant, the remarks of Jacob J in R v.
Regi strar of Trade Marks, ex parte SAW Conpany SA [1996] RPC
507 are equally applicable to the position in the present
case, though it arises under the 1994 Act, as they were in
relation to the 1938 Act, in particular his Lordship's
statenment that, 'Six nmonths is a very generous period for
filing of evidence'."

The reference to the SAWcase was reference to an
opposi tion under the 1938 Act where an autonmatic period of six
nmont hs was granted. Jacob J in [1996] RPC 507 at 508 made it
plain that this period of six nonths was introduced after
consultation with the professional bodies and with a viewto
ensuring that proceedi ngs were conducted in a proper and
ti meous manner.

In Liquid Force trade mark M. Hobbs considered the
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matter at greater length. In particular he had regard to
rule 62 which governs this application for an extension of
time and drew a contrast between rule 62(1) and rule 62(5).
Rul e 62 provides at page 437, line 25: "(1) The tinmes or
periods: (a) prescribed by these rules other than the tine
or periods prescribed by the rules nentioned in paragraph (3)
bel ow, or.

"(b) specified by the registrar for doing any act or
t aki ng any proceedi ngs, may, at the request of the person or
party concerned, be extended by the registrar as he thinks
fit, upon such notice to any other person or party affected

and upon such ternms as he may there direct.

"(4) Subject to paragraph (5) below, a request for
ext ensi on under paragraph (1) above shall be nade before the
time or period in question has expired.

"(5) Where the request for extension is nmade after the
time or period has expired, the registrar may, at his
di scretion, extend the period or tine if he is satisfied with
t he expl anation for the delay in requesting the extension and
it appears to himthat any extension would not di sadvantage
any other person or party affected by it." M. Hobbs
concluded: "On contrasting the | anguage of subrule (1) to
that of subrule (5) that the exercise of the registrar's
di scretion under rule 62(1) is not subject to the particular

qualification specified in rule 62(5)."
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He went on to conclude that the discretion conferred by
the provisions of rule 62(1) was as broad as the discretion

conferred by the provisions of then order 3, rule 5(1) of the

Rul es of the Suprenme Court which stated: "The court may, on
such terns as it thinks just, by order extend .... the period
within which a person is required .... by these rules or by

any judgnent, order or direction, to do any act in any
proceedi ngs. "

M . Hobbs cited fromand applied the decisions in
Fi nnegan v. Parkside Health Authority [1998] 1 WR 411 and
Mort gage Corporation Limted v. Sandoes [1996] TLR 751 in
reachi ng his concl usion that the absence of a good reason for
failure to conply with a tine limt was not always in itself
sufficient tojustify refusal of an extension of tinme and t hat
the true position was for the party in default to satisfy the
court that despite his default the discretion to extend tine
shoul d neverthel ess be exercised in his favour, for which
pur pose he could rely on rel evant circunstances.
| propose to apply M. Hobbs' criteria but |I should
enphasi se the foll ow ng:

1. It nust always be borne in mnd that any application
for an extension of tinme is seeking an indul gence fromthe
tribunal. The Act and the rul es | ay down a conprehensi ve code
for the conduct of prosecution of applications and for the
conduct of opposition. The code presunes a nornmal case and

provides for it.
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2. There is a public interest which clearly underlies
the rules that oppositions and applications should not be
al  oned unreasonably to drag on

3. In all cases the registry nust have regard to the
overriding objective which is to ensure fairness to both
parties. Thus, it can grant an extension when the facts of
the case nmerit it.

4. Accordingly, it nust be incunbent on the application
for the extension to show that the facts do nmerit it. 1In a
normal case this will require the applicant to show clearly
what he has done, what he wants to do and why it is that he
has not been able to do it. This does not nean that in an
appropriate case where he fails to show that he has acted
diligently but that special circunstances exi st an extension
cannot be granted. However, in the normal case it is by
show ng what he has done and what he wants to do and why he
has not done it that the registrar can be satisfied that
granting an indulgence is in accordance with the overriding
objective and that the delay is not being used so as to all ow
the systemto be abused.

Jacob J nade it clear in the SAWcase that any
perception that the registrar woul d grant extensions |iberally
was wong and | take this opportunity to repeat that. In
principle matters shoul d be di sposed of withinthetinmelimts
set out intherules andit is an exceptional case rather than

the normal case where extensions will be granted.



10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26

| accept that this does place people with an obligation
to file evidence by a given date with a dilemma. |[|f the date
i s approachi ng and the evidence i s not ready, plainly they run
the risk by not filing the evidence in whatever inperfect form
it is that they may be denied an extension of tinme. That is
a dilema which frequently faces parties in litigation. It
is not unusual that where an application for extension for,
say, a period above three nonths is applied for, that the
of ficer exercising the discretion, whilst not mnded to grant
an extension of that period, will none the |less grant an
extension of a shorter period, |let us say seven days, to
enabl e such evidence as is available to be filed. That
however is not and should not becone a general rule.

| should take this opportunity to state that parties who
seek an extension of tinme and whose application for an
extension of time is opposed woul d be well advi sed when they
cone to the hearing of that application to bring with them
such evidence as they have to hand so that that evidence can
be filed forthwith if the hearing officer is m nded not to
grant an extension.

Wth that background | turn to the facts of this case.
Each case nust turn on its own facts and there can be no
presunption that an extension will be granted. The facts of
this case are set out in the decision. The reasons given in
support of the request were as follows: "The opponent is

experiencing difficulty in obtaining evidence in support of
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t he grounds of opposition under Section 5(4) of the Act.
The reason that the opponent is experiencing difficulty is
that the applicant, being a fornmer | eader of The Miuslim
Parliament of Great Britain is in possession of docunentation
rel evant to the opponent's case under this section and i s not
willing to release this information to the opponent.
Accordingly, the opponent is having to explore other routes
by whi ch this evidence can be obtained and this is necessarily
taking sonme time. Accordingly, the Registrar is asked to
exercise his discretion and all ow the opponent a further
period of three nonths in whichto file their evidence inthis
matter. In deciding whether to exercise his direction, the
Regi strar is asked to bear in mnd that both the applicant and
t he opponent are alleging that they are the rightful
aut hori sed nom nee of The Muslim Parlianent of Geat Britain
and as a result of this dispute which is being pursued
el sewhere, evidence of the activities of The Musli mParl i anment
of Great Britain is not easily accessible. The opponent
trusts that the Registrar will oblige himin this respect.”

As | indicated above this was opposed. The letter of
23rd March 2000 opposing the application stated as
foll ows: "The opponent states in support of his application
for an extension of time that he is experiencing difficulty
i n obtaining evidence to support the grounds of opposition
under section 5(4) of the Act. The opponent states that the

applicant is in possession of docunentation relevant to the
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opponent's case but is not willingtorelease this information
to the opponent. This is not the case. The applicant has
not received any requests for information fromthe opponent
si nce August 1999 (requests made at that tine were for
financial information of a confidential nature). No request
of any kind has been nade since that date. The applicant
therefore invites the opponent to di sclose details of all such
requests, together with evidence to show that his requests
wer e refused.

"In addition the applicant is unaware of the 'dispute
whi ch i s being pursued el sewhere' referred to by t he opponent.
The applicant therefore invites the opponent to provide
details of this 'dispute which is being pursued el sewhere'
Accordingly, the Registrar is asked to refuse the opponent's
request for an extension of tinme in whichto file the evidence
inthis matter and al so requests a hearing under rule 48(1)."

In response to this sone witten subm ssions were put in
by the opponent's agents. These admtted that no requests to
t he applicant for information had been nmade si nce August 1999.
It stated that attenpts had been nmade to deal with the
Charities Comm ssion and that applications had been nmade
t hrough the courts to seek information. There was no
anplification as to when the Charities Conm ssion had been
approached or as to the nature of the applications to the
courts.

As will be seen, the concessions made in these witten

10
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subm ssi ons do suggest that the reasons given in support of
the request in the letter of 3rd March 2000 were not wholly
accurate. The hearing officer in her decision concluded on
page 6, line 11: " .... that the opponent's subm ssions had
sonme gaps in them which suggested that the exercise of any
di scretion should be neasured accordingly.” Wth this |
whol eheartedly agree. There was no detail in the subm ssions
whi ch enabl ed the hearing officer to place any wei ght upon the
suggestion that applications to the Charity Comm ssion or the
court were either necessary or had been pursued with due
diligence. There was no evidence or subm ssions before the
hearing officer as to the steps which the opponent had taken
to prepare evidence within the tinme available or as to the
state of the evidence which was avail able by that date.

M. Hill criticized the hearing officer for placing
wei ght upon the statenent that there had been steps taken in
preparing the conpilation of the evidence. She suggested the
steps shoul d have gone further. M. H Il suggested that she
was being overly pedantic in referring to conpilation as
opposed to the actual provision of evidence. To ny mnd
nothing turns on this. Plainly what the hearing officer was
having regard to was the adequacy of the evidence or the
subm ssions as to the work which had been done. By the date
of the hearing before her no draft evidence had been provi ded
nor had any statement been given as to the state of the

evi dence whi ch had been provided. | do not think therefore

11
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there is any substance in this criticism

The hearing officer concluded on page 7, line 24 as
follows: "Overall it seens to ne that this is a case which
may have sonme unusual features, but the opponents have not
persuaded ne that their actions and diligence in pursuing the
evi dence needed to support the grounds of opposition was
likely to achieve any result, let alone in any particul ar
ti mescale.”

By this, as | understand it, the hearing officer was
stating that she did not have material before her which
enabl ed her to ascertain what had been done or indeed to
ascertain clearly what it was that the opponent w shed to do.
The only excuses put forward for not having conplied with the
rul e were the strange circunstances of the case, coupled with
the applications to the applicant for information to the
Charity Comm ssioners and to the courts.

So far as concerns the applications to the applicant,

t here had been no application since August 1999, a fact which
does not conme clearly fromthe letter of 3rd March 2000. To
ny mnd, it should have done. It carries no weight that an
application was nade in August 1999 and was not pursued.

As to the Charity Comm ssioners and the courts, no
i nformati on was forthcom ng as to what was sought, when it was
sought or as to the results of the application.

In my judgnent in the face of this, the hearing officer

was placed in the position that M. Hobbs foreshadowed in the

12
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Li quid Force trade mark of an applicant who had not satisfied
the court that he was not in default. Therefore, the sole
question that arises is whether, despite that default, the
hearing officer should none the | ess have extended tine and
t he only possi bl e reason for doing that woul d be on the basis
of a public interest.

It is plain fromthe facts of this case that there is a
significant private dispute between the parties. There was
no materi al before the hearing officer suggesting that there
was in any way a public interest which woul d be underm ned if
an extension of tinme was not granted. | do not believe
therefore that she can be criticized for not having consi dered
the wider public interest expressly.

In all the circunstances | have not been satisfied that
her exercise of discretion was plainly wong and in these
circunstances | shall dism ss the appeal

Do you wi sh to make any application?

FOREMAN: | make an application for the costs in this matter
THORLEY: | thought you probably woul d.
M. HIl, do you have any objection to that?

MR HILL: No.

MR. THORLEY: |In accordance with the usual practice, the appeal

having failed, | shall nake an award of a fixed sumto the
applicant and in this case | shall nmake it in the sum of
£500. Is there anything further that arises? The hearing

of ficer ordered that the opponent shall be deened to have

13



N

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26

wi t hdrawn his opposition and | understand that that foll ows.

|s there anything further?

(No response)



