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THE PATENT OFFI CE
The Conference Room
Har nswort h House,
13-15 Bouverie Street,
London EC4Y 8DP.

Monday, 2nd Decenber 2002
Bef or e:

MR G HOBBS QC
(Sitting as the Appoi nted Person)

In the Matter of the Trade Marks Act 1994
- and-

In the Matter of Trade Mark No: 2053772 in the nane of
FI RST GROUP PLC

- and-

In the Matter of Application for Invalidity
thereto under Invalidity No: 11363 by NATI ONAL CAR RENTAL
SYSTEM | NC

Appeal of the Applicant fromthe decision of
M. D.W Landau, acting on behalf of the Registrar, dated
17th May 2002

(Transcript of the Shorthand Notes of Marten Wal sh Cherer Ltd.,
M dway House, 27/29 Cursitor Street, London EC4A 1LT.
Tel ephone No: 020-7405 5010. Fax No: 020-7405 5026.)

MR J. M TCHENER (of Messrs Field Fisher Waterhouse) appeared
as Agent on behal f of the Appellant/Applicant.

MR M KRAUSE (of Messrs Haseltine Lake Trade Marks) appeared
as Agent on behal f of the Respondent/Regi stered Proprietor.

DECI SI ON
(Approved by the Appoi nted Person)
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THE APPO NTED PERSON. The words EASTERN NATI ONAL were

registered with effect from24th January 1996 as a trade mark
for use in relation to “passenger transportation services
incorporating related travel arrangenment servi ces” in C ass
39.

They were regi stered under nunber 2053772 in the nane
of First Goup Plc ("the Respondent"). In accordance wth
the provisions of section 72 of the Trade Marks Act 1994, the
regi stration of the Respondent as the proprietor of the trade
mark is prima facie evidence of the validity of the origina
regi stration.

On 17th January 2000 National Car Registration Inc
("the Applicant") applied for a declaration of invalidity in
relation to registration 2053772. The application was nade
on various grounds. | need only nention that the validity of
the registration was chal |l enged under sections 5(2)(b) and
5(4)(a) of the 1994 Act.

So far as relevant for present purposes, the challenge
under section 5(2)(b) was based on the Applicant's earlier
regi stered trade mark nunber 2017578, consisting of the

followi ng word and devi ce:

X National

registered with effect from13th April 1995 for use in relation
to “autonobile rental and reservation services” in Cass 39
This earlier trade nmark registration also benefits fromthe
rebuttabl e presunption of validity prescribed by section 72 of

the 1994 Act.

2 XA\GH\EASTNATD



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

The chal | enge under section 5(4)(a) was based on the
contention that the word NATI ONAL was so closely identified
with the Applicant's autonobile rental and reservation
services that it was likely, in January 1996, that people in
the United Kingdom woul d be deceived or confused if the words
EASTERN NATI ONAL were used as an indication of trade origin
inrelation to "passenger transportation services
incorporating related travel arrangenment services"
unconnected with the Applicant.

The Respondent joined issue with the Applicant on
these objections in a Counterstatenment filed on 25th April
2000. The application for a declaration of invalidity cane
on for hearing before M. D.W Landau, acting on behalf of
the Registrar of Trade Marks, on 7th May 2002. In a witten
deci sion issued on 17th May 2002 M. Landau held that the
registration in question was not invalid on any of the
grounds all eged by the Applicant. He rejected the
application for a declaration of invalidity and ordered the
Applicant to pay the Respondent £635 as a contribution
towards its costs of the proceedi ngs.

On 14t h June 2002 the Applicant gave notice of appea
to an Appoi nted Person under section 76 of the Act contending
that its objections to validity under sections 5(2)(b) and
5(4) (a) should have been upheld and that the hearing officer

was wong to reject themon the grounds that he did. |
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propose to deal first with the appeal under section 5(4)(a).
The Applicant tendered three witness statenents with a
view to denonstrating that the word NATI ONAL had, at the
rel evant date, becone distinctive per se of the trade origin
of autonobile rental and reservation services for which it
was responsible by way of trade or business in the United
Ki ngdom These were the witness statenments of Jereny MIIs,
Ni gel Trotman and Nigel Tuffey. Their evidence was given in
the form of synchronised statements witten in what appear
to have been closely prescribed terms. Such statenents
invite scepticismof the kind expressed by Lord Esher MR in
Re Christiansen's TM [1885] 3 RPC 54 at 60:
"Now, to ny mind, when you have evi dence given upon
affidavit, and you find a dozen people, or twenty
people, all swearing to exactly the sane stereotyped
affidavit, if | amcalled upon to act upon their
evidence, it inmediately makes nme suspect that the
affidavits are then not their own views of things and
that they have adopted the view of sonebody who has
drawn the whole lot of the affidavits, and they adopt
that view as a whole and say '| think that affidavit
right' and they put their names to the bottom"
The hearing officer took the view that no real weight
could be given to the evidence of these three witnesses in

relation to the issues that he was required to determne. |
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think he was right to adopt that position

The nost that | can get fromthe evidence filed on
behal f of the Applicant is that there was, for a period of
approxi mately 20 years down to 1998, a coll aborative
rel ationshi p under which the autonobile rental and
reservation services provided by the Applicant in North
Anerica were pronoted in association w th EUROPCAR aut onobil e
rental and reservation services under the unbrella brand
| NTERRENT.

The Applicant’s Vice President of Franchi se Devel oprent,

Larry Soleta, refers in paragraph 6 of his wtness
statenment to use of the designation NATI ONAL al ongsi de the
EUROPCAR and | NTERRENT nanmes. He suggests that this comnbination
wi Il have educated the public to the affiliation between the two
conpani es and al so hel ped his conpany to maintain a high
degree of recognition in Europe as a distinct business. He
says that "As a result any person who becane famliar with
t he EUROPCAR mark al so becane aware of the NATI ONAL nark."

However, in paragraph 8 of her witness statenent Jane
Col ton, Chief Legal Counsel for ANC Rental Corporation
nmakes it clear that the Applicant does not suggest that by
nmeans of any of these activities in Europe it had acquired
“goodwi I 1" in the narrowest (by which | take her to nean legall y
specific) sense of the word in the designati on NATI ONAL.

| cannot see any basis in the evidence for concluding

that the Applicant's activities had rendered the word
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NATI ONAL di stinctive per se of any services actually

provi ded by the Applicant in the United Kingdom The word

is inherently apt to describe a class or category

of services of the kind provided by the Applicant. It fits
easily into the classification of such services as being

local, national or international. The evidence on file is not
sufficient, in ny view, to establish that the word NATI ONAL had
acquired a distinctive character through use in the United
Kingdomin relation to the Applicant's services prior to January
1996. Over and above that, there does not appear to ne to have
been any real likelihood that the Respondent's use of the

desi gnati on EASTERN NATI ONAL for "passenger transportation
services incorporating related travel arrangement services" woul d
cause deception or confusion as a result of any use previously
nmade of the designation NATIONAL in relation to the Applicant's
servi ces.

There is a basic difference, in terns of the need
fulfilled, between the services offered by the Applicant and
those of fered by the Respondent. In the one context the custoner
is going to be transporting himor herself and in the other
context the custoner is going to be transported by soneone el se.
| do not think that this difference would, of itself, be
sufficient to negate the risk of deception or confusion if words

or elements with a high degree of distinctive power and

simlarity were used to identify the trade origin of the riva
services to nenbers of the public in the United Kingdom However,

the present case is not a case of that kind. The ordinariness of

6 XA\GH\EASTNATD



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

the word NATI ONAL and the absence of evidence sufficient to
establish distinctiveness through use of it in the United Ki ngdom
lead ne to conclude that this is a case in which snall
di fferences shoul d be regarded as sufficient t o distinguish the
rival uses of the designations in question. In ny view, the
Applicant has not established that it was in a position to object
to use of the designation EASTERN NATIONAL in relation to the
services of interest to the Respondent on the ground that such
use would, in January 1996, have involved a likelihood of
m srepresentati on damagi ng to the goodw Il of a business
bel onging to the Applicant in the United Ki ngdom

I now turn to consider the appeal under section
5(2)(b). The question for consideration under this section is
whet her there are sinilarities, in ternms of the marks and
services in issue, that would have conbined to give rise to a
l'i keli hood of confusion if the earlier and |later marks had been
used concurrently in the United Kingdomin relation to services
of the kind for which they were respectively registered and
proposed to be registered in January 1996

I n paragraph 22 of its judgment in case C-39/97 Canon
K K v. Metro CGoldwn Mayer Inc. the European Court of

Justice enphasi sed that, even if the objection arises in a case

where a mark is identical to another with a highly distinctive
character, it is still necessary to adduce evidence of sinmlarity
bet ween the goods or services covered by the rival marks. |

shoul d observe at this juncture that no such evidence was adduced
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in the present case. The hearing officer was therefore left to
nmake up his nmind on the basis of comon general know edge and the
application of conmon sense to the materials that were in
evi dence before him

I n paragraphs 26 et seq of its judgnent in the Canon case,
t he European Court of Justice held that there can be no
i kelihood of confusion in the sense required by section 5(2)(b)
of the 1994 Act if it does not appear that the public could
bel i eve that the goods or services covered by the trade marks in
i ssue conme fromthe sanme undertaking or econonically |inked
undert aki ngs.

Wien, as in the present case, the marks in issue are not
identical, they need to be distinctively simlar in order to be
capabl e of inducing such a belief in the mnd of the average
consuner of the goods or services concerned.

Mar ks whi ch converge upon a particul ar node or el erent of
expression may or nmay not be found upon due consideration to be
distinctively simlar. The position varies according to the
propensity of the particular node or el enent of expression to be
perceived, in the context of the marks as a whole, as origin

specific (as for exanple in Wagamanma Ltd. v Gty Centre

Restaurants Plc [1995] F.S.R 713) or origin neutral (as for
exanple in The European Ltd. v. Econonist Newspapers Ltd [1998]
F.S.R 283). The relevant propensity may, on established
principles, be inherent or acquir ed through use. This |eaves room

for evidence denonstrating that the node or el enent of expression
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in question has an established significance which the average
consumer woul d ascribe to the marks in issue.

However, the requisite degree of disti nctiveness cannot be
denonstrated sinply by evidence of entries in the Register of
Trade Marks. Entries in the Register do not of thenselves affect
the way in which narks are perceived and renenber ed.

For the reasons | have given in relation to the appea
under section 5(4)(a), | consider that this is a case in which
the simlarities, such as they are, between the marks in issue
and the services in issue are not sufficient to give rise to the
required likelihood of confusion. The hearing offi cer seens to
have concluded in paragraph 56 of his decision that the rel evant
objection was liable to be rejected either for lack of simlarity
bet ween the services in issue or for lack of simlarity
between the marks in issue. In view of the established principle
that a | esser degree of sinmilarity between services may be offset
by a greater degree of simlarity between narks and vice versa
(see paragraph 17 of the Judgrment of the ECJ in Canon and
paragraph 19 of its judgnent on Case C-342/97 Lloyd Schuhfabrik

Meyer GtbH v Klijsen Handel BV) it is necessary to focus on the

net effect of the given simlarities and differences. | therefore
prefer to uphold his determnination under section 5(2)(b) on the
basi s that confusion does not appear to have been likely upon
assessnment of the net effect of the simlarities and differences
bet ween the nmarks and services in issue. In the circunstances,

t he appeal under section 5(2)(b) of the Act fails. For these
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reasons, shortly stated, the appeal will be dism ssed

For proceedi ngs; see separate transcript
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