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TRADE MARKSACT 1994

INTHE MATTER OF TRADE MARK REGISTRATION No. 1516333
IN THE NAME OF TRADELINK (LONDON) LIMITED

AND

INTHE MATTER OF AN APPLICATION FOR REVOCATION
THERETO UNDER No. 80806 BY EAST END FOODSPLC



TRADE MARKSACT 1994

IN THE MATTER OF Trade Mark Registration
No. 1516333 in the name of Tradelink (London) Limited

and

IN THE MATTER OF an Application for Revocation
thereto under No. 80806 by East End Foods Plc

BACKGROUND

1. On 26 April 2002, East End Foods Plc applied to revoke registration No. 1516333 standing
in the name of Traddlink (London) Limited. The regidration isin repect of the following trade
mark:

and isregigtered for the following specification of goods:

Saffron, spices, tea, papads, papadoms; all included in Class 30.



2. The gpplication for revocation is made under Section 46(1)(b) and is expressed as follows:

“...that, in the five years preceding 28 January 2002, trade mark has not been put to
genuine use in the United Kingdom, by the proprietor or with his consent, in relation to
the goods for which it is registered, and there are no proper reasons for non-use.

The gpplicants submit that no use whatsoever of the Trade Mark has been made in this
five year period, but dso submit, in the dternative, that no genuine use of the trade
mark has been made in relation to papads or papadoms, and there are no proper
reasons for non-use.

Under the provisions of Sections 46(1)(b) and 46(5) of the Trade Marks Act 1994, the
applicants request that the registration be revoked in its entirety, or, where some use is
shown by the proprietor, that the registration be revoked in part.”

3. On 12 August 2002, the registered proprietors filed a counterstatement in which they
responded to the allegations of non-use. In essence, the registered proprietors deny the
various grounds of revocation. The reevant satements from the counterstatement are as
follows

“Itisargued that use and such use being genuine, has been made since regigration of
our trade mark RUBY BRAND R as we have been trading for an uninterrupted period
gnce regigration in saffron and tea

Further, in answer to the gpplicants dlegation of non-usein their paragraph 2.E | put
forward the following proper reasons for non-use in respect of papadoms,

Our company previoudy traded in papadomsin 1994 under the brand name VENUS.
Due to having avast quantity of stock available, purchased under the brand name
VENUS, until 1996 we had no need to purchase further stocks.

In 1997 we decided to develop our RUBY BRAND R mark further by introducing a
new variety of rice papadomsin various flavours. It was a this time that the gpplicants
initiated their non-productive and ddiberately vexatious invdidity action. This caused us
to hat production of our new brand of papadoms under our mark RUBY BRAND R
for an uninterrupted period of two years and two months.

Further, in 1999/2000 our business was, with greet regret, hit by an illness of afamily
and company member who passed away at the age of 49 years. This again prevented
us from the development of our brand RUBY BRAND R papadoms and any further
product devel opment.



Finaly in the middle of 2001 our project recommenced to develop RUBY BRAND R
papadoms as in accordance with Section 46(3) Trade Marks Act 1994 and we have
now successfully launched our brand of papadoms on the open market.”

4, Both sides seek an award of costs. Both Sides filed evidence.

5. Nether sde took up the offer of an ord hearing athough both provided written submissons
inlieu of ahearing. Therefore, after acareful sudy of the papers and evidence | go on to make
my decison.

Registered proprietors evidence-Rule 31(2)

6. This congsts of a Witness Statement dated 22 July 2003, by Rgesh Doshi, a Director of
Traddink (London) Limited.

7. Mr Doshi refersto earlier proceedings in which East End Foods Plc sought a Declaration of
Invalidity in respect of the trade mark registration that is now the subject of these revocation
proceedings. He alleges that the gpplicants have ddiberately made unauthorised use of his
company’s trade mark in relation to papadoms. The remainder of his statement consists of
submissions supporting that his company has made genuine use of the trade mark, referring to
exhibit RD1, and in respect of papadoms, to say why his company has proper reasons for non-
use.

8. Exhibit RD1 consigts of a collection of correspondence, some of which falswithin the
relevant period and mention RUBY BRAND in relation to saffron and tea, athough none
showing the composite mark as registered. The exhibit dso includes an undated photograph of
packets of tea bearing the word RUBY placed below a star device containing the letter R, and
acopy of arenewa certificate issued in relation to the regigration that is the subject of these
proceedings.

9. Exhibit RD2 conssts of variousitems of trade mark documentation relating to the
registration, labels for RUBY BRAND tea, showing best before dates of September 2001,
March 1997 and December 1996, undated photographs and prints of packets of papads, and
aso papadoms, which athough showing the mark in the form as registered, cannot be dated as
originating within the relevant period. Exhibit RD 3 conssts of invoices rdating to the fees for
professional services.

Applicants evidence-Rule 31(4)
10. This consigts of a Witness Statement dated 8 January 2003, by Matthew Nigel Shaw, a

partner in the firm of Forrester Ketley & Co, the applicants’ representatives in these
proceedings.



11. Mr Shaw refers to an exchange of correspondence between the respective parties lega
advisors, gating that the registered proprietors’ responses suggested that there had not been
use of the mark on the full range of goods for which it is registered, and specificdly, in relation
to papadoms. He saysthat an investigation into the registered proprietors use was conducted,
the results of which are shown as exhibit MNSL, the results of an earlier investigation
undertaken in April 1999 being shown as exhibit MNS2. Both reports confirm that the sources
checked did not confirm that the RUBY BRAND R device wasin use in the United Kingdom.

Registered proprietors evidence- Rule 31(6)
12. This conggts of afurther Witness Statement dated 8 April 2003, from Rgesh Doshi

13. Mr Doshi states that the goods sold under the RUBY BRAND mark are not advertised,
nor are they registered with any databases or umbrella organisations. At exhibit A he ataches
aligt of cusomers where his company sdisits RUBY BRAND products. Under the provisons
of Rule 51 of the Trade Mark Rules 2000, the contents of the list are to be kept confidentid,
but insofar as it does not provide any detalls relating to the goods sold, the date from which
trade commenced, or evidence showing the mark under which the goods are sold, it has no
evidentid vaue.

That concludes my review of the evidence insofar asit is relevant to these proceedings.
Decision

14. The statutory provisons of Section 46 under which this application has been made are as
follows.

“46.-(1) The regidtration of atrade mark may be revoked on any of the following
Grounds-

(8 that within the period of five years following the date of completion of the
registration procedure it has not been put to genuine use in the United
Kingdom, by the proprietor or with his consent, in relation to the goods or
sarvices for which it isregistered, and there are no proper reasons for non-use;

(b) that such use has been suspended for an uninterrupted period of five years,
and there are no proper reasons for non-use;

(¢) that, in consequence of acts or inactivity of the proprietor, it has become the
common name in the trade for a product or service for which it isregistered;



(d) that in consequence of the use made of it by the proprietor or with his
consent in relation to the goods or services for which it isregistered, it isligble
to midead the public, particularly asto the nature, quality or geographica origin
of those goods or services.

(2) For the purposes of subsection (1) use of atrade mark includes usein aform
differing in dements which do not dter the didtinctive character of the mark in the form
in which it was regigtered, and use in the United Kingdom includes affixing the trade
mark to goods or to the packaging of goods in the United Kingdom solely for export
purposes.

(3) Theregidration of atrade mark shall not be revoked on the ground mentioned in
subsection (1)(a) or (b) if such use asisreferred to in that paragraph is commenced or
resumed after the expiry of the five year period and before the application for
revocation is made:

Provided that, any such commencement or resumption of use after the expiry of the five
year period but within the period of three months before the making of the application
shdl be disregarded unless preparations for the commencement or resumption began
before the proprietor became aware that the application might be made.

(4) An application for revocation may be made by any person, and may be made either
to the registrar or to the court, except that-

(8 if proceedings concerning the trade mark in question are pending in the
court, the gpplication must be made to the court; and

(b) if inany case the application is made to the regidtrar, he may at any stage of
the proceedings refer to the gpplication to the court.

(5) Where grounds for revocation exist in respect of only some of the goods or services
for which the trade mark is registered, revocation shal relate to those goods or services
only.

(6) Where the regidtration of atrade mark is revoked to any extent, the rights of the
proprietor shal be deemed to have ceased to that extent as from-

(a) the date of the application for revocation, or

(b) if the regigtrar or court is satisfied that the grounds for revocation existed at
an earlier date, that date."

15. Section 100 is also relevant. It reads:



"100.- If in any civil proceedings under this Act a question arises as to the use to which
aregistered trade mark has been put, it is for the proprietor to show what use has been
made of it."

16. The gpplicants attack has two strands, namely, that there has been no digible use of the
mark in respect of any of the goods for which it registered, or, in the dternative, if there has
been use it does not cover pgpadoms. The registered proprietors defence is likewise on two
fronts, stating that there has been use of the mark in respect of saffron and tea, and that there
are proper reasons for non-use in respect of papadoms.

17. Thefirst question is whether there has been any use of the mark as registered, or taking on
board the provisons of subsection 2 of Section 46, “...use in aform differing in dements which
do not dter the distinctive character of the mark in the form in which it was registered.”

18. The gpplicants for revocation contend that there has been no use of the mark in the five
year period preceding 28 January 2002. Although they do not say S0, this date gppears to
have been derived from the filing date of the application for revocation, that is 26 April 2002,
taking into account the proviso to subsection 3 of Section 46, which states that “..the period of
three months before the making of the application shdl be disregarded unless preparations for
the commencement or resumption began before the proprietor became aware that the
goplication might be made’. Asl seeit, the five year period isthe five years that immediately
precede 26 April 2002, the date on which the application is made. Subsection 3 does not
move that dete back thee months, it discounts use that commenced or recommenced in the
three months immediately preceding the date on which the application was made, that is,
between 26 January and 26 April 2002. That is, unless preparations for such use werein train
prior to the three month period.

19. Thereis evidence showing use of the words RUBY BRAND in relation to saffron and tea
that fals within the rdlevant five year period (and outsde of the three month excluson), but this
isin the form of these words done. Thereis evidence that shows use of a composite mark, but
none that can be dated and cannot be taken as establishing use with the relevant period. So the
question is whether use of the words RUBY BRAND condtitutes “...usein aform differing in
elements which do not ater the digtinctive character of the mark in the form in which it was
registered.”

20. Theissue of use of atrade mark in aform other than which it has been registered has

been dedt with in severd cases, including the R v Bud and Budweiser Budbrau Trade Marks
[2002] RPC 38 and the Elle trade mark [1997] FSR 529. In the Bud case, Mr Simon Thorley
QC, dtting as a deputy judge of the High Court held:

“In my judgment thisis indicative that the subsection is of narrow scope. Alterations
which would be immaterid for the purpose of infringement, in thet the dleged infringing
mark was confusingly similar to the registered mark, are irrdlevant. It is thus necessary



for any tribuna seeking to gpply section 46(2) to determine what is the distinctive
character of the mark and which are the dements that, in combination, contribute to that
digtinctive character. Theregfter it must enquire whether any dteration to any of those
edementsis of sufficient immateriadity as not to dter that overal didtinctive character. In
thisway the objective of the Directive will be met. In the light of the 8" recitd, it cannot
be the intention to clutter up the register with anumber of marks which differ from each
other in very minor respects because the proprietor of an earlier mark has subsequently
seen fit to change that mark only in some minor way which nonetheless preservesits
digtinctive character. There should be no need to reapply for afurther mark in those
circumstances. On the other hand, where a proprietor wishesto dter hismark or
believes that his mark has become sufficiently distinctive in a different form to be
regigrablein that form, it isright that he should regigter it in that form and dlow the
former unused regidtration to lgpse.”

21. Thewords RUBY BRAND are clearly asgnificant and important element in the mark as
registered, and it is by these words that the mark islikely to be known, and referred to by
consumers. But it is plainly obvious that when the words RUBY BRAND are removed from
the mark, what remainsis, as put by Mr Justice Lloyd in the ELLE trade mark case “..at least
as much what makes the mark digtinctive..”. The remaining dement, the “sun” deviceissuch a
sgnificant diginctive dement in its own right that | do not consider use of the words RUBY
BRAND on its own comes anywhere near to establishing a defence under Section 46(2). As
matters stand, | find there to be no evidence of any use of the mark, in a qudifying form, within
the relevant period.

22. Thisthen brings me to the question of whether there are, asthe registered proprietors
contend, “ proper reasons for non-use” of the mark. It should, however, be borne in mind, that
this defence is advanced only in respect of papadoms. | have said earlier that Section 100 of
the Act places the onus for proving use on the proprietor. Having conceded that they have not
used the trade mark but that there are proper reasons for non use, the onusin my view stays
with the proprietor to establish this.

23. In the Invermont trade mark case [1997] RPC 130, the Regidtrar's Hearing Officer
consdered the meaning of the words * proper reasons for non use’, and drawing a digtinction
between the wording of Section 26(3) of the Trade Marks Act 1938 and the provisions of
Section 46(1)(a) of the 1994 Trade Marks Act said:

“Moreover, the word “proper” appears, rather than the dightly more restrictive word
“gpecid”. The reasons do not have to be specid, it seems merely “proper”. Ascan be
seen in any English dictionary, “proper” isaword with many meanings. But bearing in
mind the need to judge these things in a business sense, and dso bearing in mind the
emphasswhich is, and has aways been placed on the requirements to use a trade mark
or loseit, | think the word proper in the context of Section 46 means.-* apt, acceptable,
reasonable, judtifiablein adl the circumstances



..... He describes difficulties which by his own admisson are normd in the industry
concerned and in the rlevant market place. 1 do not think that the term “ proper” was
intended to cover normd Stuations or routine difficulties. | think it much more likdy
that it isintended to cover abnorma Stuationsin the industry or market, or evenin
perhaps some temporary but serious disruption affecting the registered proprietor's
business. Normal delays occasioned by some unavoidable regulatory requirement,
such as the gpprova of amedicine might be acceptable but not, | think, the normal
delays found in the marketing function. These are matters within the busnessman's own
control and | think he should plan accordingly....”.

24. The Hearing Officer concluded that distinct from the decison in James Crean & Sons
[1921] 38 RPC 155, the wording of Section 46 of the 1994 Trade Marks Act did not restrict
the circumstances to those affecting the trade as awhole, and that disruptive Stuations affecting
the registered proprietor’ s business done could be proper reasons within the meaning of this
section of the Act. In the Bali trade mark case [1966] RPC 387 at 406, Ungoed-Thomas J
gave further congderation to the matter of “ gpecid circumstances’ saying:

“A trade mark isa commercid asset intended to be used commercidly by businessmen,
and "specid circumstances' have to be understood and gpplied in a business sense’.

25. The Hearing Officer in Invermont adopted a smilar gpproach saying “..bearing in mind the
need to judge these things in abusiness sense..”

26. The registered proprietors give a series of reasons as to why they had not put the mark into
use. They say that in 1994 their company was trading in papadoms under the brand name
VENUS, but having avast quantity of stock, had no need to purchase further stocks until 1996.
The inference seemsto be that they had dl these papadoms bearing the brand name VENUS
and saw no reason to sdll the same item under another name. Thismay seemto bea
commercidly sensble decison, but does not, in my view, congtitute a proper reason for non-
use of the trade mark.

27. They dso say that in 1997 “we decided to develop our RUBY BRAND R mark further by
introducing a new variety of rice pgpadoms in various flavours. It was a thistime that the
goplicants initiated their non-productive and deliberately vexatious invdidity action. This caused
usto hat production of our new brand of papadoms under our mark RUBY BRAND R for an
uninterrupted period of two years and two months.” There is no evidence that the registered
proprietors had made any plans or efforts to put the RUBY BRAND mark into use in respect
of pgpadoms. Even though the regigtration was subject to invdidity action, they owned the
mark on the register and | do not see why the attack on that registration should baulk or thwart
any plansto do so.

28. They go on to say that “ Further, in 1999/2000 our business was, with great regret, hit by an
illness of afamily and company member who passed away a the age of 49 years. Thisagain



prevented us from the development of our brand RUBY BRAND R papadoms and any further
product development.” Whilst | do not doubt that this regrettable event took place, thereis
nothing to say why it prevented the business proceeding with its plans to market RUBY

BRAND papadoms.

29. They say that in the middle of 2001 “our project recommenced to develop RUBY BRAND
R papadoms...we have now successfully launched our brand of papadoms on the open
market.”. Thereis no evidence to support thisclaim, & least not in respect of the date given, or
that clearly falswithin the rlevant period.

30. For the reasons set out above | find that the registered proprietors have not discharged the
onus placed upon them in establishing that there are proper reasons for non use of the trade
mark. Section 100 clearly places the onus on the registered proprietor and as the Hearing
Officer in Invermont said, “..the emphasiswhich is, and has dways been placed on the
requirements to use atrade mark or loseit.”. Consequently, the gpplication for revocation
under section 46(1) succeeds.

31. The gpplication for revocation on the grounds of non-use for the reasons given above
succeeds. The gpplicant is entitled to an award of costs. | order the registered proprietor to pay
to the applicant the sum of £1,500. This sum to be paid within seven days of the expiry of the
gpped period or within seven days of the find determination of this caseif any gpped agangt
thisdecison is unsuccesstul.

Dated this 12™ day of February 2004

Mike Foley
for the Registrar
the Comptroller-General



