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Introduction

UK patent application no GB 9901474.8 (the Apriority gpplicationi) wasfiled on 23 January
1999 naming Michael Wayne Crabtree and Raph Barclay Ross as co-gpplicants and co-
inventors. Internationa patent application no PCT/GB 00/00176 (theAjoint PCT{ application)
wasfiled on 24 January 2000, claiming priority from GB 9901474.8, naming Mr Crabtree and
Mr Ross and co-agpplicants and co-inventors and published as WO 00/43295. It entered the
nationa phasein the UK as GB 0118088.4 (theAjoint UK @ gpplication) and was subsequently
granted as GB 2363373 B; and aso, it appears, in the USA as 09/889334 where it is ill

pending.

GB 2363373 B names Mr Ross as the sole proprietor and Mr Crabtree and Mr Ross as co-
inventors. This arises because, on filing the joint PCT application, Mr Crabtree and Mr Ross
were named as co-applicants for al designated states, but a correction was made at the
ingtigation of Mr Rossin the internationa phase to name Mr Crabtree as the sole gpplicant for



the US only and Mr Ross as sole gpplicant for dl other sates. Mr Ross saysthat hethought this
reflected their joint intentions but Mr Crabtree disputesthis. This correction was accepted by
the UK Office when the PCT application entered the nationd phase and had the effect of

deleting Mr Crabtree as co-gpplicant dthough he remains co-inventor.

On 1 July 2002, Mr Crabtree filed the present reference through his patent agents, R G C
Jenkins & Co. Mr Rossfiled a Counterstatement on 30 August 2002 through his patent agents
Cruikshank & Fairwesther. Thereafter the case proceeded through the usua evidence rounds.
Amendmentswere also made to the parties satements of caseto addressissuessurrounding the
filing of thejoint PCT application, to takeinto account the grant of thejoint UK gpplication and
to update the position on variousforeign gpplicationsderived fromthejoint PCT. A prdiminary

issue concerning the prevision of security for costsby Mr Crabtreein view of hisdomicileinthe
US having been resolved, the matter came before me at a hearing on 24 and 25 February 2004
at which Mr David Musker of R G C Jenkins & Co acted as agent for the clamant and Mr
Richard Davisinstructed by the patent agents Cruikshank & Fairwegather gppeared as counsdl

for the defendant. The amended versions of the pleadings before me at the hearing were the
statement filed on 13 February 2004 and the counter-statement filed on 20 March 2003. Both
sdes provided me with skeleton arguments before the hearing.

Reference had originaly been made under section 8 in respect of GB 0118088.4, but by virtue
of section 9, it was treated as though it had been made under section 37 following the grant of
patent GB 2363373 B. It was agreed at the hearing that the reference should remain under
section 8 in respect of GB 9901474.8.

A complicating factor in these proceedings is that because of the falling out between Mr

Crabtree and Mr Ross, Mr Crabtree hasfiled a series of patent applicationsfor theinventionin
hissole name. Thereault isthat two patent Afamilies) exigt - which | shall refer to astheAJoint()

and theACrabtreel applications and patents- that cover very smilar ground dthough the claims
arenctidentica. The Crabtreefamily comprisesaUnited States gpplication filed on 12 January

2000 and since granted as US 6182837 B1; international application no PCT/US00/00887 filed
on 13 January 2000 claiming priority from the US application and from GB 9901474.8, and
published as WO 00/43235; and the gpplications derived therefrom. These gppear to belimited
to UK application no GB 0118036.3 now granted as GB 2361909 B and a pending Singapore
goplication. Whether these gpplications and patents should be in issue is a matter of dispute
between the parties, but it does not appear to have been raised in the preiminary stages of the
proceedings.

Theinvention

It will be hepful at this stage to outline the main features of theinvention. It relatesto gpparatus
for handling dongate objects, especidly drill pipeand downholetubularsfor drilling boreholesat
an offshore location, which usesApacking members) ie spacers mounted in aframeto sandwich
and condrain the pipes agang movement. As explained in the joint applications, frames for
storing and transporting pipes are known in which spacers are profiled to co-operate with
tubular lengths of a particular diameter, but this does not alow a variety of diameters to be
accommodated without retaining an extensveinventory of spacers. Thisisexpengvein offshore



operations, where differing pipe diameters are routindy encountered, and the chegper but less
safe option of bundling pipes with wire rope dings has therefore been commonly used.

7 Typicdly, the frame comprises a pair of uprights mounted on a base and packing members
extending between the uprights at any convenient height or spacing depending on pipe diameter.
The packing member comprises elastomer bonded to a rigid interior element that resists
deflection or bending pardle to cargo pipelength. The dastomer exterior surface profile enables
this packing member surface to localy deform a points of contact with cargo pipe and thus
handle arange of cargo pipediameters.  The frame aso includes some method of compressing
thetop packing member downward toward the base beam to engage the pipes and some means
of maintaining the relative horizonta distance between upright pars. The function of the
elastomer is explained as follows in the statement a paragraphs 3.6.6 - 3.6.8:

A3.6.6 The exterior portion of each packing element has one or more physical adaptations that
generate a restraining force in response to the movement, over the packing member, of an
elongated object. This movement can be due, for example to the pitching of the deck of avessel
on rough seas. Theforcethat isgenerated by the packing member opposes motion of the object
and advantageously increases in magnitude as the object starts moving across the packing
member. Thisincreasing force rapidly overcomes the force urging the elongate object to motion,
thereby stopping the object.

3.6.7 Intheillustrative embodiments the physical adaptation of exterior portion that generates
therestraining forceisitsprofile. In particular, the surface profileresultsin aregionally-variable
compression of the resilient exterior portion as an object moves over it. In response to the
regiondly-variable compression, the resilient exterior portion exerts a force against the
constrained (but moving) object.

3.6.8 Intheillugtrative embodiments, the regionally-variable, compression-causing configuration
comprises a Anon-uniform object-receiving surfacel. In the context of the application, Anon-
uniform object-receiving surface) means a surface profile that is characterised by one or more
featuresthat, collectively, disrupt the uniformity of the contact surface of the packing member.@

8 A variety of profiles are described and claimed in the various gpplications and patents. see for
example the following daims of the joint PCT gpplication:

Al. Apparatusfor packaging elongate members, the apparatus comprising; aframe comprising a
base and side members; at least one packing member having a deformable portion for engaging
elongate embers to be handled; and means for retaining the packing member in contact with the
elongate members.

19. The apparatus of any of the preceding claims, wherein the packing member comprises a
rigid section.

20. The apparatus of claim 19, wherein the packing member comprises arigid centre section.

21. The apparatus of claim 19 or 20, wherein one or more deformable elements is fixed to the
rigid section.

22. The apparatus of claim 21, wherein the deformable element isin the form of an elastomeric
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jacket.

23. The apparatus of claim 22, wherein the elastomer jacket defines vertical profiles on either
side of the rigid section shaped to facilitate elastomer displacement with increasing vertical
compression.

24. The apparatus of claim 23, wherein the elastomer jacket defines displaceable lobes, upper
and lower lobes on each side of the jacket being vertically movable.

25. The apparatus of claim 24, wherein the elastomer jacket defines side lobes and a centra
section, with one or more channels between the central section and the side lobes.

26. The apparatus of any of claims 22 to 25 wherein the elastomer jacket defines angular edges
that are adapted to exert increasing compressive resistance to elongate member lateral motion
with increasing applied vertical force.(

(Theclamsof the patent as granted from the joint UK application are of more restricted scope.
Clam 1 reads.

Al. Apparatusfor packaging elongate members, the apparatus comprising: aframe comprising a
base and side members, at least one packing member adapted to extend between the side
members of the frame and engageabl e with the frame, the packing member having arigid centre
section with a deformable portion in the form of an elastomer jacket fixed thereto for engaging an
exterior surface of elongate members to be handled; and means for retaining the packing member
in contact with the elongate members, wherein the elastomer jacket defines vertical profiles on
either side of the centre section shaped to facilitate elastomer displacement with increasing
vertical compression.()

The pleaded case

On the pleadings Mr Crabtreess case is that he is the sole inventor and owner of Athe subject
matter claimed in the patent gpplicationsi(paragraph 3.6.1 of the statement), athough paragraph
2 of hisown evidence in reply states AThe inventive concept of the pipe handling product isits
ability to accommodate pipes of various diameters, whereby the pipes are held by cross-
members with an eastomer coating stabilizing the pipesin their pogtion.; Mr Ross caseisthat
he and Mr Crabtree are joint inventors and owners, and paragraph 9 of his counter-statement
says that he was of the opinion that apipe lifting frame including dat-like spacers and threaded
tension rodswas aready known, and that he did not consider Mr Crabtreessinitia proposasto
be digtinct in the market place. He proceeds on the basis (see paragraph 49 of the counter-
statement) that he and Mr CrabtreeAjointly co-operated in the devel opment of theinvertionfrom
an initia incomplete concept provided by Mr Crabtree to afina workable formi.

The counter-statement does not offer any clear view as to what precisdly Mr Crabtree might
have invented, but Mr Davis said a the hearing thet his primary argument was that thiswas dl
about theAprafileinventior) and that was ajoint conception between Mr Crabtree and Mr Ross.
Ashe gated in his cdlosing speech, in rdation to the priority gpplication

AMost of the drawings came from Mr Ross, but at least there was one drawing, thefigure 12 ...
that probably came from Mr Ross but it wasinsisted that it went in for Mr Crabtree. So | would
submit that the priority application is quite clear. Thisis a collaborative effortf.



11

12

13

14

15

The statements gppear to proceed on the basisthat thereisasingleinventive concept (itisaways
mentioned in the sngular), but thiswasthrown into some doubt by theway in which Mr Musker
argued his case a the hearing, identifying anumber of distinct inventive concepts and seeking to
establish who invented each. | refer to this matter later in the decision.

It is however common ground thet, irrespective of whether it would work or whether Mr
Crabtree had reduced, or could reduce, it to practice, he had cometo Mr Rosswiththeideaof a
combination of frame and e astomer- coated packing members, with the elastomer jacketsbeing
of sguare or circular cross-section. It is gpparent that the dispute, as pleaded, really centres
around what took place between Mr Crabtree and Mr Ross &fter that in relation to the
development of surface profiles and the manufacture of the frames.

Arguments advanced at the hearing

The inventive concepts of the applications and patents

Notwithstanding the statements and evidence apparently proceeding on the basisthat therewasa
sgngle invention or inventive concept, Mr Musker sought in his skeleton argument to bresk the
clams of the gpplications and patents into a number of inventive concepts and identify who
devised inthe gpplications and patents and who devised each one. Insupport of thisMr Musker
took meto anumber of authoritiesin which theissue of inventorship arose. To some extent this
approach would appear to have been prompted by the recent reporting of Markem
Corporation v Zipher Limited (No 1) [2004] RPC 10 setting out anumber of principles for
determining entitlement and inventorship

Mr Davis objected that Mr Musker=s gpproach broadened the scope of the pleadingsand since
it was an issue on which both sides must adduce evidence then it could not beraised &t thislate
gdage. Ashepuit it, the pleaded case was that the invention was the shape of the profile, and if
Mr Musker=s case now wasthat Mr Crabtree was entitled to the entire patent even though only
theAnarrow concept (presumably the profileinvertion) was patentable, then Mr Davisshould be
entitled to put in evidence asto lack of reduction to practice by Mr Crabtree. Whilstit seemed
to methat there might be someforcein Mr Davis: point about the proceedings being broadened,
nevertheless | took the view that the matter was not so clear cut as to warrant adjourning the
proceedings (which would have put the parties to the consderable expense of a re-convened
hearing at a later date), and that 1 should dlow Mr Musker some leeway to argue his case,
paticulaly inthelight of Markem v Zipher, but of course taking care not to decide any points
on which the parties had not both had an adequate opportunity to submit arguments and adduce
evidence. | will return later in this decison to the authorities cited by Mr Musker.

Mr Davishdpfully madetwo concessions, first, that he was prepared to accept that Mr Crabtree
conceived theideaof the frame/packing member combination before he met Mr Ross (but hedid
not concede that Mr Crabtree could get it towork) and, second, that if | found that the only thing
that Mr Ross invented was the forklift pocket, then Mr Ross had no rights in any of the
goplications.
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The Crabtree applications and patents

| have mentioned the existence of the separate ACrabtreef family of inventions. The reference
and gpplication are not formally made on Form 2/77 in respect of these gpplications, but the
defendant in his counter-statement sought, in the event that both parties were found to bejoint
inventors and/or joint owners of the invention, either appropriate amendment of the Crabtree
goplications or an order dlowing the defendant to exploit theinvention. Inview of the uncertainty
as to whether the Crabtree applications formed part of the reference and application, at the
hearing | sought the views of the parties asto whether | could give rdlief in respect of them. Mr
Musker contended that the defendant ought to have filed Form 2/77 if he wished to chdlenge
entitlement and inventorship in respect of the Crabtree gpplications. Mr Davisonthe other hand
thought the patents were effectively in issue, and suggested in the light of the decison of the
comptroller in Hartington Conway Ltds Patent Applications [2004] RPC 6 that | could
samply treat thisasan irregularity and correct it under rule 100 of the Patents Rules 1995 without
requiring a further Form 2/77.

| think that Hartington Conway differsfrom the Stuation before meinthat the partiestherewere
in agreement that the omission made no real difference to the outcome and it was rather an
inadvertent oversight that could smply be corrected. Here there is no meeting of minds asto
what is in issue, and in any case the dams in the Crabtree family on the face of it differ
consderably from thosein thejoint family, and may embrace congtructionswhich thejoint family
exclude. | do not therefore consider the Crabtree family to be within the scope of the present
reference and gpplication.

Neverthdess, | do not think that it would be sensble to go as far as Mr Musker suggested,
because manifestly any finding that | makein respect of thejoint family islikely to haverelevance
to the Crabtreefamily. The partiesin fact agreed at the hearing that the way forward might well
be for meto make afinding on inventorship and then invite submissons asto theform of orderto
be made, as this might enable the parties to come to some agreement between themselves as
regards the overlapping families of patents and patent gpplications. | agree, and will proceed
accordingly.

Estoppel

Mr Davisthought thet if evenif | wereto find in favour of Mr Crabtree, he was estopped from
claming sole inventorship and ownership. | ded with this below.

Evidence

The evidence filed on behdf of Mr Crabtree comprises awitness statement from Mr Crabtree
himsdf with along series of supporting exhibitswhich illustrate the development of the invention
andthe collaboration with Mr Ross; awitness statement from Mr Wayne Breyer, Mr Crabtrees
US patent attorney; and afurther witness statement from Mr Crabtreein reply to the defendant=s
evidence.

| o note that the statement of case as origindly filed (although not later amended versions) is
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accompanied by a Statement of Truth signed by Mr Crabtree, and the question arose at the
hearing whether this statement therefore congtituted evidence. | noted that thisdid not appear to
be a settled matter, and drew the attention of the parties to the Patent Officessview asgtated in
the Patent Hearings Manua at paragraph 3.69:

ABecause our rules require evidence to be by statutory declaration, witness statement or
affidavit, it is doubtful whether a verified statement of case can be used as evidence in
proceedings before the comptroller{.

Accordingly | do not propose to treat this statement as evidence, but | will neverthelesstakeits
contents a face vaue, insofar asthey are not superceded by later amendments or by what has
actualy been filed as evidence.

Evidence filed on behaf of Mr Rass comprises awitness satement from Mr Ross himsalf with
supporting exhibits.

Mr Crabtree and Mr Ross were each cross-examined on their witness stiatements, and thusthe
resolution of the dispute depended to alarge measure on how their different versons of events
stood up under cross-examindion. Before deding with this, it will be hdpful to explain a some
length the events leading up to the present proceedings, to pinpoint where the differenceslie.

History

As appears from the pleadings and the evidence, and from chronologies helpfully submitted by
Mr Davisand Mr Musker for which | am grateful, whilst thereis considerable disagreement over
many of the detalls, thereis broad agreement about the main sequence of events. Mr Crabtree, a
US ditizen trading under the name CargoMax, was employed in the offshore ail drilling industry
asamaterid control supervisor by Diamond Offshore Drilling, a US company, and had been
relocated to Aberdeenin June 1996. He saysthat having witnessed the difficultiesinthe handling
of pipeswhich are mentioned above, he had been working on his own account on an improved
pipe frame since 1995, and that by the end of January 1998 he had come up with the design
described above.

Asis clear from the exhibits to his witness statement, by July 1998 Mr Crabtreess design had
been certified for offshore use by Det Norske Veritas, who had given him a price for Atype
approval@, and he had provided loading calculations for the frame to amechanica engineer, Mr
Danny Snanikone of Rig Engineering in Aberdeen. He saysthat dl he now needed was advice
on what elastomer to use for the packing member.

Mr Ross is the managing director of R B Ross Sted Fabrications Ltd (AR B Rossl), afirm of
generd fabricatorsin Aberdeen employing 20 or so people. Although he had not previoudy met
Mr Ross, Mr Crabtree says that he was aware that one of R B Ross products was a Amud
bucket), a device used to prevent spillage of oil wdl drilling fluids as drill pipeisremoved from
the well. He therefore expected that Mr Ross: experience with the elastomeric selsused in
these products would be helpful with the sdection of materids for the packing membersin the
pipelift frame. Mr Crabtreesaid hetold Mr Rossthat he had invented anew type of pipeframe
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that, unlike other products the market, could be used with a range of cargo pipe diameters
indead of only asinglediameter, that he needed helpin selecting asuitable lastomer, and that he
was interested in a possible agreement under which R B Ross would fabricate the product. To
show he was serious, Mr Crabtree faxed Mr Ross the anticipated |oad capacities for the new
pipe frame (Exhibit 26 to hiswitness statement). Mr Crabtree says that he then met Mr Ross at
his company on 2 October 1998.

What happened at that meetingisdisputed. Mr Crabtreesverson of eventsisthat Mr Rosswas
interested in working with him and suggested that they should talk to Mr Bob Spark of Rubber &
Plagtics Industries (who madethe sedsfor R B Ross mud buckets) for advice on the el astomer.

Mr Spark said that he could not help Mr Crabtree without a better understanding of how the
elastomer was to be used. Mr Crabtree says he hesitated, as neither man had signed a non
disclosure agreement, but decided to trust them. Hethen described the packing member and the
need for achemicaly resstant outer surface to deform to the diameter of pipein contact withiit.
He a so described how the internd member was to be rigid, with a bonded or extruded outer
covering and was placed in vertical channels to accommaodate the pipes. Mr Spark stated that
his company had had good success with urethane compounds for mud bucket seds. Mr Ross
asked what surface profiles Mr Crabtree had examined and he told Mr Ross that he had
consdered round andflat ones. Mr Rossthen stated that, in hisexperience with the Mud Bucket
sedls, Aedgesi provided a better Abited on the pipe. Mr Crabtree saysthat hedid not go back to
Mr Ross factory, but left it that he would contact Mr Ross and went home.

Mr Rosss verson of the meeting differsin anumber of respects. When Mr Crabtree explained
hisideasin moredetail, Mr Ross says he became concerned over the viability of certain aspects,
particularly the use of square-section hollow bars coated with dastomer whichMr Crabtreewas
proposing. Based on his experience with sted design and manufacture and on the use of

edagtomersin the ail industry, Mr Ross says he believed that there would be difficulties in use.
Firdly, eastomer dong a long flat vertica section of a bar would be ligble to Acleavel when
subject to acompressive force dong the section: that is, a section of the eastomer would pedl

away from the underlying bar. Secondly, he did not believe that a planar layer of elastomer
would provide sufficient Abitell againgt apipe section to securethe pipe section safdy. Inthelight
of that experience, Mr Ross says heidentified that theAbitel) of the e astomer would beimproved
by providing an angled or profiled section of elastomer for contact with the pipe, such that
horizonta force on the pipeisnot smply opposed by friction with aplanar el astomer surface. He
also knew that aprofiled section could be used as aAmud scraper(l to remove contaminantsfrom
a drill pipe section such as mud and oil which would otherwise reduce friction. He dso

congdered that the problem of Adeavel could be avoided by reducing the height profile of the
bars, that is, by using flattened solid bars rather than square-section hollow tubing. After talking
to Mr Spark, Mr Ross says that he and Mr Crabtree then returned to his premises where Mr
Rossdrew abrief sketchtoillustrate the concepts of flattened barsand profile dastomer. Thisis
denied by Mr Crabtree.

Mr Crabtree saysthat Mr Ross's comment on the packing member eastomer surface profileAlit
up thelightd. Hesaysheasaresult of thishe drew arevised packing member surface profileon
4 October and sent the sketch to Mr Rosson 7 October, and that hisdesign wasthen essentially
complete, including a more effective packing member than in previous sketches. (The sketch
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congtitutes Exhibit 27 to Mr Crabtreesswitness statement, and a o correspondsto Figures 7 and
8 of the Crabtree family of gpplications.) In contrast, Mr Ross asserts that the revised sketch
incorporated his suggestion of the profiled elastomer dthough it till retained the square section
beam. Mr Ross says that he did not consider these sketches would be practica and that the
layer of dastomer shown was too thin to work satisfactorily. He considered that further
development would be necessary before afunctional pipe-handling product could be produced
and heworked on designing appropriate profiles over the period subsequent to the initid meding

He did not believe this would be a controversd step to take and asserts that Mr Crabtree
solicited his skillsin the design and fabrication of the cross members.

Therewerefurther meetings between Mr Crabtree and Mr Ross at which Mr Crabtree provided
further details about his designs and a partnership agreement was discussed. Mr Crabtree says
he did not have the resources to set up as a manufacturer. He therefore proposed a roydty
agreement that would enable Mr Raoss to develop the market, but Mr Ross did not think this
would be practica sncehewasonly interested in certain geographica areas and wanted each of
them to be restricted to hisown sdlling area. Mr Crabtree says he could only accept this subject
to specific conditions for joint design control and branding to ensure product uniformity and
brand recognition. Otherwise, Mr Ross could change the design and customerswould beforced
to buy replacement components from Mr Ross.

However, Mr Ross says that he proposed forma divison because Mr Crabtree was primarily
interested in producing the pipe frame for the US market while he was more interested in the
European market because of his existing business contacts and manufacturing capability. Mr
Ross says that at that time discussions were based on a joint ownership of the intellectua
property in theframe, and he had no reason to believe that thiswas acontroversid issuefor Mr
Crabtree.

Over November and December 1998, Mr Ross says that he began preparation of a prototype
frame and made anumber of modificationsto Mr Crabtreessconcept, including hisownwork on
elastomer profiles and bar shapes, and various frame features including a Acloverleafl opening
through the bars, aAhammerheadi end profilefor the cross membersto allow them to belocked
into a C- section upright member, and an adaptation to enablethe frameto be movable by fork lift
truck.

At the beginning of December, Mr Ross informed Mr Crabtree that he had completed a
prototype. Mr Crabtree says he was furious that Mr Ross had not informed him that he was
working on the design or consulted him on design approaches, and expressed concernsthat the
prototype did not have adequate strength and would meet market resstance. Inparticular, hefelt
that Mr Ross use of a flat bar would result in the packing members bending under load.
Although Mr Crabtree saysthat Mr Rosshad not asked for hisapproval to spend any money on
development, and no written agreement or commercia terms existed, he neverthdessfelt hehad
no aternative but to pay the , 10,000 which Mr Ross said was his share of the cost in order to
protect his position, otherwise Mr Ross would own the prototype outright.

In contrast, Mr Ross says that it had been assumed that he and Mr Crabtree would share the
costs of development of the frame. He therefore subsequently invoiced Mr Crabtree for his
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share of the prototype congtruction. He alleges that Mr Crabtreess sketches dated 8 January
1999 smply incorporated aspects from the prototype including the use of a flat beam for the
cross member even though Mr Crabtree saysthat hedid not believeit would work satisfactorily.
(Asregardspayment, | note paragraph 4.3.4 of the stlatement, which saysthat Mr Crabtreepaid
the money Aas agreedi.)

Despite serious misgivings about what Mr Ross was doing, Mr Crabtree saysthat after viewing
the prototype, and in order to protect hisinterests, he drew up an agreement (Exhibit 43 to his
witness statement) based on a geographicd split as proposed by Mr Raoss but including Mr
Crabtreess conditionson joint branding and joint design control. The preambleto paragraph 2 of
this draft (to which each side referred at the hearing) reads:

AWhereas a Pipe Frame product design initiated, researched and devised by Michael Crabtree has
been jointly further enhanced, refined and developed with Ralph B Ross ....0

Mr Ross says he was generdly happy with this and was willing to file a patent application first
with aview to concluding the discussonson aforma agreement inthefuture. Mr Crabtreewas
about to relocate to Brazil and says that, even though he fdt the terms he had proposed were
necessary to protect his postion, he fdt that arguing over the agreement would not be fruitful: if
he did not proceed with the patent filing he would be left with no protection. Hetherefore wrote
the description of the invention which he gave to Mr Ross, and continued to send Mr Ross
sketches of the frame and packing member in December and January - despite his gtated ill-
feding towards Mr Ross,

In January 1999, Mr Crabtree, hiswife and Mr Ross met Mr Jamie Allen of the patent agents
Murgitroyd & Company to discussa UK filing. Mr Crabtree saysthat prior to this meeting, he
and hiswife had decided to force Mr Rossshand, Mr Ross having becomeincreasingly indstent
that he wanted only the Ross name on the frames and that joint design control would not be
workable becauseit would hinder hisability to respond to customer modification requests. At the
meeting, Mr Crabtree says hiswife suggested that since Mr Ross was not agreeing to the terms
then perhapsthefiling should not proceed. He saysthere was an argument between hiswife and
Mr Ross, and Mr Allen stated that perhapsthefiling should not go ahead since there gppeared to
be unresolvedissues. Mr Crabtree saysthat Mr Ross capitulated stating, in Mr Allerrspresence,
that hewould cometo agreement with him, asaresult of which Mr Crabtreeingtructed Mr Allen
to proceed with the UK filing. Mr Rass on the other hand says he has no recollection of any
argument taking place during the meeting with Murgitroyds.

Following thefiling of the UK patent application, Mr Crabtreeleft Aberdeen on 5 February 1999
totake up hisnew jobin Brazil. Mr Ross says he continued to devel op and market the frame on
the bads of the informa agreement and did not conced these activities from Mr Crabtree. Mr
Ross says he sent afax on 11 February 1999 propos ng changesin thetermsincluding dropping
the CargoMax name, but Mr Crabtree saysthat he ood by thetermsin place a thetime of the
UK filing and saysthat Mr Ross began marketing the product solely under the Ross brand name
and making design changes without Mr Crabtree:s knowledge or permission.

In September 1999, Mr Ross received aletter (Exhibit RBR2 to hiswitness satement) from Mr
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Crabtreess US patent attorney, Mr Wayne Breyer, enclosng adraft for ajoint US patent filing
based on the UK patent application. Mr Ross says that he reviewed and commented on the
draft as requested, noting that the US application included drawings of beams and eastomer
profiles based on profiles that he had designed. Mr Ross received a further letter from Mr
Breyer in November 1999 (Exhibit RBR3) seeking Mr Ross's Signature to a declaration and
power of attorney form, and to an assgnment of the US gpplication. Mr Ross says that he
sgned the firg form as a co-inventor of the pipe frame but was unwilling to complete the
assignment because it purported to transfer dl rights in pipe frame in various jurisdictions to
CargoMax (Mr Crabtreess company) without corresponding transfer for the rest of the world
from Mr Crabtreeto Mr Ross- ashe saw it akey part of their earlier discussons on exploitation
and contrary to thelr informa agreement.

Asthe UK priority gpplication goproached the 12 month deadlinefor foreign filings, Mr Crabtree
was contacted (his Exhibit 39) by Murgitroyds - who were aware that he had retained his own
patent attorney - to get hispermissonto act for Mr Rossaonein thefiling of aPCT gpplication.
Mr Crabtree saysthat herefused this (Exhibit 40), and so Murgitroydswithdrew. Mr Rosssays
that, not knowing if Mr Crabtree intended to proceed with patent protection outsde the US, he
ingructed Cruikshank & Fairwegather, another firm of patent agents, to prepare and file and
internationa patent application (thejoint PCT gpplication) based on the UK application, naming
Mr Raoss and Mr Crabtree as joint inventors: his intention was to protect his rightsin the event
that Mr Crabtree had allowed the chance to seek patent protection to pass.

Mr Crabtree saysthat, in anticipation that Mr Ross was not going to agree terms, heinstructed
Mr Breyer to revise the earlier draft and prepare a US patent application and PCT application
naming him (Mr Crabtree) as sole inventor. Mr Crabtree says that he tried to alow the UK
priority gpplication to expire but later learned of thefiling of the joint PCT gpplication.

Exhibits 37 and 38 to Mr Crabtreess suggest that Mr Ross e-mailed Mr Crabtree on 9 August
2000 to discuss devel opments, and Mr Crabtree wroteto Mr Rosson 10 August 2000 trying to
reach agreement with Mr Rossfor him to buy therightsin theinvention but received no response.

Mr Ross says he subsequently found out that Mr Crabtreeess US and PCT gpplications named
Mr Crabtree as sole inventor, and it was therefore clear that they would be unlikely to reach a
mutudly satisfactory agreement. Mr Rossthereforeingtructed his patent agentsto continue with
theinternationa patent gpplicationin the US, dthough thiswasnot part of hisorigindly alocated
market, to protect hisrightsin the event that Mr Crabtree and otherstried to exploit theinvention
in the US. He aso indructed his agents to proceed with a UK application to protect his
manufacturing business in this country and as a safeguard against Mr Crabtree seeking UK
protection based on his own PCT gpplication.

Relevant statutory provisons

Sections8(1) and 37(1) of the Patents Act 1977 give methe power to determine entitiementtoa
UK patent gpplication prior to and after grant, respectively. Section 12(1) isin Smilar termsto
section 8(1) and coversinter alia gpplications made under internationa conventions: thiswould
include the joint PCT application. All of these three sections give the comptroller the power to
make such order ashethinksfit to give effect to hisdetermination. However, section 12 hastwo
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important qudifications - fird, it can only be invoked Aat any time before a patent is grantedil in
pursuance of a foreign application or an gpplication under an international convention, and,
second, it requires the comptroller to determine the question Aso far asheis abletoil. For any
foreign gpplications deriving from PCT gpplications| therefore have no jurisdiction to make any
order in respect of granted patents, and in respect of pending applications | may need evidence
of the gppropriate foreign law if | am to make an effective order.

As regards inventorship, by virtue of the definition of Apatent( in section 130(1) section 13
goplies only to patent applications and patents that have followed the UK nationd route. Any
finding of fact that | make on inventorship sregardsforeign gpplicationsand patentswill not have
any binding effect.

Section 10 enables me, in the event of a dispute between joint gpplicants about how a UK
gpplication should proceed, to give directionsto enableit to proceed in the name of one or more
of the parties, or to regulate the manner it which it should proceed, and the firgt limb of this
gpplies dso to foreign and PCT gpplications by virtue of section 12(4).

| should aso mention section 7 which concernstheright to apply for apatent and theright to be
granted a patent. Bearing in mind the wording used in the draft agreement drawn up by Mr
Crabtree, section 7(3) isparticularly relevant sinceit definestheAinventor() astheactual deviser
of the invention.

Section 7(4) makes apresumption, except so far asthe contrary isestablished, that the person or
personswho make an gpplication for apatent shall betaken to bethe person or personswho are
entitled to be granted apatent. 1t followsfromthisthat, sncedl thejoint goplicationsand patents
were madein thejoint names of Mr Crabtree and Mr Ross, the onusison Mr Crabtreeto prove
his case on ownership on the balance of probabilities.

Examination and assessment of witnesses

Asprevioudy explained, Mr Crabtreeis seeking soleinventorship and ownership, whileMr Ross
isseeking no more than joint inventorship and joint ownership. Although some of the arguments
advanced by Mr Davisa the hearing in responding to Mr Musker=s arguments disputed whether
Mr Crabtree had made anything workable - and indeed hinted that Mr Ross could even havea
clam to sole inventorship - there is no suggestion in the pleadings that Mr Ross is the sole
inventor and owner. It istherefore for Mr Crabtree to prove on the balance of probabilitiesthat
he is the sole inventor.

Both Mr Crabtree and Mr Ross were subject to chalenging cross-examination on their witness
gatementsat the hearing. Asexplained above, their written evidenceis contradictory anditisnot
corroborated on ether sde. My decison will therefore turn on the rdiability of their ord
testimony.

The detail ed sketcheswith explanatory annotationswhich are exhibited to Mr Crabtreess witness
statement to document his devel opment process suggest acareful and methodicd approach, and
thiswasindeed borne out in thewitnessbox. Mr Crabtree struck me as being avery controlled
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person: he answered Mr Davis questions clearly and stuck to his story. He resisted being
pressurised into saying something he did not intend. His answers seemed to me careful and
caculated rather than spontaneous - particularly in response to probing questions about his
involvement with the drafting of the patent gpplications, whether he had anything more by mid-
1998 than a very generd concept of the frame, the meaning of Aprofileil and whether acircular
cross-section of eastomer could be regarded as profiled.

However, | was not convinced by hisversion of eventsfollowing hisinvolvement with Mr Ross.
In the absence of any corroboration, his versgon of events seems highly implausible.  For

example, | find it hard to believe that in asingle day, he came up with fully-fledged proposalsfor
the non- uniform profilesfollowing the 2 October 1998 meeting having had theinspiration soldy
from Mr Rosss verbad comments on seding rather than clamping and having no experience of
working with elastomers. | dso find Mr Crabtreess explanation under cross-examination of his
conduct following therevelaion of the prototype quite astonishing. What | am asked to believeis
that, rather than risk a blazing row, and despite serious worry that he had lost control of his
invention, Mr Crabtree visted Mr Rosss factory, photographed the prototype to find out

whether it would be acceptable, followed this up with further sketcheswith the wordsAadviseif
you need more infof (Exhibit 31), paid Mr Ross the , 10,000 for the prototype - and wrote
detailed notes to himsdlf in the form of aletter to Mr Ross (Exhibit 34) to vent his frugtrations
rather than speaking direct to Mr Ross. | was also not convinced at Mr Crabtreess explanation
at why hedid not just go ahead and file hisown patent gpplication if hewas concerned to protect
his own interests (something he has shown he is perfectly capable of), ie that it was smply

because he lacked any suitable drawings until Mr Ross sent him his drawings.

Findly, | was not satisfied that Mr Crabtree showed a genuine understanding of the technica

issues involved in the development of surface profiles beyond the square and circular. In

particular, | found his explanation, when pressed under cross-examination by Mr Davis, of the
phenomenon of Acleavell as something to be increased between lobes of the el astomer profile
(see the sketch in Exhibit 28 and also paragraph 4.1.27 of the statement) unconvincing. | findit
difficult to avoid theinferencethat Mr Crabtree smply reproduced something that Mr Ross had
sad about preventing the eastomer from cleaving from the inner rigid section, but without fully
undergandingit. Thisisreinforced inmy view by Mr Rosss counter-statement at paragraph 11,
which has not been denied, where Mr Ross saysthat Mr Crabtree would take notes of proposals
made by Mr Ross at their meetings which he would sign and date.

| did not therefore find Mr Crabtree a satisfactory witness and as aresult | do not think | can
place much reliance on hisversion of those eventswhich arein digpute. At the conclusion of Mr
Crabtreess tesimony, Mr Davis made a submission based on Markemv Zipher that therewas
no case for Mr Ross to answer because Mr Crabtree had effectively admitted that the only
person who effectively enabled the invention and reduced it to practice was Mr Ross, and that
only with Mr Ross did he have an adequate Apackagel for patent protection. Mr Musker
unsurprisingly disagreed, pointing out that Mr Crabtree wasAready to goll onthebasisof what he
had done, and that whether he thought he wasready to file a patent gpplication was not evidence
of whether he in fact was. | did not accept Mr Davis: submission that there was no case to
answer.
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Turning now to Mr Ross, hewasnot a al comfortable under cross-examination and wasvisbly
nervous, not necessarily in my view for any suspicious reasons but probably because it was
utterly dien to hisway of doing things. At times, he found it hard to stick to answering the
guestions and not argue with Mr Musker. On severd occasions, he tried to seek reassurance
from hiscorner, particularly from Mr Tony Grelg (who wasresponsible for desgnand marketing
a R B Ross, and was the project manager for the work on the pipe frame). Mr Ross admitted
that he found it difficult not to boil over in a Stuaion where things were said with which he
violently disagreed.

As aresult the cross-examination did not proceed smoothly, and it was necessary for mefrom
timeto timeto ruleon certainlines of questioning asaresult of objectionsby Mr Davis(i) that Mr
Musker was cross-examining Mr Rass on the pleadings and skeletonargumentsrather than his
own evidence, (ii) that questions asto whether Mr Greig wasaco-inventor (inview of Mr Ross
explanation of Mr Gregss involvement in the preparation of the drawings for the priority

gpplication) were not permissible asthiswas not part of the pleaded case, and (iii) thet it was not
for Mr Ross to say why he had not called Mr Spark as awitness. Mr Musker thought these
guestions necessary in order to get to thetruth of who invented what. However, | wasin broad
agreement with Mr Davis, dthough | was prepared to dlow Mr Musker some leeway to

establish whether thingsin the pleadings which Mr Ross thought he seemed to have overlooked
were intended to be part of the evidence, and for Mr Ross to explain what he and Mr Greig

actudly did.

Mr Ross came across strongly in the witness box as asomeone not comfortable with paperwork,
formdities and computers, delegating much of this sort of thing (including handling patent
goplications) to Mr Grelg. He recollection of dates was somewhat hazy and he clearly did not
remember much about what precisely he had put his name to in hiswitness statement, or about
the meeting with Mr Allen a Murgitroyds. However, when the questioning turned to technica
matters, dthough gill not particularly comfortable, hewas much more convincing and not essily
shaken. Although experienced in sted fabrication, he admitted that he was not an expert in
elastomers and would not necessarily know what was a suitable materia for particular purposes.
rather, he said, he had a working knowledge gained by trid and error through Ahands onil
experience, tending to stick with familiar materids (eg urethanes) and seeking advice from his
supplier Mr Spark if necessary. His testimony showed a familiarity with concepts such asthe
Shore hardness of elastomers as, he said, something one Agot afedlf for.

In particular, | found his explanations of the trid and error process of devel oping the prototype
generdly convincing, with aclear understanding of the technicd issuesinvolved. Hisanswerson
this were on the whole spontaneous. As | understood Mr Ross, he accepted that his design
process had garted from aflat surface (Figure 12 of the priority application, a barrd-shaped
cross-section with flat top and bottom surfaces), and ended up with the angled profile which
gopearsin Figure 11 of the priority gpplication and Figure 10 of thejoint PCT gpplication. He
wasinggent, in response to Mr Musker=s questioning, that therewas nothing odd in this despite
his assartion that he had initidly sketched an angled surface profile for Mr Crabtree, and that he
had not smply been trying to design profileswhich would scrape fluidsfrom the pipe and provide
grease collection points (rather in the manner of his previous mud bucket seds). Mr Rossaso
sad that theinitial sketch he had prepared for Mr Crabtree would not on reflection have been
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auitablefor offshore use because it waswrongly angled, and that hisreaction when Mr Crabtree
sent the Exhibit 27 sketch back to him was not to take it serioudly.

Whichisnot to say that | did not find some grey areasin Mr Ross account, which unfortunately
leave me uncertain as to what exactly passed between him and Mr Crabtree at the Sart of the
design process. Mr Davis: case, as explained above, seemsto be that Mr Crabtree had some
hand in the barrd- shaped embodiment of Figure 12 of the priority document, but Mr Ross did
not redly provide anything under cross-examination to back thisup, other thanthat Mr Crabtree
was inggtent that it went into the gpplication. If anything Mr Ross answers suggested that he
designed thisprofile (and certainly | canfind nothing in Mr Crabtreess statement or evidence that
points to Mr Crabtree having thought aong these lines - the use of what looks like aflat bar in
Figure 12 does not redlly st with his preference for a square section beam).

Also, it isunfortunate in view of its significance that there gppearsto be no surviving copy of the
sketch dlegedly prepared for Mr Crabtree, which Mr Ross said was smilar to Exhibit 27 but
without the square insert. | can accept Mr Ross explanation that it was not his habit to keep
copies of rough working sketches. However, | was somewhat surprised in view of hisreaction
aboveto the Exhibit 27 sketch when helater said that he thought there might actudly beamould
corresponding to it on his premises.

It did cross my mind aswell as Mr Musker=sto wonder just how much Mr Ross contributed as
opposed to Mr Greig, since he admitted that the drawings for the priority application were
Apracticdly dl Tony=50, but in the absence of anything to suggest otherwise, | accept what issaid
in paragraph 14 of the counter-statement, that the sketches were prepared under Mr Ross
guidance and indructions.

Having read Mr Breyer-switness satement, | do not consider it to have any red probative vaue.

It isessentidly directed to the circumstances surrounding the filing of Mr Crabtreess US patent
gpplication, and merely states what Mr Crabtree told him about Mr Ross: contribution to the
design of the non-uniform surface profiles. Asregardswhat Mr Rossand Mr Crabtree actually
contributed, it would seem to be hearsay and to add nothing to the evidence from the parties
themselves.

| accept that the decision who to call as witnesses lies with the parties, and that there may be
good reasonswhy it was not possible to adduce corroborating evidence from others who were
present at crucia times (eg Mrs Crabtree, Mr Greig, Mr Spark and Mr Allen). However, the
lack of corroboration does not help me get to the bottom of things, and it therefore reduces to
which of thetwo protagonists| consder to bethe more convincing, bearingin mindthat | did not
find ether of them to bewholly stisfactory asawitness. Inthelight of what | have said above, |
consider Mr Ross account of events to be the more credible.

| can accept, having seen them both in the witnessbox, that Mr Crabtree and Mr Ross operatein
quite different ways, so that Mr Crabtree might wel have fdt himself being swept dong by Mr
Rossand to belosing control of the Situation, and might have felt agreater need than Mr Rossto
findise the terms of the draft agreement. However, as | have said, without independent
corroboration | smply do not find Mr Crabtreess version of events credible - essentidly that
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getting angry would have done no good and that only by going dong with Mr Rass, including
feeding him further design information and paying him asubstantid amount of money for work he
had not wanted done, could he keep any sort of control of the Situation.

Also, as | have sad, | think it mogt unlikely that Mr  Crabtree would have come up with the
relatively complex Exhibit 27 profile, or any of the other non-uniform surface profiles, without
something more than a comment from Mr Raoss, in the context of sedling rather than clamping,
about needing to provideAbited. 1t followsthereforethat, insofar astheinvention relatesto non
uniform surface profiles, Mr Crabtree hasfailed to prove on the ba ance of probabilitiesthat heis
the sole inventor. On that basis | am therefore prepared to find against Mr Crabtree, but a
number of other issues were raised at the hearing which | need to consider.

Analysis of case law on entitlement and inventor ship

| should now return to the authorities cited by Mr Musker, namely Henry Brothers
(Magherafelt) Ltd v Ministry of Defence and Northern Ireland Office (Court of Apped
[1999] RPC 442 and Patents Court ([1997] RPC 693); Markem Corporation v Zipher Ltd
(No 1) [2004] RPC 10 and Bowden v BNOS Electronics Ltd BL O/270/98 .

In Henry Brothers the Court of Apped, upholding the earlier judgment of the Patents Court
(Jacob J), held that the correct approach was to determine the inventive concept and then find
who invented it, and agreed that a Afairly routine exercise of engineering skillf would not be an
inventive concept. As | read it, athough the Court of Apped did not agree with Jacob Js
analyssof theinvention asacombination of dements, they did not disagreewith hisview that the
inquiry was more fundamentd than smply dividing up a dam and seeking to identify who
contributed which element and that it was necessary to decide whoAturned ausd ess collection of
elements into something that would workg.

In Markem v Zipher , avery recently reported judgment of the Patents Court, the question of
vdidity in entitlement proceedings arose because of materid made availableto the public before
the priority date of the patents or gpplicationsin issue, which it was argued fell within a least the
broader clams. H H Judge Fysh QC, sitting asaHigh Court judge, sought amongst other things
to answer the following questions

(1) In entitlement proceedings might (or need) the court take into account the validity of the
patent (or application) in issue?

(2) What meaning was to be given to the word Ainventionf as used in the entitlement sections?
(3) What constituted the devising of an invention and, in particular, at what stage could it be said
that an invention had actually been devised?

(4) When there were mixed contributions, what were the criteria for co-ownership and what
impact might that have on the subsidiary claims?

(5) Wasthere arequirement for causation between the claimant:s alleged antecedent acts and the
subject-matter of the patents in suit?

and held (referring here to the headnote)

A(2) Section 7(3) of the Patents Act provided that the inventor was the actual Adeviser() of the
invention. The wordAdevisd) had adlightly broader signification thanAmakei or Aimplementg,viz
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that of planning a particular course of action before even that course of action is actually

implemented. Such usage accorded well with ajurisdiction which wasintended to encompass an
inventor-s work prior even to the make of a patent application. However, there was alimit and
an invention could not be devised merely by the statement of an inchoate desideratum or a goal

(para 41)

(3) The decision asto entitlement would be taken on the basis that the applications and patentsin
issue were valid and account would not be taken whether any of the inventionsinvolved either a
significant or trivial advancein the art. .... (para49); Viziball Ltd-s Application [1988] RPC 213
followed.

(4) Asfar as granted patents were concerned, the wording of the claims could safely be regarded
as being an accurate statement by the inventor/proprietor of the essence of his invention (para
51).

(5) Once the claims had been construed in the usual way, the court had to enquire whether, so
construed, they covered what as amatter of evidence had been clearly devised by the claimant at
an earlier time. If that yielded an affirmative answer and there was requisite causation, prima
facie the subject matter of the claim belonged to the referrer(para 65(a)).

(6) In the case of a patent application, the Ainvention could first be identified by an objective
consideration of the inventive concept as understood from a reading of the application as a
whole. This might have already been done by the invention having been enstrined accurately in
claims submitted with the application. Whilst that might be the usual position, it was not

necessarily awaysthe case because in practice over-broad claims were sometimes submitted as
ameans of enlarging the prior art search (para 64).

(8) Inacasewhereit was alleged that two parties had contributed to an invention, if what the
first party had Ainventedi was capable of being put into practice without further invention, ie
merely involving matters of routine engineering practice or straightforward software creation for
example, there was no possibility of joint proprietorship of aclaim covering it. But if more was
required, even if the second party:s contribution was not patentable as such, the position might
be otherwise. In such cases the court needed to decide whether the claimant:s contribution
formed any real part of the defendant=s invention (paras 68-69).

(10) The question asto when an invention had been devised had to be approached from the point
of view of the man skilled in the art. If he could carry the invention into effect from the
description using common sense and common general knowledge, the invention had by then been
Adevisedd (para 72).0

| was dso referred to the decison of the comptroller in Bowden v BNOS Electronics Ltd.
where the Hearing Officer held that various matters would not condtitute making an invention.
These include help to Aidentify or develop a market for the invention and Adeveloping the
invention into amarketable product( rather than Ahdping to construct a prototype to confirm the
invention would work@.

Although Markem v Zipher followed the earlier case of Vizball-s Ltcs Application [1988]
RPC 213, Judge Fysh said (paragraph 51):

AThese considerations led to the following debate: in entitlement disputes should one assess
Ainvention@ via the wording of the claims alone or by reference to the Ainventive conceptf as
conceived and described by the inventor? Markem urged me to adopt the former, objective
approach. On the other hand, Mr Speck advocated a more subjective assessment via te
inventor-s intentions as reflected in the inventive concept (or concepts) contained in the
specification, in effect downgrading the significance of the claims. | am of the view that thereis
no basic antithesis between these two positions. Certainly insofar as granted patentsare
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concerned, the wording of the claims may safely be regarded as being an accurate statement by
the inventor/proprietor of the essence of hisinvention.f

Mr Musker fdlt that this had the effect that Viziball no longer held good for granted patents, and
Mr Davisthought that | would need to have vaidity at the back of my mind whentrying to decide
where the inventive step lay. 1 am not convinced that either of these conclusions necessarily
fallow from Markem, but | note that in paragraph 59 of the judgment, Judge Fysh cautioned
agang introducing vdidity argumentsAthrough the back door@ when looking at what wasknown
to theinventor. | do not therefore think that | ought to judge the question of inventorship inthe
light of validity. However, even if | am wrong on that, neither Sde put in any evidence of the
prior art teaching to enable to form any view (although Mr Davis sought to test Mr Crabtrees
credibility a one point in the cross-examination by putting to him a prior art disclosure cited
againg thejoint PCT gpplication).

Ultimatdly, as | have said, it is common ground on the pleadings that Mr Crabtreeis at least a
joint inventor. However, to my mind it is far from clear on what basis thisrests. As | have
explained above, | am not convinced that Mr Crabtree did in fact have any hand in devising the
profilein Figure 12 of the priority document on which hisjoint inventorship was aleged by Mr
Davistorest. | beievethat | should therefore consider in thelight of the above caselaw whether
thereisin fact any basisfor joint inventorship as regards Mr Crabtreess contribution before he
contacted Mr Ross.

| am faced with the difficulty, asMr Davis pointed out, thet the pleadingsarelargely Sllent onthis,
dthough as | have noted, Mr Ross in paragraph 9 of his counter-statement saysthat he was of
the opinion that a pipe lifting frame including dat-like spacers and threaded tension rods was
dready known, and that he did not consider what Mr Crabtree had to beAdigtinct in the market
placed. | bear in mind however Mr Davis: concession that Mr Crabtree had conceived the pipe
frame/packing member combination before he met Mr Raoss, but not that he could get it to work.

As pointed out in Markem, the test in section 7(3) of the Act iswho is the Adeviser(l of an
invention not Amaker(l, and the judgment suggested that whilst there must be more than aback of
the envel ope Awish ligfi there does not necessarily  have to be any reduction of the invention to
practice. As | understand it, in congdering the criteria for co-inventorship, Judge Fysh (at
paragraph 68) thought there two issues- whether the device produced by one co-inventor could
be built without further inventive activity by the other (if it could there would be no possibility of
joint inventorship), and the quantum and technica qudlity of the parties: contributions (iewhether
a contribution formed a Ared partl of the invention, even if not patentable). He thought
(paragraph 72) there did not necessarily have to be acommercial embodiment, and that a paper
proposd or even words might sufficeif sufficiently detailed- solong asthere wasAenablement(lin
the senseof apogtive answer by the skilled man to the question ACould you make one of these
from such and such adescription using common sense and your common general knowledgeld?

It will I think be helpful to analyse Mr Crabtreess contribution againgt these criteria (which | do
not think are inconsgtent with other authorities such as Henry Brothers. Andysng the
independent claims 1 and 21.0of the granted joint patent GB 2363373 B, the gpparatus comprises:
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(A) aframe comprising a base and Sde members,

(B) at least one packing member adapted to extend between the Sde membersof theframe
and engageable with the frame, the packing member having a rigid centre section with a
deformable portionintheform of an elastomer jacket fixed thereto for engaging an exterior
surface of €longate members to be handled; and

(C) meansfor retaining the packing member in contact with the e ongate members, wherein
(D) the dastomer jacket definesvertica profileson ether Side of the centre section shaped
to facilitate lastomer displacement with increasing vertical compression.

Asl understand it, Mr Davis concedesthat Mr Crabtree conceived thefirst three elements of the
clam before his meeting with Mr Ross, and had got as far as putting square and circular
elastomer jackets on the packing members, but argues that Mr Crabtree did not have anything
workable until Mr Ross became involved. However, | do not think it is necessarily right to say
there was nothing at al that would work. From Mr Rosssevidence, it appearsthat hisconcern
was that spacers with aflat or circular profiles would not work for the offshore gpplicationsin
which Mr Crabtree was interested, but as Mr Musker pointed out the clams are directed to the
packaging of dongate materidsin generd, and | see no reason to suspect that the smpler profiles
devised by Mr Crabtree would not be sufficient for some applications.

| do not think it is disputed that Mr Crabtree had not reduced his device to practice before
meeting Mr Ross. Mr Davisthought thiswas ateling point, but | think it is more sgnificant thet
Mr Ross did not start from an entirely blank sheet and thus Are-invent@) the device, but rather
engineered the frame and spacers from Mr Crabtreess verbd description and the loading
cdculaionsfor theframe. | am satisfied on the basis of the materia before me that the answer
to the question posed by Judge Fysh is that there was enablement since Mr Ross could indeed
make Mr Crabtreess frame usng common sense and common genera knowledge, once he had
been given adescription and caculationsby Mr Crabtree. | therefore consder that Mr Crabtree
had gone beyond a mere Awish lis) and is the deviser of the combination of elements (A), (B)
and (C).

Asl have dready explained, Mr Davisdid suggest that if anything other than the profileinvention
wasinissue, then he should have an opportunity to file evidencein respect of lack of reductionto
practice by Mr Crabtree. However, sincethislack of reduction to practice does not seemto be
in dispute, | cannot see that any useful purpose would be served by this.

This combination includes the requirement that the packing members are provided with a
deformable elastomeric jacket, and in my view thisis what distinguishes it from the frames that
Mr Ross regarded as known. The dats used in previous frames may have a measure of
deformability, but | see nothing in what isbefore meto suggest that thesewould be deformableto
adegree aufficient to alow different diameter pipes to be handled together. It will be seen that
the combination corresponds broadly to what Mr Crabtree regards as the inventive concept in
paragraph 3.6.1 of the statement quoted above.

| now need to consider whoisthe deviser of thefourth e ement (D) rdating to the profiles. | have
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dready sad that following their cross-examination, | find Mr Ross account of the development
of these to be more aedible than Mr Crabtreess. Asaresult | am satisfied on the balance of

probabilitiesthat Mr Rossisthe deviser of the non-uniform profile, evenif theremight be some
doubt about what exactly passed between them after the first meeting.

Insofar as the claims are redtricted to nontuniform surface profiles (as this is explained in

paragraph 3.6.8 of the statement which | have quoted above) | am therefore satisfied that Mr
Crabtree and Mr Ross arejoint devisersand hencejoint inventors of theinvention asclamedin
the Ajoint@ patent GB 2363373 B, dthough | do not think in view of my andys's above that the
bassfor thisisnecessarily that suggested by Mr Davis. (Turning to the clams quoted abovefrom
thejoint PCT gpplication, the boundary between their respective contributionswould ssemto be
that Mr Crabtreedevised thefeaturesof claims19-22, and Mr Rossthose of claims 23 (insofar
as it relates to non-uniform surface profiles) and 24-26. Having regard to the case that was
actualy pleaded, | do not propose to go any further in gpportioning the various clams between
Mr Crabtree and Mr Ross, and | do not in any case think it is necessary for me to do this.

| think my concluson above would follow equaly from Henry Brothers and Bowden v BNOS.
In my view it cannot fairly be said that Mr Crabtree had a completely useless collection of
elements before he met with Mr Ross, even if it was Mr Ross that provided something extra
which made the invention work better in the offshore gpplications. Nor do | think that either Mr
Crabtree or Mr Rosswere smply engaging in aroutine exercise of engineering kill. Inreation
to Bowden v BNOS, and dthough the boundary is perhaps not dtogether clear in the present
gtuation, | aso consder that their activities lie more towards the joint development of a
prototype, rather than the developing an invention into a marketable product.

Uniform surface profiles

There remains perhaps the question in relation to the GB patent of whether the requirement of
cdams 1 and 21 for Averticd profiles on ether Sde of the centre section shaped to facilitate
elastomer displacement with increasing vertica compression (which correspondsto claim 23 of
the joint PCT application) embracesthe uniform surface profiles, particularly circular, which Mr
Crabtree had devised. Thiswas not addressed in the pleadings, but Mr Musker argued at the
hearing that the clamswould cover such congtructions, having regard to the dictionary definition
of Aprafilell asAasideview or outline of an objectl), quoted by the examiner during prosecution of
GB 2363373, and the discussions between Mr Crabtree and Mr Ross (see eg paragraph 4.2.2
of Mr Crabtrees withess statement: AMr Ross asked what surface profiles | had examined. |
told him that | had considered round and flat ones.i).

| makeno finding on this, and | suspect that it may not now be of great Sgnificancein view of the
way the invention has developed. In the aisence of full argument on this point, | am far from
certain that the clamswould be read by the skilled man in theway that Mr Musker suggests. As
| read the specification, nowhereisthere any pointer to the use of uniform surface profiles. 1 am
inany case not convinced by Mr Musker=sargument, because asregardsthe definition quoted by
the examiner, on my reading of the gpplication papers it gopears that the claims were further
limited to take account of this point.

Estoppel
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A further issue of law raised by Mr Davis at the hearing was that an estoppel could be effective
SO as to preserve a party:s rights even againg the true owner of these rights (Hartington
Conway Limited:s Patent Application [2004] RPC 6,7). Mr Davistook meto the definition
of estoppe by representation in Halsbury:s Laws vol 16 para 955:

AWhere a person has by words or conduct made to another a clear and unequivocal

representation of fact, either with knowledge of its falsehood or with the intention that it
should be acted upon, or has so conducted himself that another would, as a reasonable
person, understand that a certain representation of fact was intended to be acted upon, and
the other person has acted upon such representation and thereby altered his position to his
prejudice, an estoppel arises ggainst the party who made the representation, and he is not
allowed to aver that the fact is otherwise than he represented it to be.@

As he reminded me, to form the basis of an estoppel a representation may be made ether by
gsatement or by conduct; and conduct includes negligence and sllence (Hasbury-sLawsval 16,
para 1039).

If I understand Mr Davis correctly, he argues that Mr Ross relies on two issues.

(i) therepresentation in the draft commercia agreement drafted by Mr Crabtree which says
A.... whereas the two parties agree to secure intellectual property rights as may be
obtainable under a Pipe Frame design Patent; both parties agree that Pipe Frame design
goplications for Patent shall be filed in both parties names and providing full Patent use
rights for both partiesin each jurisdiction in which filedd (Crabtree Exhibit 43);

(i) theconduct of Mr Crabtree and his continued non-objection to exploitation by Mr Ross, in
particular:
- Mr Crabtreessemail of 30 Dec 1999 (Ross Exhibit RBR6) referring to someAinformali
verba agreement permitting Mr Ross to explait;
- Mr Crabtreessemail of 6 Jan 2000 referring to an agreement which was intended to be
forma (Crabtree Exhibit 40); and
- only aslate as 10 August 2000 any indication to the contrary (Crabtree Exhibit 38).

Dedling jointly with rdiance and detriment, Mr Davis argued that Mr Ross has continued to
develop, market and sdll the patented product. Hereferred specifically to the development of a
prototype at a cost exceeding , 10,000, Mr Rosss email of 9 August 2000 to Mr Crabtree
mentioning further modifications and consderable customer interest (Crabtree Exhibit 37), the
production of product flyersand advertisements (Crabtree exhibits 46 & 47) and theinvestment
in patent protection; and generdly to the activities detailed in Mr Rossswitness statement from
paragraphs 25 onward.

Mr Musker deniesthat thereisestoppel by representation. If anything, heargues, andto put it &
its strongest, the draft agreement on which Mr Davis rdlies is better regarded as an offer or
conditiona promiseAif you do thisthen | will do thatf.

As was pointed out in Hartington Conway Ltds Patent Applications [2004] RPC 6 at
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paragraph 85, a finding on estoppd should not be made without very careful consideration.
Accordingly, dthough the dause in the draft agreement which says:

AWhereas a Pipe Frame product design initiated, researched and devised by Michagl Crabtree has
been jointly further enhance, refined and developed with Ralph B. Ross, and whereas the two
parties agree to secure intellectual property rights as may be obtainable under a Pipe Frame
design Patent; both parties agree that Pipe Frame design application for Patent shall be filed in
both parties: names and providing full Patent use rights for both parties in each jurisdiction in
which filedg

and the subsequent references to the agreement by Mr Crabtree might seem to lend support to
Mr Davis view, | am not convinced that thisis sufficiently clear and unambiguousto conditutea
Arepresentation by Mr Crabtree. Asl understood it at the hearing, the parties agreed that there
was no concluded agreement between the parties- if anything it seemsto have been something
that was gill for the partiesto negotiate about and on balance | therefore think that Mr Musker=s
view of the draft agreement is to be preferred.

Evenif | amwrong onthat, | am not convinced that Mr Ross hasredlly dtered hispogtionto his
prejudice on the strength of anything that Mr Crabtree said or did. Rather he would seem to
have put in hand the devel opment and marketing of the frame without giving much thought to the
precise details of the relationship between himsdf and Mr Crabtree, leaving this as something to
be sorted out later.

Since| have found against Mr Crabtree, it is not necessary for me to decide the estoppel point.
However, if | am wrong in my finding, | do not consider that any estoppel arises againgt Mr
Crabtreein thelight of anything that passed between them. Mr Musker in closing suggested that
an estoppd also operated against Mr Ross because Mr Crabtree had only gone ahead with the
initid filing because of assurances on branding given by Mr Ross, but the point was not argued in
any detall and | make no finding on it.

Conclusions

Joint patents and applications

In repect of the invention insofar as it relates to the use of non-uniform surface profiles (as
explained in paragraph 3.6.8 of the statement), | find that Mr Crabtree has not proved that heis
the sole inventor, and that Mr Crabtree and Mr Ross are joint inventors.

| make no finding in respect of the use of uniform surface profiles.

Crabtree patents and applications

| make no finding, at least for the time being, in respect of the Crabtree family of patents and
applications. As | have said, | do not consider these to be formally within the scope of the
present proceedings, and | cannotinany case make any order in respect of the granted Crabtree
US patent. Although | recognise that the dispute between the parties cannot sensibly be
concluded without taking the Crabtree family into account, | will await the views of the parties
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before considering what order, if any, | can make.
Further procedure

It follows from my finding of joint inventorship that the parties are primafacie jointly entitled to
least thejoint family of patents and applications. However at the hearing the partieswere agreed
that, notwithstanding the ordersthat they had origindly sought, it would be sensblefor meto give
them an opportunity to make submissions as to the form of any order that | should give, and
indeed they thought that afinding on inventorship might enable them to come to some agreement
astothedigposd of the overlapping families of patentsand applications. Thisseemsto meby far
the best course of action, and | would strongly urge the partiesto attempt to reach anegotiated
compromise or settlement. | will be happy to make an order giving effect to any agreement that
they reach.

If the parties are unable to reach agreement, | will consider any separate submissions that they
wish to make. Inthat event | ask the partiesto consider whether co-ownership redlly isgoing to
work if they remain at loggerheads, and whether some form of licensng arrangement, eg giving
ownership to onewith aright to work to the other, might not be preferable. 1t may beafactor to
congder thet to date Mr Ross has made greater stridesin exploiting theinvention, and that on his
own admission Mr Crabtreeisunlikely to be ableto set up asamanufacturer himself athough he
says he has a manufacturer lined up to make the frame for him.

| would also ask the partiesto condder, if an order under section 12 isto be made, (i) whether
any evidencethe appropriate nationd or regiond law is hecessary for meto make such an order
effectivein respect of any pending foreign or PCT gpplications (dthough | notethat both thejoint
and Crabtree PCT gpplicationsarelong past the time when they should have entered the national
or regiond phase); and (ii) whether by virtue of any agreement or otherwise the ownership of any
of the patents or applications should be other than jointly in the names of Mr Crabtree and Mr
Ross (for ingtance, as| have explained, GB 2363373 is currently in the name of Mr Rossonly).

Mr Davis thought that there might be a precedent for me to revoke the Crabtree GB patent if |
found againgt Mr Crabtree. Notwithstanding the generdity of the powers available to the
comptroller under sections 8 and 12, | am not convinced that they should go that far, and it
seemed that the case which Mr Davis had in mind was before the court rather than the
comptroller.

| will givethe parties aperiod of two months from the dete of this decision to come back to me
with submissions on these matters. Having regard to theway inwhich theargument at the hearing
diverged somewhat from the pleaded case, | must stressthat the invitation to make submissons
on theform of order isnot an invitation to reopen argument or supply further evidencein respect
of any of thefindingsthat | have dready made. If ether party disagrees with any such finding,
then the proper course of action is to apped.

Costs
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In their satements, both parties have asked for an award of costs. However, | shall defer this
issue until | make the find order, dthough if costs areto follow the event, asisusud, | will need
to take account of my finding that Mr Crabtree has not made out his case. It isopentothe
parties to make submissons on cogsif they wish, again within aperiod of two months from the
date of the decison

Appeal

Under the Practice Direction to Part 52 of the Civil Procedure Rules, any gpped againgt this
decison must be lodged within 28 days. | recognise that thiswill not alow the partiesto await
my find order before deciding whether to gpped. However, there would not appear to beany
power for the comptroller to direct adifferent apped period: thiswould

be a matter for the court.

R C KENNELL
Deputy Director acting for the Comptroller



