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Introduction

Patent application No GB 0100088.4 entitled “A reminder and actioning system” wasfiled
on 3 January 2001 in the names of various partners of Venner, Shipley & Co, afirm of
Patent Agents and claiming priority from European Application EPO0300055 filed on 6
January 2000. The application was published on 13 February 2002 as GB 2365174
following the issue of acombined search and examination report on 26 November 2001.

The correspondence between the applicants and the examiner has been extensive but for the
purposes of thisdecison | need only provide asummary of it. In thefirst examination
report, the examiner objected that the claims were not nove over some documentslisted in
the search report, that the clams were unclear and that there was potentia corflict with a
corresponding European application (EP1115076). He aso objected that the invention
appeared to be excluded under section 1(2) as amethod for doing business. In subsequent
reports the examiner maintained his objection that the invention was excluded as a method
for doing business but supplemented this by objecting that it was also excluded as a program
for acomputer and asamentd act. In so doing the examiner identified a number of internet
publications as being the nearest prior art to the present invention.

For their part, the gpplicants have maintained throughout that the invention was not excluded
under section 1(2) of the Act. The Office's gpproach to handling this application was the
subject of a prdiminary hearing before me on 16 December 2003 and a subsequent
decision issued on 15 April 2004 in which | found that the applicants knew the case they
had to answer on the issue of whether the invention was excluded from being patentable
under section 1(2). Thanksto the diligence of the applicants, dl the other issues were
resolved in advance of the substantive hearing held on 25 May 2004 which was therefore
ableto focus on the angle issue of the patentability of the invention At the hearing the



applicants were represented by Mr Stuart Geary , Mr Matthew Read, Mr Paul Derry and
Mr Philip Baker, dl of Venner, Shipley & Co, Mr Geary aso being the inventor.

Background

The application concerns an automated system for reminding clients of tasks requiring
action.

The system comprises a record such as a database containing information relating to the
approach of task due dates for a number of separate clients and a server for receiving task
performance indructions. In the specific embodiment disclosed, the task due dates are
patent renewd dates thought the independent clams are not limited to that specificuse. A
messaging processis run a regular intervas eg once per month such that an eectronic
message is sent to adient if (and only if) adue date for that dlient fals within a set period
from the time the messaging processis run. No message is sent to aclient if no due date
fals within the specified period for thet client. Moreover, and thisis crucid to the invention,
if more than one due date falsin the period for adient, (She ill only receives one
electronic message. That dectronic message contains a hypertext link (or other means not
requiring user input of alocator) to dlow the client to request a page from the server through
which they can input ingructions to perform each of the tasks that are due.

Thus, according to the embodiment, clients with extensive patent portfolios are not
bombarded with emails informing them that they have actions to carry out.

The damsinther latest form (asfiled on 18 May 2004) comprise independent method and
gpparatus clamg(clams 1 and 7 respectivey), dependent claims 2-6 and 8-10 and omnibus
clams 11 and 12.

At the hearing, attention was focused on the independent clams which read as follows:

1. A method compridng:

maintaining a record of information for determining the approach of task due dates
for aplurdity of dient entities,

maintaining hypermedia server means for receiving task performance ingtruction;

performing a messaging process a afirst predetermined time which is independent
of said due dates,

performing the messaging process again a a second later predetermined time which
is independent of said due dates; and

recelving an indruction to perform atask from aclient entity by means of the

hypermedia server means,

wheren:

sald messaging process comprises sending one eectronic message only to

each dient entity for whom the number of task due dates fdling within a succeeding
predetermined period is greater than 0 and sending no electronic messages to each client
entity for whom the number of task due dates fdling within said succeeding predetermined
period isO,
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a least one of said dectronic message relates to a plurdity of task due
dates,

sad eectronic messages include means for enabling a client entity to request
a page from the hypermedia server means without user input of alocator therefor.

7. An gpparatus for administering a repetitive task, the apparatus comprising:
hypermedia server means for receiving task performance indruction; and data
processing means configured for maintaining arecord of information for determining the
gpproach of task due dates for aplurdity of client entities and performing a messaging
process, at a plurdity of timesindependent of the due dates,
wherein
said messaging process comprises sending one eectronic message only to
each dient entity for whom the number of task due dates faling within a succeeding
predetermined period is grester than 0 and sending no el ectronic messages to each client
entity for whom the number of task due dates falling within said succeeding predetermined
period isO,
a least one of said dectronic message relates to a plurdity of task due
dates,
sad dectronic messages include means for enabling a client entity to request
a page from the hypermedia server means without user input of alocator therefor.

| was dso addressed explicitly in relation to clam 2 which reads as follows

2. A method according to claim 1 wherein the dectronic messages do not identify the
task due dates to which they reate.

Thelaw

The examiner has maintained that the application is excluded from patentability under section
1(2)(c) of the Act asrelating to amethod for doing business and a program for a computer.
The rdevant parts of this section read:

AL1(2) It is hereby declared that the following (among other things) are not inventions for
the purposes of this Act, that is to say, anything which consgts of -
@ ....

(b) ...
(c¢) ascheme, rule or method for performing amentd act, playing agame or doing

business, or a program for a computer;

d) ...

but the foregoing provison shal prevent anything from being tregted as an invention for
the purpose of this Act only to the extent that a patent or gpplication for a patent
relates to thet thing as such.(

These provisons are designated in Section 130(7) as being so framed asto have, as nearly
as practicable, the same effect as Article 52 of the European Patent Convention, to which
they correspond. | must therefore aso have regard to the decisions of the European Boards
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of Apped that have been issued under this Article in deciding whether the present invention
is patentable.

I nter pretation

According to both section 1(2) of the Patents Act and Article 52 (3) of the EPC, an
invention is only excluded to the extent that a patent or application for a patent relates to that
thing as such. The Patent Office Practice Notice issued on 24 April 2002 entitled APatents
Act 1977: interpreting Section 1(2)@ provides what | consider to be a convenient summary
of the approach to be adopted in determining whether an invention congtitutes an excluded
item as such. | would summarize the practice notice as saying that even if an invention
relaesto an excluded fied, it will not be refused as being unpatentable if it provides a
technica contribution In other words, if it makes atechnica contribution is does not relate
to the excluded item Aas suchi. Mr Geary accepted that interpretation of the statue.
Indeed much of the argument Mr Geary put forward was directed towards persuading me
that the present invention provided the required technica contribution.

Furthermore, the Practice Notice also makesiit clear that the technica contribution doctrine
will be gpplied uniformly across dl the excluded categories. Mr Geary aso accepted this.

| accepted Mr Geary and his colleagues arguments that an invention was not unpatentable
just because it included excluded eements.

Mr Geary argued that any doubt as to the patentability of the invention should be resolved in
favour of the applicant. | agree that the same burden of proof gpplies when ng
excluded subject matter as to other pre-grant issues. Indeed in so doing | am mindful of the
decisonin Fujitsu Limited’ s Application [1996] RPC 511" where, in digmissng the
gpped againg the Hearing Officer’ s decision to refuse that application, Laddie J said at
page 533 line 3:

“Therefore the onus lies on the person contesting patentability to prove that the dleged
invention falsfoul of the gatutory exclusons. Furthermore, at the patent office Sage,
the benefit of the doubt should be given to the gpplicant.”

At the hearing there was a certain amount of discusson as to the merits of the way the
Boards of Apped of the EPO have assessed patentability in some of its decisons, namely
COMVIK (T0641/00) and Pension Benefits System Partnership (T931/95). In
particular, the gpplicants put it to me that the hurdle set by the EPO in deciding whether an
invention was excluded was lower than that adopted in the UK. | am not sure that | agree
with that. | certainly do not fed empowered to assess the present invention in the way the
Board of Apped did in those cases.

The approach taken by the Board of Appeal in Pension Benefits comprised answering two
guestions which | will summarise as.

does the invention have technica character? and

Y In the Patents Court
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does the invention make atechnica contribution such thet it involves an inventive step
over the prior art?

In answering the first question, the Board of Apped drew a distinction between the method
cdams (which it deemed to be excluded as a method of doing business) and clamsto the
gpparatus for implementing that method (which it deemed to have technicd character and
therefore not to be excluded). However, when it cameto answer the second question, the
board concluded that only non-excluded features could contribute to the inventive step. In
that particular case the board concluded that any digtinctiveness the apparatus clams
possessed over the prior art resided in the excluded subject matter and thus could not
contribute to the inventive step. Consequently the Board refused the gpparatus clams as
lacking the necessary inventive step.

Such an approach is contrary to UK law in two respects. Firdly it iswell established in the
UK courtsthat in determining whether an invention is patentable it is the substance of an
invention that isimportant, not the form of claim adopted. Accordingly, it is not possibleto
render patentable an inherently unpatentable method merely through the specification of
technica means. Thus, when the Court of Appea came to consder Merrill Lynch's
Application [1989] RPC 561, Fox LJ said at page 569:

“..... It seemsto meto be clear, for the reasons indicated by Dillon LJ, that it cannot
be permissible to patent an item excluded by Section 1(2) under the guise of an article
which containsthet item - that isto say, in the case of a computer program, the
patenting of a conventional computer containing that program. Something further is
necessary. The nature of that addition is, | think, to be found in the Vicom case
whereit is sated: "Decisve is what technical contribution the invention makesto the
known art”. There mugt, | think, be some technica advance on the prior art in the
form of anew result (eg, asubstantia increase in processng speed asin Vicom).”

To my mind that is a dear satement that in UK law, substance prevails over form.

Secondly, the Court of Appedl? has made it abundantly that in UK law it is not appropriate
to divide the claim into excluded and non-excluded parts and to only look to the nor+
excluded part as contributing to the inventive sep.

Thus the approach adopted by the Board of Appeal in Pensions Benefitsis not congstent
with established UK legd principles. Thisinconsstency has been expresdy considered by
the Comptroller’ s hearing officers on anumber of occasions, notably in Hutchin's
application and Pintos Global Services Ltd.’s application®* On both those occasions the
hearing officer recognized the desirability of consstency between the UK Patent Office and
the EPO in this area but concluded that where there was a divergence, he was bound to
follow the approach taken by the UK courts. | see no reason to come to a different
condusion in the present case.

| therefore conclude thet in ng whether an invention is patentable, | must consider the

2in Genetech Inc's patent [1989] RPC147 and Merrill Lynch'’ s application [1989] RPC 561
3 Hutchin’s application (BL O/209/01) and Pintos Global ServicesLtd.’s application (BL O/171/01)
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substance of the invention not the form of claim chosen by the gpplicant and decide whether
it makes atechnical contribution such that even if it relates to potentialy excluded subject
matter, it does not amount to excluded matter as such.

Whilgt | am not condtrained to follow any particular gpproach to assessing patentability |
condder it gppropriate to address the following two questionsin ng whether the
present invention is excluded from being patentable:

Does the invention fall within the area of excluded subject matter mentioned in
Section 1(2) of the Act? If the answer is“yes’;

Does the invention make atechnica contribution such that it cannot be said to
amount to excluded matter as such?

Only if the answer to the second question is “no” is the invention not patentable under
Section 1(2).

Doestheinvention fal within the excdluded categories?

Mr Geary’ s view of how narrowly the exclusions should be construed was not atogether
clear or congstent during the hearing. On the one hand he said the exclusions did not
provide gtrict pigeon holesinto which an invention had to fall if it wasto rdaeto an
excluded item. Rather he said they helped define an area of subject matter for which patent
protection was not deemed to be appropriate. He even suggested that the way to ded with
the issue was to ask the question: “Is this the sort of thing that was intended ultimatdly in the
EPC to be excluded from patentability”. At other times however, Mr Geary appeared to
take precisdy the opposite view in vigoroudy arguing that the invention could not be
excluded as a program for acomputer (Sncein hisopinion at least parts of it could be
implemented other than using a computer) nor as a method for doing business (snce the
clamswere not limited to business activities).

| shdl come back to the firgt of these views later but | think it makes more sense for me to
consider whether the invention is potentidly caught by any of the specific exclusonsfird.

Method for doing busness

Mr Geary accepted that the invention provided atool that could be used in abusiness
context. That was not though, he said, the same as saying it related to amethod for doing
business. Although the preferred (and only) embodiment disclosed was a renewal reminder
system, he said the clams were not limited to such ause. Indeed, he sad, the dams
embraced other sorts of activities such asinforming a user of the approach of birthdays of
members of their family. Such activities were not in Mr Geary’ s opinion business activities
and thus the claims could not he said be excluded as a method for doing business.

| do not agree. At the hearing | referred Mr Geary to paragraphs 1.21-1.25 of the Manud
of Patent Practice and paragraph 1.14 of the CIPA Guide, both of which include discussion
of anumber of casesthat have been refused under the business method excluson. These
indude Médlia’ s application (BL O/153/92) in which a prisoner could reduce his prison
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sentence in exchange for recaving some corpora punishment and Will’ s application (BL
0/89/99) in which a system of cards was used to provide immediate information on a child
should (s)he go missing. Thus the business method exclusion has not been taken to be
restricted to grictly financid activities involving the trandfer of money. Reather it hasaso
been taken to embrace organizationd and managerid activities. The daimed invention
relates to a system for monitoring and informing clients of the approach of task due dates.
Thus, to my mind, the activities being carried out in the present invention are administrative
and are just the sort of activities which have traditionaly been viewed as fdling within the
business method exclusion. Thus| find the present invention to potentidly fal within the
business method exclusion.

A program for a computer

Mr Geary accepted that the preferred method of implementing the invention was via a
computer. However hewas at painsto stress that that was not the only way in which it
could beimplemented. To use hiswords: “Of course you do it with acomputer asa
practicd matter these days. But it is not inevitable that it must be implemented by a
computer.” On that basis he said the invention could not be excluded as a program for a
computer.

| have to say that this particular line of argument has caused me a good dedl of difficulty.
Looking a the independent apparatus clam (clam 7), the invention comprises “ hypermedia
server means’ and “data processing means’ for storing information on approaching due
dates and for performing the messaging process. The eectronic message sent to a client
includes “means for enabling a client to request a page from the hypermedia server means
without user input of alocator for” which asfar as| can tel means a hypertext link.
Likewise, method clam 1 isrdiant on the same hardware for implementing the invention. |
find it difficult to envisage this being carried out other than via computer equipment.

In arguing at the hearing that the invention could not be excluded as a program for a
computer, Mr Geary outlined a number of scenarios which he said demonstrated that the
invention did not have to be whally implemented using acomputer. He said that the means
for storing the information did not have to be a computer database — it could be a punched
paper tape through which alight was shone. Mr Geary sought to distinguish the function of
the tape in his scenario from that of early computer programs which often conssted of
smilar punched tapes. In particular he said that the tape in his scenario merely contained the
data to be acted on by the hardware; it was not a program.

Moreover, Mr Geary continued this line of argument by outlining a scenario where the timing
data derived from the tape was acted upon by a Field Programmable Gate Array (FPGA)
or a TCP/IP stack which then controlled the electronic messages sent out. These, he sad,
were not computers and consequently the invention could not fal within the computer
program exception. 1 am smply unable to accept any of this.

In Gale's Application [1991] RPC 305 Aldous Jmadeit clear that thefirst sepin
assessing patentability isto properly construe the claim when he said at page 315:
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..... | conclude that the first task of the court isto construe the claim, asthat iswhere
the invention is defined. If the claim properly congtrued is drafted so asto relaeto any
of the matters disqudified by section 1(2) then the invention is not patentable.”

At the hearing | sought to refer to the description to assst mein the process of congtruing
thecdams. Mr Geary argued that | could not do that. His reason for taking thet line is
obvious — there is only one embodiment described and that of course is one where the entire
invention isimplemented using a computer sysem. Mr Geary argued that according to
section 125, the only reason to look to the description when interpreting aclaim is when the
damisinherently unclear. Since the damsin the present application were in fact clear, he
sad, there was no reason why | should refer to the description in interpreting them.

| have now had an opportunity to have acloser look at section 125 of the Act and | think
Mr Geary iswrong on that point. Section 125(1) reads as follows:

125.—1) For the purposes of this Act an invention for a patent for which an gpplication
has been made or for which a patent has been granted shdl, unless the context otherwise
requires, be taken to be that specified in a clam of the specification of the gpplication or
patent, as the case may be, as interpreted by the description and any drawings contained
in that specification, and the extent of the protection conferred by a patent or gpplication
for apatent shall be determined accordingly.

Thus the section places no limitation on the circumstances in which the description can be
consulted when interpreting the claims. In fact, | would say it goes further than that. It says
that the description shal be read when interpreting the clams. That is certainly the
interpretation afforded by the Manual of Patent Practice which says, at paragraph 125.03:

“In light of section 125(1) the claims should not be read in isolation”

Furthermore, paragraph 125.02 provides guidance on what to do in the Situation where
even though the clams when read in isolation are perfectly clear, the description includes
something which casts doubt upon the true scope of the invention. That clearly envisages
using the description to interpret an otherwise clear clam.

Thus, contrary to Mr Geary’sview, | am actudly obliged not to treat the clamsin isolaion
when interpreting them. In the present case, the description provides nothing to hep me
come to a conclusion other than that the invention is computer implemented.

However, even if | could not look to the description in this case, | would not cometo a
different concluson. | am smply not persuaded by Mr Geary’s argument that the claimed
invention is not limited to computer implementation. In my view, the punched paper tape Mr
Geary described is acomputer programor &t least provides the raw data upon which the
program operates. It isentirely standard for a program to require such a data source and its
incluson in the daim does not change my view that the clamed invention isin susbdtance a
program for a computer.

Whilst the FPGA and TCP/IP network components Mr Geary described might look very
different to the sort of computer available from your loca PC superstore, | till consider
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them to be computers or to form part of acomputer network in the system he described. It
ismy consdered view that in substance these are Smply hardwired or hardware dternatives
to a more conventional computer system and that does not dter the essentia nature of the
invention which is of course what | have to consider. Whilst | did not rely upon it a the
hearing, in reaching that concluson | am reassured that a Smilar gpproach was adopted by
the EPO Technica Board of Apped which said in IBM/Document abstracting and retrieving
[1990] 1-2 OJEPO 12 (T22/85):

“The foregoing conclusions have been made mainly on the basis that the claimed systems
and methods would involve a conventional computer controlled by a software program
....Anaogous consderations however gpply in the case where the control of the
computer would be effected by hardware. ..., an option aso faling within the scope of
the claims, as the choice between the two possibilitiesis not of an essential nature but is
based on technical and economic congderations which bear no relationship to the
inventive concept as such.”

Moreover, the preamble to the claim refused in Gal€' s application reads as follows:

“Electronic circuitry in the form known as ‘ROM’, to provide controlling means
whereby four binary manipulative entities, of the type known as ‘registers shdl derive he
sguare root of an arbitrary number...”.

Thus, despite theinvention being defined in terms of eectronic circuitry that seemsto
amount to a hardwired calculator rather than a computer, the court had no difficulty deciding
that the invention was excluded as a program for acomputer.

No matter how objective or open minded | try to be, | am unable to envisage the present
invention as being, in substance, anything other than a computer implemented invention. |
therefore find the invention to potentidly fal within the computer program exclusion.

The generd area of excluded matter

Evenif | anwrong in deciding thet the invention is caught explicitly by the business method
and computer program exclusons, | till congder the activities conducted in performing the
invention to fal within the area excluded from patentability by section 1(2).

To require an invention to fal grictly into one of the ligted exclusons would, in my view, be
to ignore the words “among other things’ in that section of the Act and | am not willing to do
that. Secondly, the courts have not found it necessary to decide which of the exclusons an
invention fals within when deciding whether it related to excluded subject matter. For
examplein Lux Traffic Controls Limited vs Pike Sgnals Limited [1993] RPC 107, the
court was asked to consder whether amethod of controlling traffic lights was a patentable
invertion. At page 138 line 35 of hisdecison, Aldous J sad:

“...the Act comprises a hon-exhaudtive catalogue of matters or things which are not
patentable. Although not specificaly mentioned, | believe amethod of controlling
traffic as such is not patentable, whether or not it can be said to be a scheme for doing
business”
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Thus| do not consder mysdf bound to find that an invention falls grictly within any one of
the excluded categories for it to be unpatentable. In my opinion, the invention is concerned
with carrying out administrative tasks usng computer or computer-like hardware.
Consequently even if it does not fdl precisgly within the terms of the pecific exclusonsin
section 1(2) of the Act, | condder it to relate to subject matter of the sort that isexcluded in
the Act. Consequently | consider that | need to go on to address the second stage of the
test | have adopted, namely whether the invention makes a technica contribution.

Technica Contribution

At the hearing, Mr Geary and his colleagues were commendably diligent in their efforts to
demondtrate how the invention made a technica contribution. 1n doing o, they pursued a
host of lines of argument, dl of which | shdl addressin turn. For convenience | shal ded
with those arguments in two groups:

The problem the invention seeks to overcome and
How that problem is solved and the effects achieved in solving it.

In dedling with the potentia sources of technica contribution in this way though, | accept a
technica contribution can arise from any one of these areas.

The problem sought to be overcome by the invention

At the hearing, Mr Geary, in hisrole asinventor, gave some hdpful indgght into the genesis of
the invention. He said that dedling with occasiondly forgetful and disorganized clients had
led him to seek to develop a system where there was less chance of key actions such as
payment of renewals being missed. This, he said, lead him to conclude that an eectronic
system might provide amore rdliable renewd actioning sysem. However, he sad, there
was more to hisinvention than the mere automation of what had previoudy been done
manualy.

He said that in Venner Shipley’ s paper-based renewals service, actions were initiated on a
case-by-case basis. Thusindividua letters were sent to a client for each action that fell due
a some specified time prior to the action being due. Thus, a client whose portfolio included
afamily of say 15 related patents might receive 15 separate |etters on aparticular day
informing him that a particular action was due. Mr Geary felt that merely automating that
process S0 that 15 emails were sent rather than 15 letters was a sub-optima solution. He
sad that whilst this was chegper and fagter than sending 15 lettersin the post, therewas a
risk that the recipient would be disinclined to action them appropriately, perhaps considering
them to be &kin to junk mail. Mr Geary’s solution to this problem was, he said, to develop
a system where the psychologica barrier to replying was reduced. This he said was
achieved in his system by arranging for the information to be stored and actioned on atime
(rather than event) driven basis. Thus the client would receive asingle emal at regular
intervas (on an email day), amessaging regime which would encourage the client to act. He
sad that by doing this the invention avoided overloading the client whilst maintaining an
appropriate “nag factor” so as to maximize the likelihood of recaiving aresponse. In Mr
Geary’ s opinion, this condtituted a technica problem and in providing a solution to that
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problem, he consdered the invention was patentable.

The problems Mr Geary identified as being solved by the invention are dightly different from
those mentioned in the pecification as origindly filed. Indeed, at the hearing there was
some discussion of the significance of the problem identified in the specification as being
overcome by the invention. Mr Derry suggested that in following the “problem and solution”
approach to ng inventive step, the EPO alowed the problem to be reformulated as an
application progressed. That, he said, was necessary because the approach was based
upon the problems associated with the nearest identified prior art which can change during
processing of the gpplication, for example as aresult of the search. Thus, in Mr Derry’s
opinion, the problem overcome by the invention is not limited to the problem identified in the
specification as origindly filed according to EPO practice.

That may be so, but it is certainly the case that the description provides an opportunity for
outlining the problem an invention seeks to overcome. It is an opportunity most gpplicants
choseto take. Indeed the present applicants were no exception. The problems they
identified were that traditiona systems were reliant upon the person receiving a renewa
letter gppreciating its sgnificance and knowing what to do with it, that arenewd letter might
get logt, or that the recipient might be too busy to respond to it in atimely manner.

To my mind the problems identified by Mr Geary and in the description as origindly filed are
not technicad problems. They are problems of human fdlibility. As Aldous LJ made
abundantly clear in hisdecisonin Fujitsu Limited’ s Application® [1997] RPC 608, usng a
computer to overcome such problemsis not of itsdf sufficient for an invention to necessarily
make atechnical contribution. In particular he said at line 38 on page 618:

AMr. Birssis right that a computer set up according to the teaching in the patent
goplication provides anew Atool( for modeling crysta structure combinations which
avoids labour and error. But those are just the sort of advantages that are obtained by
the use of acomputer program. Thus the fact that the patent gpplication provides a
new tool does not solve the question of whether the gpplication consists of a program
for acomputer as such or whether it is a program for a computer with atechnical
contribution. @

At the hearing, Mr Geary sought to draw a distinction between the circumstancesin Fujitsu
and those exigting in the present case. In Fujitsu he said, the invention was merdly
automating what had previoudy been done manudly, namdy the modeling of crystd
dructures. The present invention he said amounted to more than this. In the absence of any
documentary evidence to the contrary | accept that the present invention does provide a
new tool for making sure dates are not missed. | will come back to the nature of its
digtinctiveness later but how the problem is addressed does not in my view affect the nature
of the problem which isto be solved. In my view the problem remains one of overcoming
humean fdlibility and that in my opinion, is not atechnicd problem.

Mr Read said that the invention reduced the amount of mail sent and received. In so doing,

*In the Court of Appeal
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he sad, the invention reduced the amount of datatransmitted and in his opinion that was a
technicd rather than abusiness problem. He said that a system that reduced the amount of
paperwork provided atechnica effect over and above what was done before, namely
amplifying the processes of sending the data and of recelving it. | do not agree. Changing
the messaging regime so that the checks were carried out half as frequently but covered
longer periods would provide smilar advantagesin terms of reducing the amount of email
traffic. But that does not to my mind make such aregime patentable. | do not consider
reducing the amount of mail to be sent to be atechnica problem.

How the problem is solved

One potentia source of the required technical contribution for any invention is of course the
hardware through which it is put into effect. If thet is novd and inventive, then the invention
isclearly patentable. Mr Geary and his colleagues were reluctant to be drawn on the issue
of whether the hardware through which the present invention was put into effect was
conventiond. They sad that the hardware for implementing the invention wasirrdevant. It
was, they said, what was being done that was important, not the means that was used to do
it. Indeed they did not fed | should infer anything from the fact that the embodiment the
gpplicants had chosen to describe seemed to use entirely conventional computing apparatus.
That, they said was merely the preferred embodiment. | accept that but it does not realy
help their case. What | am trying to do isidentify al the potentid sources of technicd
contribution that their invention might make. The applicants have chosen a dlam sructure
where the invention is defined in terms of the result achieved and that does not help me
decide whether the hardware is conventiond or not. However, in the absence of any
supporting disclosure to the contrary | can only assume that the hardware employed is
entirely conventiord. | certainly am not willing to infer that means unspecified provide the
technica contribution.

| have dready accepted that the invention defined in the claims does appear to provide a
new tool through what it isdoing. The nearest prior art identified by the examiner comprised
aseries of internet publications which disclosed systems for paying bills where emalils
including hypertext links were sent to clients but where each emall related to asingle action.
They did not disclose the festure of an email relating to more than one event. Mr Geary
argued that being time rather than event driven, his messaging regime was fundamentaly
different from anything that had previoudy existed. He said that the invention should be
viewed not as a new business method but as anew sgnding regime. He argued that the
invention provided an improved communications system in which information was
communicated more efficiently and effectively than previoudy. The invention was not
characterized by the information contained in the sgnas but by theway it was signded. In
Mr Geary' sview it wasthe “how” that gave the invention its technicd character.

In support of this argument, Mr Geary drew an andlogy with inventions relating to
determining when to send regigration signas from a mobile telephone to abase saion Mr
Geary said he was unable to see any digtinction between such a system and the present
invention. If the mobile phone example was patentable he said, so should his system be. |
do not agree. | can see avery definite difference. In the mobile telephone example, the
timing of the regidration Sgnasis part of the process of ensuring that reception qudity is
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maintained. Ensuring reception quality ssemsto meto be aclear atechnica problem. The
present invention concerns signaing to ensure that important dates are not missed. And that
to my mind is not atechnica problem.

Asfurther evidence of the existence of atechnicd contribution, Mr Geary referred me to the
decison of Fox LJin Merrill Lynch to which | referred earlier. Quoting with approva from
Vicom, , Fox LJsad & line 8 on page 569:

“ ‘Decidve is what technica contribution the invention makes to the known art’.
There mugt, | think, be some technica advance on the prior art in the form of anew
result (eg a substantid increase in processing speed asin Vicom)™.

In Mr Read’ s view, the present invention provided just such a“new result” in the form of a
new sgnaling pattern which provided the technicd advantage of reduced Sgnding. Thus, he
sad, the invention provided the required technical contribution. Mr Read and his colleagues
sad the invention, resulted in less emall traffic being generated thus reducing bandwidth
requirements. Thisthey said was achieved both by checking due dates on aregular basis eg
once per week or per month, and by having each email correspond to more than one due
date o that each dlient received amaximum of one email. Further consequences of this
were that clients required less data processing resources to use this renewas system and
users were not overburdened with information Moreover, Since it was easier to check
whether one email had been processed than it was to check one hundred, the present
system provided easier tracking of actions. All these were, in the gpplicants

representatives view, sources of technica contribution. In short, they said that the invention
operated at a different technica level so that messages containing different information were
sent out at different times. It provided, they said, anew signaing regime and in doing so
was patentable.

| do not agree. Whilst | accept that less emall traffic does seem to result in the present
system compared to the prior art systems, | do not accept this congtitutes atechnica
contribution. At the hearing, Mr Geary referred me to the decision of the Board of Apped
of the EPO in BBC (T 0163/85) as evidence that signals per se are technicd. | am perfectly
happy to accept that. However, | fail to see how that helps Mr Geary’ s argument that the
present invention is patentable. If the involvement of signals were sufficient to render an
invention patentable then no computer implemented invention would ever be excluded. Such
aconclusion would clearly be anonsense. | amin no doubt that the present invention has
technical character, but that is not thetest | have to gpply. That Sgnds are involved does
not mean that the invention makes a technica contribution.

The firg source of the reduction in Sgnding identified by the applicants representatives,
namely conducting aregular, periodic check of dl events due to occur in agiven period
before they actualy fal due, is precisdy the kind of process | would expect adiligent diary
secretary to conduct in aweekly or monthly forward look. | do not consder that arranging
the system 0 that messages are triggered from such areview rather than asindividua tasks
become due provides atechnica contribution. The second source of the reduction in
sgnding, namdy arranging the systlem so that each client only receives one email covering dl
their due dates seems to me to make no more of atechnica contribution than does putting
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two letters for asgngle client into the same envelope in a conventiond mail sysem. Itis
precisely the sort of administrative process you would expect any conscientious, competent
secretary to do in order to reduce costs and administrative burden  Carrying out such
processes in an eectronic environment does not in my view make any technica contribution.
The end result might be an extremdy useful new tool with amuch lower likdihood for
actions to be missed, but that does not make the invention patentable.

The gpplicants representatives argued that when embodied as software, the invention
resulted in a system that caused the hardware to operate differently at atechnical rather than
functiond level. | do not agree. Thisdigtinction between functiond and technica derives
from the Board of Appeal decison in IBM/Asynchronous resynchronization of a commit
procedure (T 1173/97). That decison can be summarized as saying that a computer
program is not patentable merely because when run it causes a physica modification of the
hardware on which it isrun eg in causng different currentsto flow. They are patentable if
the running of the program causes a further technica effect beyond the normd interaction of
aprogram and the computer. Moreover, that further effect can be externd or internd to the
computer. However, in the present case | am unable to identify anything that amountsto
that further technica effect.

Consdering first the externd effects, | have found above that even though the claims are not
limited to a patent renewd system, they none the less relate to an excluded activity. Thus
the technica contribution cannot in my opinion be provided by the use to which the invention
is put, namely informing a client of the gpproach of due dates. That the invention involves
the issuing of dectronic Sgnasis again, in my opinion not sufficient for the invention to be
sad to provide atechnica contribution for the reasons | have given above.

Asfor internd sources of the further technical effect, | am unable to identify anything in the
way the hardware seems to operate when carrying out the invention that could be said to
condiitute it operating in atechnicdly different way. Any change seemsto meto follow on
naturdly from it carrying out the functionsit isindructed to follow and thus to be entirdly
functiond.

| am dso unable to accept that the system provides anew sgnding regime. The gpplicants
have not developed a new communications protocol. In my opinion, the contribution the
gpplicants have made is in redizing the adminidrative efficiency of regularly checking due
dates in advance of them fdling due and then notifying aclient of dl their duetasksviaa
gngle eectronic communication. That, it ssemsto me, isa contribution to the fidd of
adminigration, rather than atechnica contribution | have been unable to identify any
technica contribution made by the invention defined in the independent daims that would
make this otherwise excluded invention patentable.

At the hearing Mr Read asked me to give separate congderation to clam 2 in the event that
| found the independent claims to be unpatentable. Claim 2 impaoses the limitation that the
electronic message sent to the client as per clam 1 does not identify the task due datesto
which they rdae. That information is only made available to the client when (s)he responds
to the message by activating the hypertext link included in the message. At the hearing Mr
Geary hinted that this provided the additiond benefit that the client was encouraged to
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access the web gte to obtain this basic information. Presumably once the web Site has been
accessed there isagood chance that the client will undertake renewd actions. Inmy
opinion, the problem to be overcome in doing thisis again one of human fdlibility, however
useful it may be for the system to provide this functiondity. It isnot atechnica problem. |
can see nothing in this particular daim that could be said to provide the required technical
contribution.

Furthermore, having read the specification in detall, | can find nothing disclosed in it which
could form the basis of a patentable claim. In particular, and for completeness, putting the
invention into practice usng a computer system as per the specific embodiment ssemsto me
to be amatter of conventiona programming and involves no technica contribution.
Decision

| have found that in substance, the invention comprises a method for doing business and, in
so far as| congder it to be implemented viaa computer system, a program for a compuiter.
Evenif | amwrong on that | have found it to fal within the area of subject matter excluded
by section 1(2) of the Act. Moreover, | have found that the invention makes no technica
contribution and therefore amounts to excluded subject matter “as such”. Consequently, |
refuse the application under section 18(3) on the grounds that the invention is excluded
under section 1(2)

Appeal
Any apped againg this decison must be filed within 28 days

Dated this 6" day of July 2004

A BARTLETT
Deputy Director acting for the Comptroller

The Patent Office



