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0O-205-04

THE PATENT OFFI CE

Tri bunal Room 2

Har nrswor t h House

13- 15 Bouverie Street,
London, ECAY 8DP

Friday, 30th April 2004
Bef or e:

MR G HOBBS Q C.
(Sitting as the Appoi nted Person)

In the Matter of the Trade Marks Act 1994
and

In the Matter of Trade Mark Appplication No. 2317497 by
THE PROCTER & GAMBLE COVPANY

Appeal of Appellants fromthe decision of M. Rose' Meyer
acting on behal f of the Registrar dated 28th January 2004.

(Conmput er Aided Transcript of the Stenograph Notes of Marten
Wal sh Cherer Ltd., Mdway House, 27/29 Cursitor Street,
London, ECAA 1LT. Tel ephone No: 0207 405 5010.

Fax No: 0207 405 5026.)

M SS D. McFARLAND (D. Young & Co) appeared on behal f of the
Appel | ant .

MR, JAMES (representing the Registrar) appeared for the
Conptroller-General of Patents etc.

DECI SI ON
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THE APPQO NTED PERSON: On 4t h Decenber 2002 the Procter

Conpany applied to register the follow ng device:

& Ganbl e

as a trade nmark for use in relation to the followi ng goods in

class 1 and class 3:

"Class 1. Chenical ingredients such as ingredients

for the care, treatnment and beautification of fabrics.

G ass 3. Bleaching preparations and ot her substances

for laundry use; detergents; fabric softeners;

[ aundry additives; preparations for the care,

treatnment and beautification of fabrics;

It was not contended that the device had acquired a distinctive

character through use prior to the date of the application for

regi stration.

The Regi strar considered that the device was excluded from

regi stration by section 3(1)(b) of the 1994 Act,

soaps. "

for

t he
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reasons given in a witten decision issued by M. G J.

Rose' Meyer on 28th January 2004. The hearing officer

correctly directed hinself as to the legal test to be applied
by reference to paragraphs 37, 39, 41 and 47 of Joined Cases C

53/01 to G55/01 Linde AG Wnward Industries Inc and Rado

Uhren AG  Hi s assessnent of the mark presented for registration
was expressed in the follow ng ternmns:

"11. Ms Thornton-Jackson's argunents in correspondence

and at the hearing did nothing to persaude ne the mark

had the requisite distinctive character. In ny view,

the mark consists of a nunmber of constituent parts,

which in totality, fail to bestow upon the mark the

m ni mum degree of distinctive character required to

allow prima facie acceptance.

12. Ms Thornton-Jackson was very careful to point out
and offer her views on how and why the integers
constituting the mark were individually and
col l ectively distinctive. VWil st | accept there are
a nunber of individual constituent parts naking up the
mark, it is well settled that the test for
di stinctiveness of a trade mark nmust be judged agai nst

the mark as a whole. | observed at the hearing that |
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saw not hing strikingly novel or distinctive in a
depiction of the goods on the packagi ng of the goods,
and contrary to Ms Thornton-Jackson's view, neither
did | in this particular depiction. Whilst | am
willing to concede there is stylisation in the letter
'Q into an allusion to the face of a clock, taken in
context of the mark in totality, | think that feature
is somewhat lost. It would take a particularly
observant and anal ytical consuner of these comon
everyday goods to pick out this feature and attach
origin or trade mark significance to the whol e nmark

because of it.

13. O course Ms Thornton-Jackson does not argue it
is the 'Q feature alone which offers the application
sufficient distinctiveness. She submits that this,
along with the upwardly curving words ' Qui ckWash
action' trailing in the bubbly wake of the goods

t hensel ves when conbi ned, nmake a distinctive whol e.
disagree. | see nothing in the totality to overcone
the statutory hurdle inposed by section 3(1)(b). The
words ' Qui ckWash action' are purely descriptive of
goods whi ch offer a quick wash, and a nminor stylistic

curvature of the font does not detract fromthat fact



2 at all in nmy view

3

4 16. Wen considering this matter through the eyes of
5 the rel evant consuner of the goods in question I am of
6 the view that they will not place any trade mark

7 significance on this mark but will perceive it as a

8 sign whi ch does no nore than depict and describe a

9 characteristic of the goods applied for."

10 He considered that he was free to reach that conclusion

11 notw t hstandi ng the prior acceptance of UK registered trade
12 mark 2312150. The latter trade mark consists of the

13 fol l owi ng device:

14

15 This is the image of UK reg. t.m 2312150

17

18

19

20

21 registered in the nane of the Procter & Ganbl e Conpany for
22 the follow ng specification of goods:

23 "Chem cal ingredients such as but not limted to

21 i mAarAadl Ant e fAar thAa ~AAara tvrAantmant AanAd hAaanit i Fi Aaati ANl
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and

"Bl eachi ng preparations and ot her substances for

| aundry use; detergents; fabric softeners; |aundry

additives; preparations for the care, treatnent and

beautification of fabrics; soaps" in class 3.

The registration was subject to a colour claim The col ours
bl ue, yellow and white were clainmed as el enments of the mark

The hearing of ficer distinguished the earlier
registration fromthe present application for registration on
the basis stated in paragraph 15 of his deci sion:

" In ny viewthe two cases can be distingui shed by
the overall visual inpact they create. The
registration has a visual identity quite different to
the application in suit, it clainms various colours as
an el enent of the nmark and has no representations of
the goods to which the mark is intended to be applied.
VWi lst on the face of it the marks share sone
features, they are certainly not on all fours. In
particular, the clock face 'Q, which the applicants
consider to be a distinctive feature, is promnent in
the earlier mark, whereas it is lost in the later

application.”
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The applicant appeals to an Appoi nted Person under
section 76 of the Act, contending in substance that the
hearing officer could not have reached the conclusion that he
did consistently with the guidance provi ded by the case | aw
to which he referred, or with the prior acceptance of what
was said by the applicant to be the inmaterially different trade
Mark No. 2312150. Reversal of his decision was therefore
requested on the ground of nanifest error of assessnent.

These contentions were devel oped in argunent at the
hearing before ne. The artistic idiosyncracies of the
devi ce were enphasi sed, as was the need to have regard to
the singularity of the mark as a whole, in contra
distinction to what was said to be the hearing officer's
conpartnental i sed approach to the different features
observable within it. | was also renminded that, in the
seam ess transition fromdescriptiveness to
di stinctiveness, it does not require rmuch by way of
di stinctive power to render the mark registerabl e under
current | aw

In that connection | was referred to the recent decision
of the First Board of Appeal of the Comrunity Trade Marks

Ofice in Case R 341/2003-1, Black & Decker Corporation's

Application for registration of the word mark EASI-DI Y.
Thi s deci sion was issued on 7th January 2004. | am bound
to say that | regard it as a |lenient application of

the | ow threshol d approach to registration
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and | do not derive any assistance fromit. By contra

the recent Postkantoor and Bionild judgnments of the ECJ)

enphasi se that possession of a distinctive character is

requi renent for registration and that

exam ned for conpliance with that requ

It is, of

W t hout exci sion

course, correct that

or di smenberment. The

mar ks nmust be car

renent.

mar ks nmust be as

average consuner

does not nornally pause to construe the signs which he

or she encounters during the course of a normal day. |

i s nonet hel ess necessary to bear

constituents of a sign nay or

in mnd that the

may not contribute

unequal ly to the nmessage conveyed by the sign as a

whol e.

I do not think that the hearing officer was guilty of

exci si on or di snenber nent

in his assessnent of the

present mark. Devices can be distinctive or non-

di stinctive, just

i ke any other kind of sign. What

matters are the perceptions and recoll ections

that the sign in question is likely to trigger in

the m nd of the average consunmer of the goods concerned

and whet her they would be origin specific or origin

neut r al

I think t

consi deri ng speak | oud and cl ear

hat the verbal elenents of the mark |

It seens to

nme that the nessage they convey is origin neutral. The

artistic presentation neatly and skilfully builds upon

and reinforces the origin neutral

nessage in a way that

nmakes it even nore effective than the words al one mi ght

have been for that purpose. | think that net result is

a wel | -execut ed,

devi ce.

artistically pleasing,

origin neutral

st

a real

efully

sessed

t

am
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THE

MR

| recognise that there is a degree of incongruity
bet ween the acceptance of the earlier registration and the
refusal of the present application. However, | do not think
that | can allow that to deflect ne fromthe concl usion that
| have reached with regard to the registrability of the sign
which is presently before ne.

For these reasons shortly stated, | consider that the

hearing officer was right to cone to the concl usion that
he did and that registration should be refused under
section 3(1)(b) of the Act for lack of sufficient distinctive
character.
APPO NTED PERSON: No order for costs in accordance with the
usual practice?

JAMES: W are content with that.






