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TRADE MARKS ACT 1994

IN THE MATTER OF TRADE MARK APPLICATION NO. 3233695
BY CAMBRIDGE NEUROTECH LTD TO REGISTER THE FOLLOWING TRADE
MARK

CAMBRIDGE
‘NeuroTech

IN CLASSES 9 AND 42

AND IN THE MATTER OF OPPOSITION THERETO UNDER NO. 410856 BY THE
CHANCELLOR, MASTERS AND SCHOLARS OF THE UNIVERSITY OF
CAMBRIDGE



BACKGROUND AND PLEADINGS

1) On 26 May 2017, Cambridge Neurotech Ltd (“the applicant”) applied to register
the following mark:

CAMBRIDGE
NeuroTech

2) It was accepted and published in the Trade Marks Journal on 18 August 2017.

The list of goods and services covered by the application are:

Class 9: Scientific, measuring and recording apparatus and instruments,
namely, microelectrode arrays and grids, electrodes, silicon probes, acute and
chronic connectors, and array inserters for the purpose of animal
neuroscience laboratory research, namely, recording, analyzing, and storing

signals from the central and peripheral nervous systems.

Class 42: Product research and development, namely, in the field of
neuroscience research, surgical procedures and sensor technology; providing
consulting services in the field of neuroscience research, scientific research

for medical purposes and sensor technology.

3) The Chancellor, Masters and Scholars of the University of Cambridge (“the
opponent”) opposes the application. The opposition is directed against all the goods
and services. The opponent relies upon four earlier UK trade marks and two earlier
European Union (formerly Community) trade marks. Full details of these are
provided in an annex to this decision. Whilst the opponent has not withdrawn its
reliance upon any of these earlier marks, at the subsequent hearing it’s
representative identified reliance upon its earlier EU mark 12019733 (“the ‘733 mark)
and earlier UK mark 3015609, however, it is not clear to me how the second
improves the opponent’s case over-and-above its reliance upon the first. Therefore,
for procedural economy, | will consider the opponent’s case insofar as it is based

upon the 733 mark. The relevant information in respect of this mark is shown below:
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Mark and relevant dates

EU012019733

CAMBRIDGE

Filing date: 26 July 2013
Date of entry on the register: 29 August 2015

List of goods and services include:

Class 9: Scientific, [...], measuring, [...] and teaching apparatus and instruments;

[...]; apparatus for recording, transmission or reproduction of sound or images ...

Class 16: [...] printed matter; [...] books, [...] magazines [periodicals] [...]

newsletters; [...] printed publications; [...] magazines; journals periodicals |...]

Class 41: Education; [...] arranging and conducting of conferences; arranging and

conducting of seminars [...]

4) This mark qualifies as an “earlier mark” under section 6(1)(a) of the Act by virtue
of the fact that its filing date predate the filing date of the contested application,
namely 26 May 2017.

5) The opponent’s grounds are as follows:

e Registration of the contested application would be contrary to section 5(2)(b)
of the Trade Marks Act 1994 (“the Act”) because the contested sign is similar
to the earlier marks and that the contested services are identical or similar to
the services of the opponent’s earlier marks and that there is a likelihood of
confusion;

e Use of the contested sign would offend under section 5(3) of the Act because

it is similar to the opponent’s earlier marks that have a “a massive reputation
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[...] throughout the world” in respect of the “core educational services and
related goods” of the University of Cambridge (hereafter “the University”). Use
of the contested application, without due cause, would take unfair advantage
of, or be detrimental to the distinctive character or repute of the opponent’s
earlier marks. In particular, it asserts that:

o use of the applicant’s sign, without due cause, would constitute free-
riding on the reputation of the opponent’s marks and this would take
unfair advantage even if the consumer were not confused;

o such use, without due cause, would be detrimental to the reputation of
the opponent’s marks because the opponent would have no quality
control over the applicant’s goods and services leading to the
possibility that consumers would associate their experiences of
applicant’s goods and services with the opponent leading to damage of
the opponent’s reputation;

o such use, without due cause, would be detrimental to the distinctive
character of the opponent’s marks. It asserts that use of the applicant’s
sign “would lead to dispersion of the identity and hold upon the public’s
mind of the earlier marks and the economic behaviour of the relevant
public would be altered”.

e Use of the applicant’s sign would be liable to be prevented by virtue of the law
of passing off. It claims that the opponent has the requisite goodwill identified
by the CAMBRIDGE sign and that the applicant’s use would amount to a
misrepresentation, causing damage. The field of activity includes “scientific

research”.

6) The holder filed a counterstatement denying the claims made, adding that the
word CAMBRIDGE is a geographical indicator and of low inherent distinctiveness. It
also points to the word NEUROTECH in its own mark, where it asserts that this, and
the device element, have a higher level of inherent distinctiveness and renders the
respective marks dissimilar. It admits that some of the respective Class 42 services
are similar to a moderate degree and that some of the respective Class 9 goods are
similar. It requires that the opponent substantiate its claim that it has a reputation in,

and a goodwill identified by CAMBRIDGE alone. Finally, the opponent’s earlier EU
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mark 896449 is potentially subject to the proof of use provisions in section 6A of the

Act, but the applicant has not put the opponent to such proof of use.

7) Both parties filed evidence, and the applicant also filed written submissions. | will
refer to the evidence to the extent that | consider it necessary and | will keep the
written submissions in mind. A hearing took place before me on 17 January 2019
where the opponent was represented by Julius Stobbs for Stobbs. The applicant was
represented by Jamie Muir Wood of counsel, instructed by Bracher Rawlins LLP.

Opponent’s Evidence

8) This takes the form of a witness statement by Clare Dewhurst, Brand Protection
Manager at the University. Ms Dewhirst states that her evidence is provided to
establish the University’s reputation in its marks in the UK and to establish the
University’s unregistered trade mark rights in the UK prior to the date of application,
namely 26 May 2017. | provide a summary of the relevant evidence in the following

paragraphs.

9) The University consists of a collection of colleges located in the town of
Cambridge, the first of which was founded in the year 1284. Numerous other
colleges were founded over the centuries. The university celebrated its 800th
anniversary in 2009'. The same source lists many eminent alumni of the University
and supports Ms Dewhurst’s claim that its teaching and research has an “extremely
high reputation”.

10) The University has over 20,000 students, nearly 11,000 staff, 31 colleges and
150 departments, faculties, schools and other institutions and provides 30

undergraduate degree courses and 330 postgraduate degree courses®

11) The University consistently refers to itself as simply CAMBRIDGE and is known
as such due to its fame and reputation. The public knows that in the contexts of

1 Exhibit CD1, Timeline of the University’s history obtained from its website www.cam.ac.uk
2 Witness statement, para 5
3 Ditto, paras 6 and 7 and Exhibit CD2 (further website extracts)
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education, publishing, sport, academia and research, the word CAMBRIDGE always

refers to the University of Cambridge®.

12) The University is consistently ranked as one of the best universities in the world®

and is often reported in the UK media®.

13) Ms Dewhurst provides the following turnover figures for the University as a

whole”:
Year ending 31 July Income (£)
2010 1,190 million
2011 1,251 million
2012 1,322 million
2013 1,438 million
2014 1,504 million
2015 1,638 million

14) Information is also provided about the University’s Cambridge Assessment
division that provides assessment and examination services in the UK and
worldwide. UK turnover between 2011 and 2015 was in excess of £150 million a

year®.

15) The University also publishes books, journals and other educational resources
through its department Cambridge University Press (“CUP”), the world’s oldest
publisher having published its first book in 1584. Its UK sales figures reached a total
value of £24.3 million in the year ending 30 March 2012°. Some CUP publications
have historical significance and its publications are prestigious as exemplified by the

numerous awards they have one™©.

4 Ditto, para 5

5 As demonstrated in various third party rankings at Exhibit CD4

5 BBC News report, dated 8 September 2010 reporting that the university topped the world ranking (also
Exhibit CD4

7 Witness statement, para 20

8 Ditto, para 11 and Exhibit CD12

% Ditto, paras 15 and 17

10 A small selection of awards are shown at Exhibit CD11
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16) Extracts from the University’s Annual Reports from 2007 to 2013 are provided.
These reports and confirm the its strong presence in the university teaching,

assessment and research fields'".

17) The University attracts independent press coverage, a selection of eight of these
are provided'?. These news articles are all dated in 2013, 2014 or 2015 and are from
BBC News, Mail Online, The Independent and The Guardian. Five of these refer to
the University as “Cambridge” in the context of personal stories about students or
attracting undergraduates, one includes in its headline a reference to “Cambridge
museums” to refer to the University’s museums, one using “Cambridge” to refer to
researchers at the University and one to refer to Cambridge University’s Engineering
Department and is held up as an example of academics and business “working

together in the UK’s leading hi-tech cluster”.

18) Ms Dewhurst states that the word “Cambridge” alone has been used to refer to
the University from 1387 to the present’® day as demonstrated by numerous
references to “Cambridge” to refer to the University in a number of works of

literature, some of which are provided .

19) Ms Dewhirst states that the University undertakes world-leading research both
within the University and in collaborations with industry partners™. Its research
bodies, such its research centres are managed by the university, its staff are
employed by the University and their websites are hosted on the University’s domain
name “.cam.ac.uk”'®. There are 1500 tenured academics at the University who are
engaged in research. Ms Dewhirst states that the maijority of the University’s

research centres are branded “Cambridge”"”.

11 Exhibit CD13

12 Exhibit CD15

13 Ms Dewhirst’s witness statement, para. 25
14 Exhibit CD16

15 Ms Dewhirst’s witness statement, para. 28
16 ditto

17 Ditto, para. 33
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20) Ms Dewhirst states that the University “has a long and proud history of
pioneering research in the field [of] neuroscience”'® It set up Cambridge
Neuroscience in 2007, a Strategic Research Initiative and now involves over 700
researchers’®. It has its own website at www.neiroscience.cam.uk and this refers to
itself, throughout, as CAMBRIDGE. The banner on the landing page is shown below
where the trade marks UNIVERSITY OF CAMBRIDGE (and device), CAMBRIDGE
NEUROSCIENCE (and device) and CAMBRIDGE are all used:

UNIVERSITY OF
7 CAMBRIDG

Search for an expert

21) The University’s research in neuroscience is recognised as having world-class
impact?® as demonstrated in a flyer from 2014 by the Research Excellence
Framework that states that it has assessed the research at 154 universities. Its
results for the university show that the in most subject areas, over 80% of its

research areas is either “world leading” or “internationally excellent”.

22) The University is a member of the International Alliance of Research Universities
that consists of eleven of the world’s leading research universities, and the League
of European Research Universities, an alliance of 23 European research-intensive
universities?'. Collectively, over the last ten years, researchers associated with the
University have received a total of over £3.3 billion in research grants and

18 Ditto, para. 34
19 Ditto, para. 35
20 Ditto, para. 38
21 Ditto, para 49
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contracts??. 98 researchers “affiliated” to the University have been awarded the

Nobel Prize?3;

24) The University has a strong connection with the “Cambridge Cluster”, a set of
companies and industry initiatives that have been built upon the research of the

University?4.

Applicant’s Evidence

25) This takes the form of a witness statement by Tahi Holtzman, sole director and
sole shareholder of the applicant. Insofar, as | consider it relevant to my

considerations, this evidence can be summarised as follows:

26) A definition of “neurotechnology” is provided, namely, “any technology concerned

with the nervous system” as is an admission that “neurotech” “could obviously be
considered a shortening of ‘neurotechnology’?®

27) It is not disputed that the University “has a prestigious reputation for research in
many areas, including neuroscience” but it is pointed out that it does not appear on
the first page of Google search results using terms such as “neuroscience

tL 11 ” o« tE 11

university”, “neuroscience research”, “neurotech university”, “neurotech research”,

“neurotech Cambridge”, “neuroscience Cambridge” and other similar terms?®. This
leads Mr Holtzman to assert that the university is “largely invisible on the world-scale
of those ‘average consumers’ searching for universities ... closely associated with

‘neuroscience’, ‘neurotech’ or 'neurotechnology’™?".

28) Evidence is provided of:

22 Ditto, para. 39

2 Ditto, para. 52

2 Ditto, para. 54

25 Mr Holtzman’s witness statement, para.15, 16 and Annex 12 to his statement
26 Ditto, paras 18/19

27 Ditto, para 25

Page 9 of 53



e 188 marks on the Trade Marks Register beginning with CAMBRIDGE and
covering Class 9 and 4228,

e 5,523 company names that contain CAMBRIDGE?°;

e Examples of various third parties using marks that incorporate CAMBRIDGE,
including some in the field of research:

o Cambridge Technology Partners (between 1991 and 2014). The
Internet extracts only show its current name of Atos Consulting
CH and provides a number of contact addresses, none of which
is in the UK?30;

o Cambridge Display Technology Limited is claimed to provide
research services under the sign since 1992, but the extracts
from its website illustrate that it is identified by the sign I.C.T. and
stylised versions thereof. Further, under the heading “Our
History” there is reference to research being conducted at
“Cavendish Laboratory of the University of Cambridge”.
Therefore, it is not clear whether it is a company under the
control of the university3';

o Cambridge Viscosity, Inc. is claimed to have been providing
research tools globally under “the sign” since around 2003. They
are a USA based company and the list of distributers on its
website does not include one in the UK3?;

o Cambridge Cognition Limited is claimed to provide research
services in the field of neuroscience “under the sign” since 2001.
It is based in the UK and describes itself as “Leaders in digital
brain health and neuroscience technology”. Its domain name was
registered on 22 March 2001, but the extracts from its website
were obtained on 29 June 2018. There is no evidence of trading
before this latter date33;

28 Ditto, paras. 24 — 29 and Annexes 15 and 16
2 Ditto, paras. 30 and 31 and Annex 17

30 Ditto, para. 42 & Annex 25

31 Ditto, para.43 and Annex 26

32 Ditto, para 44 and Annex 27

3 Ditto, para. 45 and Annex 28
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Cambridge Analytica, LLC. The Wikipedia entry for the company
is provided showing its involvement in developing data farming of
social media and in March 2018 its involvement in a scandal in
the UK regarding political interference and also the legality of
using the social data farmed3#;

Cambridge Mechatronics Limited is claimed to have been
providing research services since 2003 and this is supported by
the extracts from its website where its achievements are listed
dated back to 2003 as is use of its sign consisting of “Cambridge
Mechatronics” and a device3’;

Cambridge Sensotec Limited is claimed to have been providing
research services since 2000. Extracts from its website illustrate
use of a sign where the word CAMBRIDGE appears above a
larger word “Sensotec” conjoined with a device. It describes itself
as specialising in designing and manufacturing gas analysis
equipment “under the Rapidox brand”35;

CamNTech Limited is claimed as also being known as Cambridge
Neurotechnology Limited until 2008. The website extract provided
includes a history of the company that states that it took “over
from Cambridge Neurotechnology” in August 2008, but there is
no evidence of what sign Cambridge Neurotechnology was
known. The remining website extracts all show the sign
“CanNTech"%.

29) The applicant has been trading since 20 November 2013 and that since then, its
clients have purchased goods and services listed in its specifications. 338 clients are
claimed from many parts of the word including the UK and it lists the University as
one of these clients. Mr Holtzman states that its clients “are almost exclusively PhD-
level educated, [...] taking their time to carefully select the goods and services [...]
with due regard to the highly specialised nature of their particular programs of

research and with reference to the specific anatomy of the region of the

34 Ditto, para. 46 and Annex 29
35 Ditto, para. 47 and Annex 30
36 Ditto, para 48 and Annex 31
37 Ditto, para 49 and Annex 32
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brain/nervous system that they are studying. Such purchasing decisions can often

take many days to weeks, [...]"%.

DECISION

Section 5(2)(b)

30) Section 5(2)(b) of the Act is as follows:

“5(2) A trade mark shall not be registered if because-

(b) it is similar to an earlier trade mark and is to be registered for goods or
services identical with or similar to those for which the earlier trade mark is
protected, there exists a likelihood of confusion on the part of the public,

which includes the likelihood of association with the earlier trade mark”.

Comparison of goods and services

31) In the judgment of the Court of Justice of the European Union (“the CJEU”) in
Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc., Case C-39/97, the court
stated at paragraph 23 of its judgment that:

“In assessing the similarity of the goods or services concerned, as the French
and United Kingdom Governments and the Commission have pointed out, all
the relevant factors relating to those goods or services themselves should be
taken into account. Those factors include, inter alia, their nature, their
intended purpose and their method of use and whether they are in

competition with each other or are complementary”.

32) The relevant factors identified by Jacob J. (as he then was) in the Treat case,

[1996] R.P.C. 281, for assessing similarity were:

38 Ditto para. 57
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a) The respective users of the respective goods or services;

b) The physical nature of the goods or acts of services;

c) The respective trade channels through which the goods or services reach

the market;

d) In the case of self-serve consumer items, where in practice they are
respectively found or likely to be found in supermarkets and in particular
whether they are, or are likely to be, found on the same or different

shelves;

e) The extent to which the respective goods or services are competitive. This
inquiry may take into account how those in trade classify goods, for
instance whether market research companies, who of course act for

industry, put the goods or services in the same or different sectors.

33) In relation to the assessment of the respective specifications, | note that in
YouView TV Ltd v Total Ltd [2012] EWHC 3158 (Ch), Floyd J. (as he then was)
stated that:

"... Trade mark registrations should not be allowed such a liberal
interpretation that their limits become fuzzy and imprecise: see the
observations of the CJEU in Case C-307/10 The Chartered Institute of Patent
Attorneys (Trademarks) (IP TRANSLATOR) [2012] ETMR 42 at [47]-[49].
Nevertheless the principle should not be taken too far. Treat was decided the
way it was because the ordinary and natural, or core, meaning of 'dessert
sauce' did not include jam, or because the ordinary and natural description of
jam was not 'a dessert sauce'. Each involved a straining of the relevant
language, which is incorrect. Where words or phrases in their ordinary and
natural meaning are apt to cover the category of goods in question, there is
equally no justification for straining the language unnaturally so as to produce

a narrow meaning which does not cover the goods in question."
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34) | also keep in mind the following guidance of the General Court (“the GC”) in
Gérard Meric v Office for Harmonisation in the Internal Market, Case T- 133/05
(“Meric”):

“29. In addition, the goods can be considered as identical when the goods
designated by the earlier mark are included in a more general category,
designated by trade mark application (Case T-388/00 Institut fur Lernsysteme
v OHIM- Educational Services (ELS) [2002] ECR 11-4301, paragraph 53) or
where the goods designated by the trade mark application are included in a

more general category designated by the earlier mark”.

35) Finally, | also keep in mind the guidance in Boston Scientific Ltd v Office for
Harmonization in the Internal Market (Trade Marks and Designs) (OHIM), Case T-
325/06, the GC stated that “complementary” means:

“...there is a close connection between them, in the sense that one is
indispensable or important for the use of the other in such a way that
customers may think that the responsibility for those goods lies with the same

undertaking”.

36) | consider the similarity of the applicant’s goods and services, class by class,

with those of the opponent.

Class 9

Scientific, measuring and recording apparatus and instruments, namely,
microelectrode arrays and grids, electrodes, silicon probes, acute and chronic
connectors, and array inserters for the purpose of animal neuroscience laboratory
research, namely, recording, analyzing, and storing signals from the central and

peripheral nervous systems.

37) The opponent’s Class goods includes scientific, measuring and teaching
apparatus and instruments and apparatus for recording, transmission or reproduction

of sound or images. These broad terms self-evidently cover the terms in the

Page 14 of 53



applicant’s specification and when applying the guidance of the GC in Meric | find

that the respective goods are identical.

Class 42

Product research and development, namely, in the field of neuroscience research,
surgical procedures and sensor technology; providing consulting services in the field
of neuroscience research, scientific research for medical purposes and sensor

technology.

38) Mr Stobbs submitted that the opponent’s printed matter, books, newsletters,
periodicals, printed matter, magazines and journals in Class 16 are all very similar to
the applicant’s services as are the opponent’s education, arranging and conducting
of conferences and arranging and conducting of seminars. He claimed that the latter
services relate to conferences and seminars where research is presented. It is not
obvious to me that someone who provides the services of arranging and conducting
conferences will also provide product research and development. The respective
services are different in nature, intended purpose and methods of use. They are not
in competition, nor are they complementary in the sense expressed in Boston
Scientific. |, therefore, dismiss Mr Stobbs’ assertion that they are very similar and |
conclude that there is no, or only a very low level of similarity. The position may be
slightly different in respect of arranging and conducting seminars because these are
generally directed at smaller groups of participants than conferences and the
arranging and conducting of these is less involved and less likely to involve large
scale organisational skills. Consequently, it is a service that may be provided by a
product researcher to discuss developments/results of its research with, for example
academics or potential/existing customers. Therefore, whilst the nature, intended
purpose, methods of use are different, and the respective services are not in
competition, there may be some overlap of trade channels. Taking all of this into

account, | conclude that there is some similarity, but it is no more than low.

39) More generally, Mr Stobbs also submitted that the evidence shows that the
opponent provides both the goods and services it relies upon and also the services

of the applicant, and that this illustrates that they all have the same trade channels.
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He concluded that they share at least a medium level of similarity. With the exception
of possible overlap of trade channels in respect of providing seminars and product
research, the fact that one trader can provide all the respective goods and services
is not determinative for two reasons. Firstly, it is not normal for the provider of printed
matter to also be the provider of product research and development. A consumer
would not look to source printed matter from a product researcher and neither would
a consumer look to source product research from a printed matter provider. Because
the evidence may illustrate that one large provider may cross these boundaries is not
evidence that this is the norm. | conclude that it is not normal that such goods and

services share trade channels.

40) In respect of Mr Stobbs’ reliance upon education, he submitted that this term in
includes post-graduate education and that this normally takes the form of research
and, therefore, there is at least a medium level of similarity. He also drew my
attention to the fact that the university operates a research body in the field of
neuroscience and that despite this being under the name CAMBRIDGE
NEUROSCIENCE (and device) it is illuminating in showing that the university is
involved in a research field that is identical or virtually identical. | note this but the
opponent cannot rely upon its activities of research services because they are not
covered by the specifications of the earlier marks and because, even if this were the
case, they are not provided under the mark CAMBRIDGE solus. This leaves me to
consider the level of similarity of post-graduate education (being a sub-set of

education, a term contained in the specifications of the earlier marks).

41) | consider that the term education can include “post-graduate research”, as Mr
Stobbs asserts. This is because the research is undertaken with a view of achieving
an educational qualification (such as a doctorate), because it would be overseen by
a professor of the education establishment and because it is likely to use the
educational establishment’s facilities such as laboratories. Post graduate research
may be funded by a body external to the education establishment and this may
introduce an element of competition with commercial research providers (and whose
research falls into Class 42, as in the applicant’s specification) and shared trade
channels. However, the respective services have different purposes, with one being

primarily to develop/educate the student, the other to research into a particular topic.
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There is some similarity of nature and method of use because both services may
include experimentation. Taking all of this account, | find that postgraduate study
(being a subset of the opponent’s education) shares a medium level of similarity to

the applicant’s product research and development services.
Comparison of marks

42) It is clear from Sabel BV v. Puma AG (particularly paragraph 23), Case C-
251/95, that the average consumer normally perceives a mark as a whole and does
not proceed to analyse its various details. The same case also explains that the
visual, aural and conceptual similarities of the marks must be assessed by reference
to the overall impressions created by the marks, bearing in mind their distinctive and
dominant components. The CJEU stated at paragraph 34 of its judgment in Case C-
591/12P, Bimbo SA v OHIM, that:

..... it is necessary to ascertain, in each individual case, the overall impression
made on the target public by the sign for which registration is sought, by
means of, inter alia, an analysis of the components of a sign and of their
relative weight in the perception of the target public, and then, in the light of
that overall impression and all factors relevant to the circumstances of the

case, to assess the likelihood of confusion.”

43) It would be wrong, therefore, to artificially dissect the trade marks, although, it is
necessary to take into account the distinctive and dominant components of the
marks and to give due weight to any other features which are not negligible and
therefore contribute to the overall impressions created by the marks.

44) The respective marks are:

Earlier mark Contested mark

= CAMBRIDGE
>NeuroTech

CAMBRIDGE
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45) The earlier mark consists of the single word CAMBRIDGE that is self-evidently
the dominant and distinctive element. The contested mark consists of three distinct
elements, the word CAMBRIDGE, the word “Neuro Tech” and the device of a brain
(within which is a schematic representation of electrical circuitry). These three
elements may all function independently, however, | also recognise that the word

elements may equally function as the unit “Cambridge NeuroTech”.

46) Visually, the marks share some similarity in that the word “Cambridge” is present
in both marks. However, with all other elements in the contested mark being absent
in the earlier mark, there are also numerous differences and | conclude that the

respective marks share no more than a medium level of visual similarity.

47) Aurally, the contested mark is likely to be referred to as the five syllables CAME-
BRIDGE-NEW-RO-TEK and the earlier mark will be referred to as the two syllables
CAME-BRIDGE. Therefore, there is some aural similarity because of the coincidence
of the same first two syllables. In other respects they are different and, consequently,

| conclude that the respective marks share a medium level of aural similarity.

48) Conceptual, the earlier mark is the name of a town in the east of England. The
contested mark contains the same town name together with the words “NueroTech”.
It is my view that this will be understood as a shortened version of the term “neuro
technology” with “neuro” being understood as “relating to nerves or the nervous
system”3% and “technology” being understood as “the application of scientific
knowledge for practical purposes”. Such meanings will be readily understood by
the average consumer. Therefore, this element introduces a concept, whilst being
descriptive, is absent in the earlier mark. The device element present in the
contested mark further highlights this concept. Taking all of this into account, |

conclude that the respective marks share a medium level of conceptual similarity.

39 https://en.oxforddictionaries.com/definition/neuro-
40 https://en.oxforddictionaries.com/definition/technology
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Average consumer and the purchasing act

49) The average consumer is deemed to be reasonably well informed and
reasonably observant and circumspect. For the purpose of assessing the likelihood
of confusion, it must be borne in mind that the average consumer's level of attention
is likely to vary according to the category of goods or services in question: Lloyd
Schuhfabrik Meyer, Case C-342/97.

50) In Hearst Holdings Inc, Fleischer Studios Inc v A.V.E.L.A. Inc, Poeticgem
Limited, The Partnership (Trading) Limited, U Wear Limited, J Fox Limited, [2014]

EWHC 439 (Ch), Birss J. described the average consumer in these terms:

“60. The trade mark questions have to be approached from the point of view
of the presumed expectations of the average consumer who is reasonably
well informed and reasonably circumspect. The parties were agreed that the
relevant person is a legal construct and that the test is to be applied
objectively by the court from the point of view of that constructed person. The
words “average” denotes that the person is typical. The term “average” does

not denote some form of numerical mean, mode or median.”

51) Mr Muir Wood submitted that the applicant’s goods are highly specialist in nature
and are tailored for a particular branch of neuroscience laboratory research.
Consequently, he submitted, the average consumer is university or pharmaceutical
company neuroscience researcher, technician or other assistant. He also submits
that the level of care and attention paid during the purchasing process of such

specialist goods is likely to be of an above average degree.

52) In respect of the applicant’s Class 42 services, Mr Muir Wood observed that the
average consumer is likely to be wider because these services extend beyond
neuroscience research and includes surgical procedures and sensor technology,

albeit still in the pre-clinical or clinical neuroscience field.

53) | agree with Mr Muir Wood that the average consumer of such goods and

services are specialists who will pay a higher than average level of care during the

Page 19 of 53



purchasing process. Further, with the goods and services being specialist in nature,
the purchasing process is likely to be involved with both aural and visual
considerations being relevant. Such | finding is consistent with Mr Holtzman’s
evidence that his actual clients are normally PhD-level educated involved in

neuroscience research.

Distinctive character of the earlier trade mark

54) In Lloyd Schuhfabrik Meyer & Co. GmbH v Klijsen Handel BV, Case C-342/97
the CJEU stated that:

“22. In determining the distinctive character of a mark and, accordingly, in
assessing whether it is highly distinctive, the national court must make an
overall assessment of the greater or lesser capacity of the mark to identify the
goods or services for which it has been registered as coming from a particular
undertaking, and thus to distinguish those goods or services from those of
other undertakings (see, to that effect, judgment of 4 May 1999 in Joined
Cases C-108/97 and C-109/97 WindsurfingChiemsee v Huber and
Attenberger [1999] ECR 1-0000, paragraph 49).

23. In making that assessment, account should be taken, in particular, of the
inherent characteristics of the mark, including the fact that it does or does not
contain an element descriptive of the goods or services for which it has been
registered; the market share held by the mark; how intensive, geographically
widespread and long-standing use of the mark has been; the amount invested
by the undertaking in promoting the mark; the proportion of the relevant
section of the public which, because of the mark, identifies the goods or
services as originating from a particular undertaking; and statements from
chambers of commerce and industry or other trade and professional

associations (see Windsurfing Chiemsee, paragraph 51).”

55) To summarise, | have found that the opponent’s mark consists of the name of
the town in which it is situated. Being the name of a geographical location results in it

having only a very low level of inherent distinctive character. Such a low level of
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distinctive character is further confirmed in their evidence, where it is shown that

Cambridge is a recognised location of a hi-tech cluster.

56) In respect of whether the mark has acquired an enhanced distinctive character
through use, Mr Muir Wood, on behalf of the applicant, conceded that it enjoys a
reputation and has goodwill attached to it, in respect of “undergraduate education”.
Such a reputation in the mark CAMBRIDGE also translates to an enhanced

distinctive character in respect to such services.

57) Having considered the evidence, | also consider that the mark also benefits from
an enhanced level of distinctive character in respect of “post-graduate study”. As Mr
Stobbs identified, the University benefits from a reputation as a world-renowned

research university with 4000 PhD students.

58) |, therefore, disagree with Mr Muir Wood when he submitted that a reputation in
CAMBRIDGE solus, does not extend to such services.

59) | conclude that the opponent’'s CAMBRIDGE mark has a very low level of
inherent distinctive character but that this is enhanced through use in respect of
‘undergraduate education” and “postgraduate study”.

GLOBAL ASSESSMENT — Conclusions on Likelihood of Confusion

60) The following principles are gleaned from the decisions of the CJEU in Sabel BV
v Puma AG, Case C-251/95, Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc,
Case C-39/97, Lloyd Schuhfabrik Meyer & Co GmbH v Klijsen Handel B.V. Case C-
342/97, Marca Mode CV v Adidas AG & Adidas Benelux BV, Case C-425/98,
Matratzen Concord GmbH v OHIM, Case C-3/03, Medion AG v. Thomson
Multimedia Sales Germany & Austria GmbH, Case C-120/04, Shaker di L. Laudato &
C. Sas v OHIM, Case C-334/05P and Bimbo SA v OHIM, Case C-591/12P:

(a) The likelihood of confusion must be appreciated globally, taking account of

all relevant factors;
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(b) the matter must be judged through the eyes of the average consumer of
the goods or services in question, who is deemed to be reasonably well
informed and reasonably circumspect and observant, but who rarely has the
chance to make direct comparisons between marks and must instead rely
upon the imperfect picture of them he has kept in his mind, and whose

attention varies according to the category of goods or services in question;

(c) the average consumer normally perceives a mark as a whole and does not

proceed to analyse its various details;

(d) the visual, aural and conceptual similarities of the marks must normally be
assessed by reference to the overall impressions created by the marks

bearing in mind their distinctive and dominant components, but it is only when
all other components of a complex mark are negligible that it is permissible to

make the comparison solely on the basis of the dominant elements;

(e) nevertheless, the overall impression conveyed to the public by a

composite trade mark may be dominated by one or more of its components;

(f) however, it is also possible that in a particular case an element
corresponding to an earlier trade mark may retain an independent distinctive
role in a composite mark, without necessarily constituting a dominant element

of that mark;

(g) a lesser degree of similarity between the goods or services may be offset

by a great degree of similarity between the marks, and vice versa;
(h) there is a greater likelihood of confusion where the earlier mark has a
highly distinctive character, either per se or because of the use that has been

made of it;

(i) mere association, in the strict sense that the later mark brings the earlier

mark to mind, is not sufficient;
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(j) the reputation of a mark does not give grounds for presuming a likelihood

of confusion simply because of a likelihood of association in the strict sense;

(k) if the association between the marks creates a risk that the public might
believe that the respective goods or services come from the same or

economically-linked undertakings, there is a likelihood of confusion.

61) The factors assessed so far have a degree of interdependency (Canon
Kabushiki Kaisha v. Metro-Goldwyn-Mayer Inc, paragraph 17), a global assessment
of them must be made when determining whether there exists a likelihood of
confusion (Sabel BV v. Puma AG, paragraph 22). These factors must be assessed
from the viewpoint of the average consumer. Confusion can be direct (which occurs
when the average consumer mistakes one mark for the other) or indirect (where the
average consumer realises the marks are not the same but puts the similarity that
exists between the marks/goods/services down to the responsible undertakings
being the same or related).

62) In his evidence, Mr Holtzman provides evidence of the existence of numerous
marks on the Trade Mark Register that include the word CAMBRIDGE. | note this,
but such “state of the register” evidence is rarely influential, and | dismiss this
argument. In doing so, | am mindful of the guidance of the GC in Zero Industry Srl v
OHIM, Case T-400/06, where it was stated that:

“73. As regards the results of the research submitted by the applicant,
according to which 93 Community trade marks are made up of or include the
word ‘zero’, it should be pointed out that the Opposition Division found, in that
regard, that “... there are no indications as to how many of such trade marks
are effectively used in the market’. The applicant did not dispute that finding
before the Board of Appeal but none the less reverted to the issue of that
evidence in its application lodged at the Court. It must be found that the mere
fact that a number of trade marks relating to the goods at issue contain the
word ‘zero’ is not enough to establish that the distinctive character of that
element has been weakened because of its frequent use in the field
concerned (see, by analogy, Case T-135/04 GfK v OHIM — BUS(Online Bus)
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[2005] ECR 11-4865, paragraph 68, and Case T-29/04 Castellblanch v OHIM —
Champagne Roederer (CRISTAL CASTELLBLANCH) [2005] ECR 11-5309,
paragraph 71). “

63) In respect of Mr Holtzman’s reliance upon the number of company names
incorporating the word CAMBRIDGE, this is even less persuasive. It is not not known
which of these companies is actually trading and if they are, what sign they use to
identify this trade. Therefore, | dismiss this evidence as not assisting the applicant.

64) Mr Holtzman also relied upon numerous examples of companies actually trading.
These are noted, but they do not negatively impact upon the opponent’s case.
Taking the examples of companies providing research services, | note that the eight
cited, five suffer from one or more of the falling deficiencies: (i) not using
CAMBRIDGE as part of their sign; (ii) no evidence of trading in the UK; (iii) the only
evidence showing use is after the filing date of the contested application. One
actually cites using the university’s laboratories, suggesting that there is some link to

the University.

65) The remaining three examples are Cambridge Analytica LLC, Cambridge
Mechatronics Limited and Cambridge Sensotec Limited. All three appear to have
used a sign incorporating the word CAMBRIDGE prior to the relevant date, but it is
not known what if any relationship/arrangement they may have with the university
and the later appears to be more involved in design and manufacture. In addition to
this, the existence of three third parties trading in the UK in the field of research and
using a sign that incorporates CAMBRIDGE is not likely to impact upon the ability of
the opponent’s mark to indicate services provided by it or with its consent. | find this

evidence is not persuasive.

66) Returning to my considerations of the various factors relevant in my analysis, |

have found that:

e the opponent’s mark consists of the name of the town in which it is situated.
Being the name of a geographical location results in it having only a very low

level of inherent distinctive character;
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the opponent’s mark benefits from an enhanced level of distinctive character
in respect of both “undergraduate education” and “postgraduate study”, both
being a subset of the broad term education in the opponent’s Class 41
specification;

the applicant’s class 9 goods are identical to goods in the opponent’s
specification;

the applicant’s class 41 services are similar to a medium degree to the
opponent’s education (insofar that it covers “postgraduate study”);

the respective relevant goods and services are specialist in nature attracting
specialist consumers who will pay a higher than average degree of care and
attention during the purchasing act;

the opponent’s mark consists of only one element that is self-evidently the
dominant and distinctive element;

the applicant’s mark consists of the device of a brain, the word CAMBRIDGE
and the term “NeuroTech”, all of which may function independently, but | also
recognise that the mark may be perceived as a device and the term
‘CAMBRIDGE NeuroTech”;

the respective marks share a no more than a medium level of visual similarity

and a medium level of aural and conceptual similarity.

67) | agree with Mr Stobbs when he submitted that the term “NeuroTech” present in

the applicant’s mark is a descriptive term, or at least an abbreviation of a descriptive

term (being “neurotechnology”, a combination of “neuro” meaning “relating to nerves

or the nervous system”' and “the application of scientific knowledge for practical

purposes...”#?). | keep this in mind.

68) Turning to the likelihood of confusion in respect of the applicant’s Class 9 goods,

the fact that the respective goods are identical is a factor in favour of such confusion

occurring. However, the enhanced level of attention is a factor against. Further, with

the opponent not having any enhanced level of distinctive character in respect of its

goods, my considerations are based upon the opponent’s mark’s very low level of

4 http://www.oxfordreference.com/search?q=neuro&searchBtn=Search&isQuickSearch=true
42 https://en.oxforddictionaries.com/definition/technology
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inherent distinctive character. When this is considered together with the fact that
CAMBRIDGE is the name of a town in the East of England, it is my view that the
applicant’s mark will be perceived as indicating neurotechnology goods originating
from the town of Cambridge and, consequently, not being perceived as a reference
to the opponent’s mark. The additional elements present in the applicant’'s mark do

nothing to dispel this perception.

69) It is very clear to me that the visual differences between the marks will result in it
being unlikely that there is any direct confusion (where one mark is confused with the
other), evening taking account of imperfect recollection. Also taking my comments in
the previous paragraph into account, | find that there is also no likelihood of indirect
confusion (where the consumer will believe that, because of the similarity between

the marks, the respective goods originate from the same or linked undertaking).

70) | add that it is my view that the opponent is in no better position insofar as it may
rely upon its education in Class 41. Taking the high point that such education may
include postgraduate research, there is nothing before me to suggest that the
providers of postgraduate research also provide the types of goods related to its
research. In addition, additional elements present in the opponent’s marks create
differences to the applicant’s mark, further reducing the likelihood of confusion.
Consequently, even taking account of the enhanced distinctive character of the
opponent’s mark is respect of such services, | find that there is no likelihood of
confusion when considering the opponent’s reliance upon its Class 41 services.
Further, the additional elements present in the opponent’s other earlier marks create
additional differences to the applicant’s mark and, as a consequence, | find that a

likelihood of confusion with these other earlier marks is less likely.

71) The opposition, insofar as it is based upon Section 5(2)(b) of the Act, fails

against the applicant’s Class 9 goods.

72) Turning to the opponent’s case against the applicant’s Class 41 services, the
position is different. The respective services share a medium level of similarity and
this points to a lower likelihood of confusion than when considering the parties’

identical goods involved in Class 9. However, this is offset by the fact that the
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respective services may be in competition and that the opponent’s mark benefits
from an enhanced distinctive character in respect of a subset of services covered by
its education including postgraduate study. Taking this into account, even when the
specialist consumer of the kind involved here is taken into account, they are likely to
perceive the mark CAMBRIDGE as a reference to the University rather than to the
town. Further, it is my view that in respect of the specialist product research and
development described in the applicant’s specification, the word CAMBRIDGE in the
applicant’'s mark is also more likely to be perceived as a reference to the University.
Therefore, when considering the applicant’s mark in its entirety, the consumer is
likely to perceive it as indicating services that are provided by the University or with

its consent, an undertaking linked to the University.

73) In summary, the opposition, insofar as it is based upon section 5(2)(b) of the Act
fails in respect of the applicant’s Class 9 goods but is successful against all its Class

41 services.

Section 5(4)(a)

74) Section 5(4)(a) states:

“A trade mark shall not be registered if, or to the extent that, its use in the

United Kingdom is liable to be prevented —

(a) by virtue of any rule of law (in particular, the law of passing off)
protecting an unregistered trade mark or other sign used in the course

of trade, or

A person thus entitled to prevent the use of a trade mark is referred to in this
Act as the proprietor of “an earlier right” in relation to the trade mark.”

75) Halsbury’s Laws of England (4th Edition) Vol. 48 (1995 reissue) at paragraph

165 provides the following analysis of the law of passing off. The analysis is based
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on guidance given in the speeches in the House of Lords in Reckitt & Colman
Products Ltd v. Borden Inc. [1990] R.P.C. 341 and Erven Warnink BV v. J. Townend
& Sons (Hull) Ltd [1979] AC 731. It is (with footnotes omitted) as follows:

“The necessary elements of the action for passing off have been restated by

the House of Lords as being three in number:

(1) that the plaintiff’'s goods or services have acquired a goodwill or reputation

in the market and are known by some distinguishing feature;

(2) that there is a misrepresentation by the defendant (whether or not
intentional) leading or likely to lead the public to believe that the goods or

services offered by the defendant are goods or services of the plaintiff; and

(3) that the plaintiff has suffered or is likely to suffer damage as a result of the
erroneous belief engendered by the defendant’s misrepresentation.

The restatement of the elements of passing off in the form of this classical
trinity has been preferred as providing greater assistance in analysis and
decision than the formulation of the elements of the action previously
expressed by the House. This latest statement, like the House’s previous
statement, should not, however, be treated as akin to a statutory definition or
as if the words used by the House constitute an exhaustive, literal definition of
passing off, and in particular should not be used to exclude from the ambit of
the tort recognised forms of the action for passing off which were not under

consideration on the facts before the House.”

76) Further guidance is given in paragraphs 184 to 188 of the same volume with
regard to establishing the likelihood of deception or confusion. In paragraph 184 it is

noted (with footnotes omitted) that:

“To establish a likelihood of deception or confusion in an action for passing off
where there has been no direct misrepresentation generally requires the

presence of two factual elements:
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(1) that a name, mark or other distinctive feature used by the plaintiff has

acquired a reputation among a relevant class of persons; and

(2) that members of that class will mistakenly infer from the defendant’s use of
a name, mark or other feature which is the same or sufficiently similar that the

defendant’s goods or business are from the same source or are connected.

While it is helpful to think of these two factual elements as successive hurdles
which the plaintiff must surmount, consideration of these two aspects cannot

be completely separated from each other, as whether deception or confusion

is likely is ultimately a single question of fact.

In arriving at the conclusion of fact as to whether deception or confusion is

likely, the court will have regard to:

(a) the nature and extent of the reputation relied upon;

(b) the closeness or otherwise of the respective fields of activity in which the
plaintiff and the defendant carry on business;

(c) the similarity of the mark, name etc. used by the defendant to that of the

plaintiff;

(d) the manner in which the defendant makes use of the name, mark etc.

complained of and collateral factors; and
(e) the manner in which the particular trade is carried on, the class of persons
who it is alleged is likely to be deceived and all other surrounding

circumstances.”

In assessing whether confusion or deception is likely, the court attaches

importance to the question whether the defendant can be shown to have
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acted with a fraudulent intent, although a fraudulent intent is not a necessary

part of the cause of action.”

The relevant date

77) The relevant date for assessing if section 5(4)(a) applies has been discussed by
Mr Daniel Alexander QC sitting as the Appointed Person in Advanced Perimeter
Systems Limited v Multisys Computers Limited, BL O-410-11. A summary of the
position provided by Allan James, for the Registrar, in SWORDERS TM O-212-06

was quoted with approval and | reproduce it below:

“Strictly, the relevant date for assessing whether s.5(4)(a) applies is always
the date of the application for registration or, if there is a priority date, that
date: see Article 4 of Directive 89/104. However, where the applicant has
used the mark before the date of the application it is necessary to consider
what the position would have been at the date of the start of the behaviour
complained about, and then to assess whether the position would have been

any different at the later date when the application was made.”

78) The primary relevant date for the purposes of these proceedings is the filing date
of the contested application, namely 26 May 2017. The opponent claims that it has
been trading under the earlier mark in the UK for many centuries. There is no
specific counterclaim to an earlier goodwill, but | note that Mr Holtzman makes
statements that the applicant commenced trading on 20 November 2013. This is,
therefore, a potential additional relevant date. However, in light of the long-standing
position of the University, | accept that any goodwill that the opponent possesses at
the filing date of the contested mark will have also existed at the time the applicant
commenced trading. This renders the potential second date as irrelevant. Therefore,
| will proceed on the basis that the relevant date for assessing the issue of passing

off in these proceedings is the filing date of the application.
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Goodwill

79) A long-standing definition of goodwill is provided in Inland Revenue
Commissioners v Muller & Co’s Margarine Ltd [1901] AC 217 (HOL):

“‘What is goodwill? It is a thing very easy to describe, very difficult to define. It
is the benefit and advantage of the good name, reputation and connection of
a business. It is the attractive force which brings in custom. It is the one thing
which distinguishes an old-established business from a new business at its

first start.”

80) This ground potentially places the opponent in a stronger position than its ground
based upon section 5(2)(b) because it claims goodwill attached to the sign
CAMBRIDGE in respect of numerous services including “scientific research” (see the
opponent’s list of goods and services relied upon in its Form TM7). Such services
are not covered by the opponent’s registered CAMBRIDGE mark and it was,
therefore, unable to rely upon such services in respect of its grounds based upon
section 5(2)(b). If the claim is made out, then its goodwill will reside in the identical or
similar services to those listed in the contested application. At the hearing, Mr Muir
Wood accepted that CAMBRIDGE has come to mean the University of Cambridge in
respect of undergraduate education. Mr Stobbs’ submissions at the hearing that it
believes its goodwill lies in a somewhat broader field, namely of university education,
school examination and English language education, publishing and research.
However, | will consider the opponent’s position based upon its reliance upon
“scientific research”. If it can demonstrate goodwill in respect of these services, it will

represent its strongest case.
81) At the hearing, Mr Stobbs directed me to the following evidence:
e over the last 10 years, researchers “associated” with the University have
received a total of more than £3.3 billion in research grants and contracts;

e 98 researchers “affiliated” to the University have been awarded the Nobel

Prize;
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e The University set up CAMBRIDGE NEUROSCIENCE in 2007 as a “Strategic
Research Initiative” and now involves over 700 researchers in more than 60
different departments;

e The University has 4000 PhD students.

82) Mr Stobbs submitted that | should accept that the scope and scale of the

University’s research activities is very large.

83) In addition, | also note from the evidence that:

e The University is a research university and regarded as one of the best in the
world;

e The University's CAMBRIDGE NEUROSCIENCE has its own website where it
repeatedly refers to itself as CAMBRIDGE;

e The evidence illustrates that both the University itself and the media refer to it
as CAMBRIDGE and that this is so in respect of the activities of the University
including undergraduate education, postgraduate study and research.

84) Mr Muir Wood criticised the opponent’s evidence suggesting that not all the
bodies cited as examples of establishments affiliated to the University were in fact
affiliated. It is true that evidence of such affiliation has not been provided and | note
that in the “Cambridge Cluster” there are both companies that are affiliated to the
University (so called “spin-out” companies) and also companies incorporated by ex-
University of Cambridge students (“start-up” companies). However, the evidence is
equally clear that there are numerous research establishments that are affiliated to
the university, even if others are not. Consequently, whilst Mr Muir Wood has raised
a criticism, it is not sufficient for me to conclude that many of the examples referred

to in the opponent’s evidence are, in fact, affiliated to the University.

85) Taking all of the above into account, it is clear that the university has a very
strong reputation and goodwill in respect of research and that this includes research
in the field of neuroscience. Further, whilst other signs are used, one of the signs
consistently used to identify this goodwill is CAMBRIDGE. Consequently, | find that
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the opponent has the requisite goodwill and that this goodwill extends to research,
including neuroscience research and that this goodwill is identified by a number of
signs, one of which is CAMBRIDGE.

86) Further, Mr Stobbs urged me to accept that the evidence showed goodwill
identified by the sign CAMBRIDGE for post-graduate study. | find this to be the case
(as reflected by my earlier comments regarding the opponent benefitting from an
enhanced level of distinctive character in its mark CAMBRIDGE in respect of such
services). | agree with Mr Stobbs’ submission that the general public and consumers
of the University’s services would understand the phrase “undertaking a PhD at

Cambridge” to be a reference to the University.

87) Taking all of the above into account, | conclude that the opponent’s goodwill in
the UK is identified by its word sign CAMBRIDGE and that this goodwill extends to at
least postgraduate study and research, including research in the field of
neuroscience. This finding results in the opponent’s reliance in goodwill in respect of
research being its best case and, consequently, it is not necessary that | consider its

claim of goodwill in respect of other services.

Misrepresentation and Damage

88) In Neutrogena Corporation and Another v Golden Limited and Another,1996]
RPC 473, Morritt L.J. stated that:

“There is no dispute as to what the correct legal principle is. As stated by Lord
Oliver of Aylmerton in Reckitt & Colman Products Ltd. v. Borden Inc. [1990]

R.P.C. 341 at page 407 the question on the issue of deception or confusion is

“is it, on a balance of probabilities, likely that, if the appellants are not
restrained as they have been, a substantial number of members of the
public will be misled into purchasing the defendants' [product] in the

belief that it is the respondents'[product]”
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The same proposition is stated in Halsbury's Laws of England 4th Edition
Vol.48 para 148 . The necessity for a substantial number is brought out also in
Saville Perfumery Ltd. v. June Perfect Ltd. (1941) 58 R.P.C. 147 at page 175 ;
and Re Smith Hayden's Application (1945) 63 R.P.C. 97 at page 101.”

And later in the same judgment:

“.... for my part, | think that references, in this context, to “more than de
minimis ” and “above a trivial level” are best avoided notwithstanding this
court's reference to the former in University of London v. American University
of London (unreported 12 November 1993) . It seems to me that such
expressions are open to misinterpretation for they do not necessarily connote
the opposite of substantial and their use may be thought to reverse the proper
emphasis and concentrate on the quantitative to the exclusion of the

qualitative aspect of confusion.”

89) Returning to the applicant’s evidence of other traders using CAMBRIDGE in the
field of research (and, for that matter, other fields that the opponent also trades), the
courts have held that, for the purposes of passing off, it is not necessary for the sign
being relied upon to be exclusively distinctive. In particular, in Associated
Newspapers Ltd v Express Newspapers [2003] FSR 51 (HC), Laddie J. stated:

“28.  As Mr Watson implicitly accepts, there is no requirement in the law of
passing off that the claimant's reputation has to be exclusive. There have
been a number of cases where a claimant has succeeded even though he
was not the only trader with a reputation in the mark. A newcomer who adopts
a mark employed by more than one competitor and thereby deceives the
public harms each of them. There is no reason in principle and no authority
which suggests that because a number of proprietors are harmed, none of

them can seek to restrain the interference with their trade.”

90) Therefore, insofar as Mr Holtzman relied upon this evidence to counter the

section 5(4)(a) claim, | dismiss it.
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91) Mr Stobbs submitted that there is a clear overlap between product research and
development and general research. | agree and, further, | have also found that the
opponent’s goodwill extends to research in the field of neuroscience. Therefore, it
follows that the parties are in the same, or very similar fields of activity. In have found
a likelihood of confusion between the respective marks where the opponent relies
upon “postgraduate study”, being a subset of its education. Whilst | recognise the
test for misrepresentation is not the same as for likelihood of confusion, with the
fields of activity being even closer when considering the issue of passing off,
compared to the similarity of the services in play for the purposes of section 5(2)(b), |
find that misrepresentation is likely to occur in respect of the applicant’s Class 42
services and because the respective services could be in direct competition, damage
is likely in the form of diverted sales and lost business.

92) In respect of the applicant’s Class 9 goods, the opponent’s best case rests with
its goodwill in respect of research and postgraduate study. Its case here seems less
strong than its case under section 5(2)(b) because it is unable to rely on identical
goods. Therefore, whilst once again, recognising that my considerations under
section 5(4)(a) are not the same as under section 5(2)(b), | find that, when used in
respect of its goods, the CAMBRIDGE element of the applicant’s mark is likely to be
perceived as a reference to the town and not the university. Therefore, when the
mark is considered, as a whole, the differences to the opponent’s sign, together with
the difference between the services of the opponent and the goods of the applicant

are sufficiently that misrepresentation is not likely to occur.

93) In summary, the grounds based upon section 5(4)(a) is successful in respect of

all of the applicant’s services but fails in respect of all of its goods.

Section 5(3)

94) Section 5(3) states:

“(3) A trade mark which —

(a) is identical with or similar to an earlier trade mark,
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(b) (repealed)

shall not be registered if, or to the extent that, the earlier trade mark has a
reputation in the United Kingdom (or, in the case of a European Union trade
mark or international trade mark (EU) in the European Union) and the use of
the later mark without due cause would take unfair advantage of, or be

detrimental to, the distinctive character or the repute of the earlier trade mark.”

95) In light of my findings under section 5(2) and section 5(4)(a) of the Act, it will
follow that in respect of the services in which those grounds were successful and
where the opponent benefits from acquired distinctive character and goodwill, it will
also have the requisite reputation for the purposes of section 5(3). Further, my
findings of a likelihood of confusion, misrepresentation and likely damage points
towards use of the applicant’s mark constituting free riding on this reputation.
Therefore, this ground is at least success to the same extent as achieved under
section 5(2)(b) and section 5(4)(a). Consequently, | will consider the opponent’s case
under this ground only insofar as it applies to the applicant’s goods (that have

survived the earlier two grounds.

96) The relevant case law can be found in the following judgments of the CJEU:
Case C-375/97, General Motors, [1999] ETMR 950, Case 252/07, Intel, [2009]
ETMR 13, Case C-408/01, Adidas-Salomon, [2004] ETMR 10 and C-487/07, L’Oreal
v Bellure [2009] ETMR 55 and Case C-323/09, Marks and Spencer v Interflora. The
law appears to be as follows.

a) The reputation of a trade mark must be established in relation to the
relevant section of the public as regards the goods or services for which the

mark is registered; General Motors, paragraph 24.

(b) The trade mark for which protection is sought must be known by a

significant part of that relevant public; General Motors, paragraph 26.

(c) It is necessary for the public when confronted with the later mark to make

a link with the earlier reputed mark, which is the case where the public calls
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the earlier mark to mind; Adidas Saloman, paragraph 29 and Intel, paragraph
63.

(d) Whether such a link exists must be assessed globally taking account of all
relevant factors, including the degree of similarity between the respective
marks and between the goods/services, the extent of the overlap between the
relevant consumers for those goods/services, and the strength of the earlier

mark’s reputation and distinctiveness; Intel, paragraph 42

(e) Where a link is established, the owner of the earlier mark must also
establish the existence of one or more of the types of injury set out in the
section, or there is a serious likelihood that such an injury will occur in the
future; Intel, paragraph 68; whether this is the case must also be assessed
globally, taking account of all relevant factors; Intel, paragraph 79.

(f) Detriment to the distinctive character of the earlier mark occurs when the
mark’s ability to identify the goods/services for which it is registered is
weakened as a result of the use of the later mark, and requires evidence of a
change in the economic behaviour of the average consumer of the
goods/services for which the earlier mark is registered, or a serious risk that
this will happen in future; Intel, paragraphs 76 and 77.

(g) The more unique the earlier mark appears, the greater the likelihood that
the use of a later identical or similar mark will be detrimental to its distinctive
character; Intel, paragraph 74.

(h) Detriment to the reputation of the earlier mark is caused when goods or
services for which the later mark is used may be perceived by the public in
such a way that the power of attraction of the earlier mark is reduced, and
occurs particularly where the goods or services offered under the later mark
have a characteristic or quality which is liable to have a negative impact of the
earlier mark; L'Oreal v Bellure NV, paragraph 40.
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(i) The advantage arising from the use by a third party of a sign similar to a
mark with a reputation is an unfair advantage where it seeks to ride on the
coat-tails of the senior mark in order to benefit from the power of attraction,
the reputation and the prestige of that mark and to exploit, without paying any
financial compensation, the marketing effort expended by the proprietor of the
mark in order to create and maintain the mark's image. This covers, in
particular, cases where, by reason of a transfer of the image of the mark or of
the characteristics which it projects to the goods identified by the identical or
similar sign, there is clear exploitation on the coat-tails of the mark with a
reputation (Marks and Spencer v Interflora, paragraph 74 and the court’s

answer to question 1 in L’Oreal v Bellure).

Reputation

97) | have found use sufficient to result in an enhanced level of distinctive character

in respect of a subset of the opponent’s education, and this extends to postgraduate

study. | find that such use is also sufficient to demonstrate the requisite reputation

upon which to base the opposition upon section 5(3).

98) When assessing the existence of a link, | keep in mind the following guidance of
the CJEU in Case C-408/01, Adidas-Salomon:

“28. The condition of similarity between the mark and the sign, referred to in
Article 5(2) of the Directive, requires the existence, in particular, of elements
of visual, aural or conceptual similarity (see, in respect of Article 5(1)(b) of the
Directive, Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23 in fine,
and Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR 1-3819, paragraphs
25 and 27 in fine).

29. The infringements referred to in Article 5(2) of the Directive, where they
occur, are the consequence of a certain degree of similarity between the mark

and the sign, by virtue of which the relevant section of the public makes a
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connection between the sign and the mark, that is to say, establishes a link
between them even though it does not confuse them (see, to that effect, Case
C-375/97 General Motors [1999] ECR 1-5421, paragraph 23).”

99) Therefore, the assessment of similarity between the respective marks is the
same as for section 5(2). However, | also keep in mind that the level of similarity
required for the public to make a link between the marks for the purposes of 5(3)
may be less than the level of similarity required to create a likelihood of confusion
(Intra-Presse SAS v OHIM, Joined cases C-581/13P & C-582/13P, paragraph 72).

100) | have found that the respective goods and services are similar to a medium
degree and are specialist in nature attracting specialist consumers that pay a higher
than average degree of care during the purchasing process and that the respective
marks share a medium degree of visual, aural and conceptual similarity. Taking all of
this together, | found that there is no likelihood of confusion (even where the
respective goods are identical, which is not the case here in respect of section 5(3)

grounds).

101) As | indicated when considering likelihood of confusion under section 5(2)(b), |
agree with Mr Muir Wood